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[Filed April 21, 1958] 
UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


NORTH BRANCH PRODUCTS, INC., 
a Michigan Corporation, 
Millington, Michigan 
PLAINTIFF, 


-vs- CIVIL ACTION NO. 1033-'58 


W. REUEN FISHER, 
Village of Entrance 
Alberta, Canada, 


DEFENDANT. 


COMPLAINT FOR DECLARATORY JUDGMENT 


L 
This isan action to secure a Declaratory Judgment, pursuant to 


28 U.S.C., Section 2201, for the purpose of determining the ownership of 


certain patents. 
IL 
This Court has jurisdiction of the subject matter under 28 U. S. C. 
Section 1338. The iaction is for the purpose of determining an actual contro- 
versy between the parties, as hereinafter more fully appears. 
OL 
Plaintiff is a Michigan Corporation with offices and manufacturing 
plant at Millington, Tuscola County, Michigan. 
IV. 
Defendant, W. REUEN FISHER, the Patentee, is a resident of the 
Village of Entrance, in the Province of Alberta, Canada. . Defendant has not 
filed a written designation in the United States Patent Office stating the name 
and address of the person residing within the United States on whom may be 
served process or notice of proceedings affecting the patents and rights there- 
under which are hereinafter fully described. 


Vv. 
This Court has jurisdiction of the person of the patentee defendant, 
W. REUEN FISHER, under 35 U. S. C., Section 293. 
VL 
Plaintiff Corporation is engaged in the manufacture of the following: 
(a) Drill bushings; 
(b) Fixture bushings; 
(c) Liner bushings; 
(d) Special arbor bushings; 
(e) Special gauges; 
(f) Special arbor and adaptor; 
(g) Ring gauges; 
(h) Plug gauges; 
(i) Tapered plug gauges; 
(j) Expanding arbors; 
(k) Adjustable expanding arbors; 
(1) Bearings; 
(m) Inserts with multiple uses; 
(n) Expanding collet bushings, and other similar items. 
VIL 
This action arises out of a controversy over the ownership of 
United States Patents #2, 766, 084 - bearing; #2, 744, 424 - drill guide bushing; 
#2, 737, 425 - bearing liner; #2, 766, 083 - guide bushing; and #2, 543, 840 - 
drill guide bushing, and any other patent applications pending on the part of 
the Defendant, W. REUEN FISHER, which have been filed subsequent to 
April 1, 1949, relating to any of the items enumerated in Paragraph VI, 
processes for making any of the items enumerated, methods of using any of 
the items enumerated or others manufactured by the Corporation. 
VIL 
Plaintiff Corporation, subsequent to April 1, 1949,| has been engaged 
primarily in the manufacture of the items specifically enumerated in Paragraph 
VL 
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Ix. 

At all times since April 1, 1949, Defendant has been a stockholder, 
director, Secretary-Treasurer, and general manager of the Corporation in 
charge of all phases of the manufacture and sale of said items and more 
particularly in charge of research, development, and engineering with respect 


to such products. 
X. 

On April 1, 1949, Defendant personally prepared and caused to be 
executed by the President of the Corporation an Exclusive License and 
Assignment of certain patent applications to Plaintiff Corporation, which he 
then had pending. This Assignment is attached as Exhibit "A". 

XL 

Subsequent to execution of this Assignment and while Defendant 
remained Secretary-Treasurer, general manager, director, and specifically 
in charge of research, development, and engineering, he secured the issuance 
of certain United States Patents, referred to in Paragraph VII above, and upon 
information and belief has other patent applications with respect to the manu- 
facture and method of using the above items, processes for making such 
items, and methods of using said items or other products manufactured by 
the Corporation. 

XIL 

Insofar as Plaintiff is informed, all of the research, engineering, 
and experimental work of the Defendant preparatory to processing the above 
patent applications'and the securing of the actual patents was done in the 
course of his employment with Plaintiff, while in charge of all research, 
engineering, and development for Plaintiff Corporation with the use of Plain- 
tiffs’ machines and employees, and with materials purchased by Plaintiff. 

XI 

Insofar as Plaintiff is informed, the legal expense of obtaining 

said patents was paid from funds of the Plaintiff Corporation. 


5 


XIV. 

Defendant, although repeatedly requested by other officers and 
members of the Board of Directors of Plaintiff Corporation to do so, absolutely 
refused to give any information whatsoever concerning the various patents 
enumerated and any patent applications which he may have pending and which 
have been filed subsequent to April 1, 1949, while said Defendant was in charge 
of all research, engineering, and development for the Corporation. 

Xv. 

Since termination of his employment as general manager and his 
resignation as director and secretary-treasurer of the Corporation, Defen- 
dant has threatened orally and in writing to bring an action for |infringement 
of the above patents and those for which he has applications pending against 
the Plaintiff Corporation, and has represented to the bushing industry and 
industry generally that he is the sole owner of the patents and that Plaintiff 
Corporation is at his mercy with respect to the use of said patents; which 
representations have resulted in substantial damages and injuny to Plaintiff 
in its business. 

WHEREFORE, Plaintiff prays: 

1. That this Court decree that United States Patents #2, 766, 084; 
#2, 744, 424; #2, 737, 425; #2, 766, 083; and #2, 543, 840, are owned by and are 
the sole property of Plaintiff, NORTH BRANCH PRODUCTS, INC. 

2. That this Court decree that any patent applications filed by 
Defendant, subsequent to April 1, 1949, related to any of the items enumerated 
in Paragraph VI, processes for making such items, methods of using said 
items, and any other products manufactured by the Corporation are, in fact, 
the sole property of Plaintiff, NORTH BRANCH PRODUCTS, INC. 

3. That by way of further relief, the Court grant preliminary and 
final injunctions enjoining and restraining Defendant, his agents, employees, 


associates, devisees, and confederates from further representing, asserting, 
contending, claiming, or alleging that said patents, #2, 766, 084; #2, 744, 424; 
#2, 737,425; #2, 766, 083; and #2, 543, 840, or any claim thereof, are owned by 
Defendant and are not, in fact, the sole property of Plaintiff, NORTH BRANCH 
PRODUCTS, INC. 
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other and further relief as may seem proper. 
Dated: April 18, 1958. 


/s/ Albert A. Smith 
Attorney for Plaintiff. 
Business Address: 

301 Bearinger Bldg. 

Saginaw, Michigan 
Phone: PLeasant 4-0941 
/s/ J. Harold Kilcoyne, 
Attorney of Counsel for Plaintiff. 
Business Address: 

961 National Press Bldg. 

Washington, D. C. 


For and in consideration of the sum of $1.00 L W. REUEN 
FISHER, hereby license lease the exclusive use, right, and benefit of patent 
applications filed by me in April, 1948, November, 1948, and December, 1949, 
covering improvements in drill bushings, to the North Branch Products, 
Incorporated, for their use and re-license to others, and to continue so long 
as the provisions of the following covenants are maintained. 

That a royalty of 1% of the gross sales of the company, or its 
licensees, or a minimum of $500 per month and a maximum of not more than 
$1,500 per month be paid to me. Any salaries or wages received by me to be 
deducted from the above amount, or considered a part of the royalties. 

Further, the North Branch Products, Incorporated, agrees to defend 
these inventions and patents against any and all infringements. 

This contract is binding on the heirs and assigns; whatsoever, of 
myself or the North Branch Products, Incorporated. 

AGREED: ACCEPTED: 
/s/ W. Reuen Fisher NORTH BRANCH PRODUCTS, INC: 
by: /s/ E. C. Swanson 
E. C. SWANSON, President 
Dated: April 5, 1949. 
(EXHIBIT "A". ) 


4. That Plaintiff have judgment for its costs in this suit and for such J 


MOTION 


Now comes plaintiff in the above proceeding and moves the 
Honorable Court for an order that service of process on the defendant 
herein shall be obtained by publication as prescribed by Title 13, Section 
108 of the District of Columbia Code (1951 Edition). 


Memorandum of Points and Authorities 
This Court has jurisdiction of the person of the defendant, under 
35 U.S.C. sec. 293, since the action is one respecting ownership of patents 
issued to, and/or applications for patent filed by, said defendant, W. Reuen 
Fisher, not residing in the United States, and said patentee-defendant has 
designated no person within the United States on whom may be served process 
or notice of proceedings. 
However, while positive on the question of jurisdiction, 35 U.S.C. 
sec. 293, makes but general provision as to service of process, in that it 
specifies only that summons "shall be served by publication or otherwise as 
the Court directs". 
Opposed to this general provision of service by publication, the 
case of Thompson vs. Tanner, 53 App. D. C. 8, specifies that the publication 
procedure prescribed in Title 13, Section 108, District of Columbia Code 
shall be rigidly followed in the obtaining of jurisdiction on a defendant who is 
a non-resident of the District of Columbia and has been absent from the Dis- 
trict for at least six months. 
In the above circumstances, the issuance of the requested order 
is believed to be advisable if not necessary to insure against questions of 
proper service on defendant arising in the future. 
Respectfully, 
/s/ J. Harold Kilcoyne 
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AFFIDAVIT 


City of Washington 
District of Columbia 


J. HAROLD KILCOYNE, being duly sworn, deposes and says that 
he is 2 member of the Bar of the District of Columbia, and is attorney for the 
plaintiff in the above proceeding; that on information and belief the defendant 
in the proceeding is a non-resident of the District of Columbia (being a resi- 
dent of the Village of Entrance, Province of Alberta, Canada), and that defendant "§ 
has been absent for|at least six months from the District. 

/s/ J. Harold Kilcoyne 

Subscribed and sworn to before me, a notary public, this 13th 

day of May, 1958. 


ee 
) 88: 


/s/ Katherine Kallivas 
(seal) | Notary Public 


ORDER 


On motion therefor duly made by plaintiff, it is hereby ordered: - 

That service of process on the defendant shall be obtained by 
publication as prescribed by Title 13, Section 108, of the District of Columbia 
Code (1951 Edition). 


| /s/ James W. Morris 
May 13, 1958 | Judge, U. S. District Court 


For the Plaintiff: 
/s/ J. Harold Kilcoyne 


[Filed May 15, 1958] 
Order for Publication 
(Non-Resident Defendant) 
The object of this suit is to establish of record title of the plaintiff 
in and to United States Patents No. 2, 766,084 - Bearing; No. 2, 744, 424 - Drill 


Guide Bushing; No. 2,737,425 - Bearing Liner; No. 2, 766,083 - Guide Bushing; 
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and No. 2,543,340 - Drill Guide Bushing, issued to the defendant; and in and to 
#., any pending patent application of said defendant filed subsequent to April 1, 1949 
relating to the general subject-matter of said patents and including processes and 
methods. 
On motion of the plaintiff, it is this 15th day of May, 1958, ordered 
that the defendant, W. Reuen Fisher, cause his appearance to be entered herein 
on or before the fortieth day, exclusive of Sundays and legal holidays, occurring 
after the day of the first publication of this order; otherwise the cause will be 
proceeded with as in the case of default. Provided a copy of this order be pub- 
lished once a week for three consecutive weeks in the Washington [Law Reporter 
and The Evening Star, before said day. 


/s/ James W. Morris 
Judge, U. S. District Court 


Attest: 


Harry W. Hull 
Clerk, U. S. District Court 


By 
Deputy Clerk 


ANSWER 


Now comes W. Reuen Fisher, Defendant in the above entitled action, 
— ~ and for answer to the complaint filed in said action states: 
I 
Answering paragraph One of said complaint, defendant admits that 
this is a purported action to secure a Declaratory Judgment pursuant to 28 
U.S.C. , Section 2201, but avers that there is no question of ownership of any 
« patents to be determined by this Court. 
0 
Answering paragraph Two of said complaint, Defendant admits that 


this Court has jurisdiction of the subject matter under 28 U.S.C. | Section 1338, 
but denies each and every other allegation therein contained. 
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mm 
Answering Paragraph Three of said complaint, Defendant admits the 
allegations therein set forth. 


IV 
Answering Paragraph Four of said complaint, defendant admits the 
allegations therein set forth. = 
. v 
Answering Paragraph Five of said complaint, Defendant admits the 
allegations therein set forth. 
VI 
Answering Paragraph Six of said complaint, Defendant admits the 
allegations therein set forth. 
vo 
Answering Paragraph Seven of said complaint, Defendant denies each 
and every allegation therein contained. 
Vil 
Answering Paragraph Eight of said complaint, Defendant admits the 
aliegations therein contained. 
Kx 
Answering Paragraph Nine of said complaint, Defendant admits the 
allegations therein set forth but only to the extent that such allegations are true 
for the period between April 1, 1949, and February 17, 1957 on which latter 
date this Defendant was discharged by the Plaintiff. 
_x 
Answering Paragraph Ten of said complaint, Defendant admits the 
allegations therein set forth except that the Defendant specifically denies that 
the exclusive license attached to the Plaintiff's complaint and marked "Exhibit A" P 
is an Assignment in accordance with the principles. of Patent Law. 
XI 
Answering Paragraph Eleven of said complaint, the Defendant admits 
the allegations therein set forth, but denies that the license, Plaintiff's "Exhibit 
A” is an assignment. 
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xT 
Answering Paragraph Twelve of said complaint, the Defendant 

denies each and every allegation therein contained except that he admits that 
he continued to develop and perfect the product and processes embracing the 
concepts expressed in the original applications filed by him before his associa- 
tion with the Defendant and asserts that such activity was in line |with the 
employment royalty agreement, Plaintiff's "Exhibit A", and that improvement 
inventions were to come under the aforesaid agreement according to his 
understanding of the same. 


XII 
Answering Paragraph Thirteen of said complaint, Defendant denies 
each and every allegation therein contained. 
XIV 
Answering Paragraph Fourteen of said complaint, Defendant admits 
the allegations contained therein but asserts that he did so because on Decem-~ 
ber 2, 1955, the Board of Directors without his knowledge contacted competitors 


in the same field of business in an effort to sell the Plaintiff company and he 
objected to showing the applications to competitors because at that time there 
were no patents issued and the Defendant's rights in the applications would 
have been jeopardized had he disclosed the applications. 
XV 

Answering Paragraph Fifteen of said complaint, Defendant admits 
that his employment with the Plaintiff has been terminated and that he has 
resigned as Director and Secretary-Treasurer of the corporation and that he 
has given notice to the Plaintiff on July 8, 1957 that he had terminated the 
contract as of that date because of the failure of the Plaintiff to abide by the 
covenants in the license of Plaintiff's Exhibit A and that he proposed to institute 
suit for collection of unpaid royalties and damages for unlawful use from that 
date forward. In further answer to the rest of this paragraph, the Defendant 
denies each and every other allegation and conclusion therein contained except 
that he avers that he is the sole owner of the patents recited in the complaint. 


In answer to the Prayers for Relief, Defendant denies that he 
has acted in violation of the rights of the Plaintiff; and denies that Plaintiff 
is entitled to any relief whatsoever or to any other relief specifically prayed 
for. 

xvi 

The court lacks jurisdiction over Plaintiff, because the Plaintiff's 
corporate powers were suspended at the time it started the present action 
and it had no standing in court when the suit was started; and, further, because . 
the Plaintiff's charter has become absolutely void and its corporate powers 
lost since the start of the present action. 
Dated October 1, 1958 /s/ Robert G. Mentag 


Attorney for Defendant 
3437 Book Tower 
Detroit 26, Michigan 
Phone: WO 2-4635 


COUNTERCLAIM FOR ROYALTIES AND INFRINGEMENT 
The Defendant, W. Reuen Fisher, by way of counterclaim in 
respective matters arising out of the transaction which is the subject matter 
of this suit and which might be the subject of individual suits in equity against 
the Plaintiff, this Defendant avers: 


I 
That the Defendant, W. Reuen Fisher, has been engaged in the 
designing, and engineering, and selling of items of the type enumerated in 
Paragraph Six of the Plaintiff's complaint many years before being employed 
by the Plaintiff on April 1, 1949. 
I 
That the exclusive license agreement, Plaintiff's Exhibit A, was a 
royalty agreement, 'a reduction to writing of a verbal agreement made with the 
Plaintiff before becoming connected with the Plaintiff. | 


13 


m 
That the exclusive license, Plaintiff's Exhibit A, is not an 
Assignment of any patent rights or inventions covered therein and that all 
rights and title to the inventions covered in said license other than the 
rights given by the license were retained by the Plaintiff as to all inventions 
covered thereby and to any improvements therein or thereto. 
IV 
That the Defendant served in a capacity of General Manager for 
the Plaintiff from April 1, 1949 to April 17, 1957 on which date he was dis- 
charged by the Plaintiff. 
Vv 
That the Plaintiff has failed to pay the royalties due the Defendant 
under the exclusive license designated Plaintiff's Exhibit A, since February 
17, 1957, with the exception of payments of $500. 00 in each of the months of 
March, April and May of 1957, and has by such failure to pay the royalties 
under this license, it has violated covenants contained in the license. 
VI 
That as a result of the failure of the Plaintiff to abide by the 


covenants of the exclusive license designated Plaintiff's Exhibit/A, the Defen- 
dant in a letter dated July 8, 1957 gave notice to the Plaintiff of|the termination 
of this license. 


vil 
That the Defendant is the legal and equitable title holder of 
United States Patents Nos. 2, 766, 084; 2, 744, 424; 2, 737, 425; 2,543, 840 
and 2, 766, 083 which were licensed under the exclusive license designated 
Plaintiff's Exhibit A. 
vill 
That on information and belief, the Plaintiff has unlawfully con- 
tinued to operate under the Defendant's patents enumerated in Paragraph Seven 
of this counterclaim since July 8, 1957 and has infringed and is infringing said 
patents by making, using and selling devices embodying the inventions in said 
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patents and the Defendant is fearful that the Plaintiff shall continue to do so 
unless enjoined from doing so by this Honorable Court. 
x 
That the Plaintiff is a Michigan Corporation with offices and 
manufacturing plant at Millington, Tuscola County, Michigan. 
x 
That the Defendant, W. Reuen Fisher, is a resident of the Village 
of Entrance in the Province of Alberta, Canada. 
XI 
That this counterclaim arises under the Patent Laws of the United 
States, Title 35, United States Code. Jurisdiction is founded on Title 28, 
United States Code, Section 1338 (a). 
x 
That the Defendant has given written notice to the Plaintiff of said 
infringement, that Plaintiff continues to infringe said Letters Patent. 


WHEREFORE, Defendant Prays: 
I 
That the Plaintiff's complaint for Declaratory Judgment herein 
be dismissed. 
0 
That a final judgment be entered by this Honorable Court for a 
permanent injunction enjoining and restraining Plaintiff from infringing said 
Letters Patent, Nos. 2, 766, 084; 2,744,424; 2,737, 425; 2, 766, 083; and 
2, 543, 840. 
m 
For an accounting and an award of profits received by Plaintiff 
from the sale of devices embodying the inventions disclosed in said Defendant's 
Letters Patent. 
IV 
For past royalties due under the terms of the exclusive license 
designated Plaintiff's Exhibit A from the termination of the Defendant's 
connection with the Plaintiff up to and including July 8, 1957. 
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Vv 
For general punitive damages and an assessment of costs of suit, 
interest and attorneys’ fees and such other relief as shall be just and equitable. 
Dated: July 18, 1958. 


/s/ Robert G. Mentag 


/s/ Albert W. Rinehart 
Counsel for Defendant 
c/o Lowry & Rinehart 
1311 G Street, N. W. 
Washington 5, D. C. 
Phone: NA 8-3528 


[Filed August 7, 1958] 


REPLY TO NEW MATTER IN ANSWER 


For reply to new matter contained in Paragraphs XII to XVI, 
Plaintiff says: 
L 
Replying to the allegations of Paragraph XI, Plaintiff denies that 
Defendant developed or perfected the product and processes in| patent applica- 
tions filed by him in April, 1948, November, 1948, and December, 1949, and 
will show that said applications were abandoned and no patents| were ever 
issued upon such applications. Further, Plaintiff denies each of the gratuitous, 
self-serving allegations of Defendant with respect to Plaintiff's Exhibit "A", 
which was prepared by Defendant and which is clear, unambiguous, and speaks 
for itself. Further replying, Plaintiff denies that Defendant ever made any 
so-called "improvement inventions". 
IL 
In reply to Paragraph XIV of Defendant's Answer, 
each of the allegations contained therein. 
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i. 

In reply to Paragraph XV of Defendant's Answer, Plaintiff denies that | 
Plaintiff breached any covenants contained in Agreement, Exhibit "A" personally 
drawn by Defendant herein, and further denies that any liability for royalties “ 
ever accrued thereunder. Plaintiff will affirmatively show that Defendant, in 
fact, never secured any patents based on his applications of April, 1948, 
November, 1948 and December, 1949, specifically referred to in the Agreement 
of April 5, 1949. Plaintiff will further show that the Agreement, Exhibit "A", 
was drafted by Defendant and executed by him at a time when he was Secretary- 
Treasurer, General Manager, and in charge of all research, engineering, 
and development for ‘Plaintiff corporation, of which he was the principal stock- 
holder and to which he owed an affirmative duty to disclose all information with 
respect to patents, finances, production, and sales, all of which he steadfastly 
refused to do although repeatedly requested to do so by the then Board of 
Directors and shareholders of the corporation. 

WHEREFORE, Plaintiff demands judgment as prayed for in the 
Complaint. 

REPLY TO COUNTERCLAIM IN DEFENDANT'S ANSWER 


Plaintiff, replying to the Counterclaim of Defendant, set forth in 
Paragraphs I to XII, inclusive, of the Answer filed, says: 
I. 
Answering Paragraph I, each of the allegations contained therein 


is expressly denied. 
IL. 
Answering Paragraph I, each of the allegations contained therein 
is denied; the Agreement, Plaintiff's Exhibit "A", having been drawn by 
Defendant, speaks for itself. 
tL 
Each of the allegations in Paragraph III is specifically denied; the += 
Agreement, Plaintiff's Exhibit "A", prepared by Defendant and executed by 
him, speaks for itself. 
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IV. 

Answering Paragraph IV, Plaintiff admits that Defendant served 
as General Manager from April 1, 1949, to sometime in February, 1957, but 
denies that he was discharged fromemployment. Plaintiff will further show 
that in addition to being General Manager, Defendant was Secretary-Treasurer 
of Plaintiff corporation and its largest shareholder, at all times in a fiduciary 
relationship to the corporation, its various Boards of Directors and the 
shareholders. Further, that Defendant was charged with an affirmative duty 
to disclose all phases of corporate activity to the Board of Directors and to 
avoid a calculated course of self-dealing contrary to the best interests of the 
Corporation. 


Vv. 
Answering Paragraph V, Plaintiff denies that it has failed to pay any 
royalties due Defendant and denies that any royalties were ever due under 
Plaintiff's Exhibit "A", prepared and executed by Defendant when he was 
Secretary-Treasurer, General Manager, principal stockholder, jand in a 


fiduciary relationship to Plaintiff corporation, its Board of Directors, and 
shareholders. Further answering, Plaintiff will show that the payments of 
Five Hundred and No/100 ($500. 00) Doliars each in the months of March, 
April, and May, 1957, were made in reliance upon the false and |fraudulent 
representations of Defendant that he had, in fact, taken out patents on applica- 
tions filed in April, 1948, November, 1948, and December, 1949, and further 
represented that said specific patents covered certain products then being 
manufactured by Plaintiff, NORTH BRANCH PRODUCTS, INC., which 
representations were untrue. That Plaintiff relied upon the false and 
fraudulent representations of Defendant, who was at all times prior to 
February, 1957, not only the principal shareholder of the Corporation, but its 
Secretary-Treasurer, and General Manager in charge of finances, develop- 
ment, and each and every other minute detail of corporate activity. That 
Defendant was charged with an affirmative duty to disclose all phases of 
corporate activity. That Defendant was charged with an affirmative duty to 
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disclose all phases of corporate business to the Corporation which he con- 
sistently refused to do, although repeatedly requested to do so by the various 
Boards of Directors and shareholders. Plaintiff will further show that, after 
Defendant voluntarily left the Corporation, it was discovered that no patents 
were, in fact, issued upon the applications referred to in the Agreement, 
Plaintiff's Exhibit "A", and that the items covered by said patent applications 
were not, in fact, being manufactured by Plaintiff. 
VL 
Answering Paragraph VI, Plaintiff denies failure to abide by any 
covenants in the Agreement, Exhibit "A", prepared and executed by Defendant 
himself, which Agreement speaks for itself. 
Voi. 
Inreply to Paragraph VI, Plaintiff denies that Defendant is a legal 
and equitable titleholder of United States Patents Nos. 2, 766, 084; 2, 744, 424; 
2,737, 425; 2,543, 840; and 2, 766,083, and denies that said patents or any other 
patents were licensed under the Agreement, Exhibit "A", prepared and 
executed by Defendant while he was principal shareholder, Secretary-Treasurer, 
General Manager, and in exclusive and complete charge of all aspects of 
Plaintiff's corporate activities. Plaintiff will affirmatively show that no patents 


were ever issued upon the applications referred to in the Agreement, Exhibit 
bal At, 


VII. 
Each of the allegations and conclusions of Paragraph VIII is 
specifically denied. 

Xx. 
Plaintiff admits the allegation of Paragraph IX. 

x. 
Plaintiff admits the allegation of Paragraph X. 

XL 
Plaintiff admits the allegation of Paragraph XL 
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XI. 

In reply to Paragraph XII, each of the allegations contained therein 
is expressly denied. 

WHEREFORE, Plaintiff prays: 

1. That Defendant's counterclaim be dismissed. 

2. That a judgment be entered against Defendant for any money, 
heretofore paid to him as royalties. 

3. For an accounting by Defendant of his use of corporation funds, 
while Secretary-Treasurer and General Manager of Plaintiff, from April 1, 
1949, through February, 1957. 

4. For the relief enumerated in Plaintiff's Complaint. 

5. For an accounting by Defendant of all stock of Plaintiff Corpora- 
tion issued by him while Secretary-Treasurer to himself, members of his 
family by blood or marriage, his agents, and attorneys. 
Dated: August 4, 1958. 

/s/ J. Harold Kilcoyne 
Attorney of Counsel for Plaintiff. 


Business Address: 
961 National Press Bldg. 
Washington, D. C. 


CROSS-CLAIM AGAINST DEFENDANT 
L 
Paragraphs II, Hl, IV, and V of Plaintiff's Complaint are incorporated 
herein by reference. 


I. 
Should Defendant be declared to be the owner of the patents 
enumerated in Paragraph VII of Defendant's Counterclaim, then Plaintiff con- 
tends that said patents and each of them are invalid and not infringed by 
Plaintiff. 


WHEREFORE, Plaintiff p/ays: ) 
1. That this Court decfee that United States Patents Nos. 2, 766, 084;/ 
2,744, 424; 2,737, 425; 2,543, 8 4 
2. That this Courf decree that United States Patents Nos. 2,766,084; 3 
2,744, 424; 2, 737, 425; 2, 543, 840; and 2, 766, 083 are not infringed by Plaintiff. 4 
3. That by way of further relief, the Court grant preliminary and 
final Injunctions enjoining and restraining Defendant, his agents, employees, 
associates, devisees, and confederates from further asserting, contending, 
claiming, or alleging that said Patents Nos. 2, 766, 084; 2, 744, 424; 2,737, 425; 
2, 543, 840; and 2, 766,083, or any claims thereof, have hitherto been or are 
now being infringed by Plaintiff. 
4. That Plaintiff have judgment for its costs in this suit and for such 
other and further relief as may seem proper. 
Dated: August 4, 1958. 
/s/ J. Harold Kilcoyne 


[Filed August 21, 1958] 


DEFENDANT'S REPLY TO PLAINTIFF'S REPLY TO ANSWER, 
REPLY TO COUNTERCLAIM, REPLY TO NEW MATTER IN 
ANSWER AND CROSS-CLAIM 


| REPLY TO AFFIRMATIVE MATTERS SET 


FORTH IN PLAINTIFF'S REPLY TO NEW 
MATTER IN ANSWER 


Now comes W. Reuen Fisher, Defendant in the above entitled action, 
and makes reply to the affirmative matters set forth in Plaintiff's Reply To 
New Matter in Answer, and shows as follows; 
I 
Answering affirmative matters set forth inparagraph I, the Defen- 
dant denies each and every allegation and conclusion therein set forth. 
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WHEREFORE, Defendant demands judgment as prayed for in 
the Answer. 


REPLY TO PLAINTIFF'S REPLY 
TO COUNTERCLAIM IN DEFENDANT'S ANSWER 
ees RO NOW EE 


Now comes Reuen Fisher, Defendant in the above entitled action, 
and makes reply to Plaintiff's Reply to Counterclaim In Defendant's Answer, 
and shows as follows; 

I 

Answering affirmative matters set forth in paragraph IV, the 
Defendant denies each and every allegation and conclusion therein set forth. 

0 

Answering affirmative matters set forth in paragraph V, the 

Defendant denies each and every allegation and conclusion therein set forth. 
mm 

Answering affirmative matters set forth in paragraph VO, the 

Defendant denies each and every allegation and conclusion therein set forth. 
IV 

Answering Plaintiff's Prayers for Relief, Defendant denies that 
Plaintiff is entitled to an accounting for use of corporation funds and for 
stock issued by Defendant since such an accounting is a separate cause of 
action over which this Court has no jurisdiction; and denies that Plaintiff 
is entitled to any relief whatsoever or to any other relief specifically prayed 
for. 


WHEREFORE, Defendant demands judgment and other relief as 
prayed for in his counterclaim. 
REPLY TO PLAINTIFF'S CROSS-CLAIM AGAINST DEFENDANT 
-—_——_e_—an“Khn— roo nr 


Now comes W. Reuen Fisher, Defendant in the above entitled 
action, and makes reply to Plaintiff's Cross-Claim against Defendant, and 
shows as follows; 

I 


In reply to Paragraph I, Defendant's answers to Plaintiff's Para- 
graphs II, Ill, IV, and V of Plaintiff's Complaint are incorporated herein by 
reference, 
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I 
Answering Paragraph II, the Defendant denies each and every 
allegation and conclusion therein set forth. 
WHEREFORE, Defendant prays: 
1. That Plaintiff's Cross-Claim be dismissed. 
2. That judgment and other relief as prayed for in his Counter- 
claim be granted Defendant. 
Dated: August 21, 1958. 
/s/ Robert G. Mentag 
/s/ Albert W. Rinehart 


[Filed October 1, 1958] 
AMENDMENT TO ANSWER 


Now comes W. Reuen Fisher, Defendant in the above entitled 
action, and for further answer to the complaint filed in said action, pursuant 


to the order of court given in the hearing on said action on September 29, 


1958, amends his Answer as follows: 
After paragraph XVI of the Answer, the following defense is 


added. 
XVI 

The court lacks jurisdiction over Plaintiff, because the Plaintiff's 
corporate powers were suspended at the time it started the present action 
and it had no standing in court when the suit was started; and, further because 
the Plaintiff's charter has become absolutely void and its corporate powers 
lost since the start of the present action. 
Dated: October 1, 1958. 

/s/ Robert G. Mentag 

/s/ Albert W. Rinehart 


v4 
.» [Filed November 20, 1959] 
North Branch Products, Inc. 


1033-58 
Fisher November 5, 1959 
This is an action for declaratory judgment to establish the 
P's claim to patents on certain inventions made by the Defendant. The 
basis of the action is that the inventions were made while the Defendant 
was an officer or an employee of the Plaintiff and was in a fiduciary relation- 
ship to it, and the inventions related to his work as an officer or employee. 
The claim covers pending applications as well as issued patents. 
Details are stated in annexed statement. 
Service of process of the defendant was made by publication 
pursuant to 35 US Code 293. D contends that this section does not apply 
and should be limited to actions involving validity and infringements of 
patents. 
D claims that under Michigan laws P lost its capacity to sue by 
failure to file annual reports. 


The P produces a certificate of the authorities of Michigan 


certifying that the P has capacity to sue. This point was raised by motion 
to dismiss and was decided adversely to the Defendant. 
D contends that he is the sole owner of the patents and applica- 
tions claimed by P, but concedes that P had an exclusive license under said 
patents and applications under the patent agreement, Exhibit A|attached to 
the Complaint, provided P made certain royalty payments stipulated in 
said agreement. 
This agreement was entered into between P and D on April 5, 
1949, which is subsequent to the date when D became associated with the 
P Corporation, and the last payment thereunder was made in May, 1957, 
and none has been made since... D claims that the patent agreement became 
terminated by this failure to pay. 
The patent agreement expressly mentions only patent applications 
filed by D prior to his association with the P Corp. and is silent as to 
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improvements or improvement inventions. However, D contends that the 
license agreement was a reduction to writing of a prior verbal agreement and 


was intended to cover improvements, 
P claims, on the other hand, that there was no obligation to make 
the payments on the ground that the agreement was limited to certain inventions 


and did not extend to improvements. 

D counter claims for patent infringement as to six of the patents 
from the date of the termination of the license agreement. D claims that the 
infringement consisted in the manufacture by the P of bushings and bearings 
covered by the patents. 

P concedes that it makes devices covered - certain of the patents, | 
but says that it owns the patents, and therefore does not infringe. 

The P abandons prayers for relief, #2, 3 & 5, contained in the 
reply to the counterclaim. P abandons the so-called "Cross Claim against 
Defendant". 

It is stipulated that documents initialed by the Pretrial Judge may 
be admitted in evidence without formal proof subject to objections as to 
relevancy and competency. 

It is stipulated that Exhibit A attached to the complaint may be 
admitted in evidence without formal proof subject to objection as to relevancy 
and competency. 

It is stipulated that minutes books of the P corporation may be 
admitted in evidence without formal proof subject to objection as to relevancy 
and competency. 

It is stipulated that the fiduciary ae between the P and 
the D began on April 1, 1949. 


November 20, 1959 
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[Filed November 30, 1959] 


MOTION TO DISMISS 


FOR 


LACK OF JURISDICTION OVER THE SUBJECT MATTER 


Comes now the defendant in the above entitled action, W. Reuen 
Fisher, by his attorneys, Robert G. Mentag and Albert W. Rinehart, and 
moves to dismiss the above entitled action because it appears upon the face 
of the complaint that the court lacks jurisdiction of the subject matter of the 
action, in that: 

1. The plaintiff alleges in paragraph II of its bill of complaint 
that the court has jurisdiction of the subject matter of this action under 28 
U.S.C. Section 1338, however, this action is not an action arising under the 
patent laws of the United States but is a common-law equity action or a non- 
federal action arising from plaintiff's alleged right to the title|of certain of 
defendant's patents and patent applications because of a previous employer- 
employee relationship between the parties hereto, including a patent license 
contract between the parties hereto, and the circumstances surrounding said 
relationship and contract, and, this court does not have jurisdiction over the 
present non-federal cause of action. 

2. The plaintiff alleges in paragraph V of its bill of complaint 
that the court has jurisdiction of the defendant under 35 U.S. C., Section 293, 
of the 1952 Patent Act, however, it is submitted that section 293 does not 
give the court personal jurisdiction over the defendant, nor does it give the 
court jurisdiction over the subject matter of this action as an action founded 
on diversity of citizenship, since it is submitted that section 293 is a service 
statute only and merely provides a situs for patents owned by non-resident 


patentees, since patents are personal property and the situs follows the 

patentee, for a proceeding in rem arising under the patent statutes or laws 

of the United States. 
3. The plaintiff alleges in paragraph I of its bill of complaint 

that this is an action to secure a declaratory judgment, pursuant to 28 U.S.C., 

Section 2201, for the purpose of determining the ownership of certain patents, 
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however, the aforecited declaratory judgment statuts is a procedural statute 
and does not provide the court with jurisdiction over the subject matter of this 
action. 

In view of the foregoing, it is respectfully submitted that 35 U.S. C. 
Section 293 does not'apply to the present common law equity action for title to 
patents, and that it only applys to actions involving validity and infringements of 
patents, and, accordingly, that this Honorable Court does not have jurisdiction 
over the subject matter of this action and the Court should quash the service in 
this case and dismiss this action with costs granted to the defendant. 
Dated: November 30, 1959 Respectfully submitted, 

| /s/ Albert W. Rinehart 


/s/ Robert G. Mentag 
* * * * 


MEMORANDUM OF POINTS AND AUTHORITIES IN SUPPORT 
| OF MOTION TO DISMISS FOR 


LACK OF JURISDICTION OVER THE SUBJECT MATTER 


This motion has been made by leave of Court granted upon an oral 
motion made to the Court during the Pre-Trial of this case. 

It is submitted that the Court properly gave Defendant leave to file 
the instant motion. ‘It is well settled that jurisdiction of Federal courts over 
the subject matter of an action cannot be conferred by waiver and is always 
open for consideration, and when such lack of jurisdiction is brought to the 
attention of the trial court, it should decline jurisdiction even though the question ~% 
be not urged by either party. Kansas-Nebraska Natural Gas Co. v. City of St. 
Edward, Neb. C.A.' Neb. 1956, 234 F. 24436. Furthermore, a court is bound 
to raise the question of jurisdiction over the subject matter on its own motion 
even if the issue is hot placed before it. U.S. v. Sobell, D.C. N. Y., 1956, 
142 F. Supp. 515, affirmed 211 F. 24520, Cer. Den. 78 S.Ct. 120, 355 U.S. 
873, 2L. Ed. 2477. The parties to an action cannot confer jurisdiction upon 
the court, and the court itself cannot acquire jurisdiction if proper jurisdictional 
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requirements are lacking. Bartron v. Delaware River Joint Toll Bridge 
Commission, D.C. N. J. 1954, 120 F. Supp. 337, affirmed 216 F. 2d 717, 
cer. den. 75 S.Ct. 364, 348 U.S. 943, 99 L. Ed. 738, rehearing denied 75 
S. Ct. 530, 348 U.S. 977, 99 L. Ed. 761. Where jurisdiction of federal district 
court to act depends upon interpretation of statute which is alleged by one of 
the parties to preclude taking of jurisdiction, court has authority)in the first 
instance to construe the statute in order to find answer to the jurisdictional 
question posed. Herzog v. Parsons, C.A.D.C. 1950, 181 F. 2d 781, cer. den. 
71S. Ct. 37, 340 U.S. 810, 95 L. Ed. 596. 
PARAGRAPH ONE OF MOTION 
The pleadings in the instant action show that the plaintiff is a 
Michigan corporation and that the defendant is a resident of Canada. The plead- 
ings also show that the defendant is the owner of the legal title of|certain patents 
and that the plaintiff seeks a decree of the court adjuding the plaintiff to be 
the owner of said patents and patent rights. 
There is no allegation of diversity of citizenship or statutory 
amount in the pleadings so that the court cannot be considering a diversity 
action. 


The plaintiff alleges in paragraph II of its bill of complaint that the 


court has jurisdiction of the subject matter of this action under the Judicial 
Code, 28 U.S.C. Section 1338, and this section reads as follows: 


1338. Patents, copyrights, trade-marks, and unfair 
competition. 


(a) The district courts shall have original 
jurisdiction of any civil action arising 
under any act of Congress relating to 
patents, copyrights and trade-marks. | Such 
jurisdiction shall be exclusive of the 
courts of the states in patent and copy-+ 
right cases. 


The district courts shall have original 
jurisdiction of any civil action asserting 
a claim of unfair competition when joined 
with a substantial and related claim under 
the copyright, patent or trade-mark laws. 
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The plaintiff also states in paragraph I of its bill of complaint 
that this action is to secure a declaratory judgment for the purpose of determin- 
ing the ownership or title of certain patents, and, in paragraph VII of its bill 
of complaint it also asks for titleof any other patent applications pending on 
the part of the defendant. In short, the plaintiff is seeking title to patents 
and patent applications and it is well settled that an action to have title to 
patents declared to be the property of a plaintiff is not an actionarising under 
the patent laws so as to give a Federal District Court jurisdiction of the sub- 
ject matter, and the case, in absence of diversity of citizenship. Eckert v. 
Braun, D.C. Wis. 1945, 62 F. Supp. 264, affirmed 155 F. 24517. In the 
present case jurisdiction is alleged to be based solely on the Patent Laws, 
namely 28, U.S.C. 1338. See also Dill Mfg. Co. v. Goff, C.C.A. Ohio, 1942, 
125 F. 2d 676, cer. den. 63 S.Ct. 77, 317 U.S. 672, 87 L. Ed. 540. | 

The instant case regarding title to patents and patent applications 
may involve a "question" regarding patents but not a "case" arising under the 
patent laws and this is well settled patent law. See e.g., Hartell v. Tilghman, 
99 U.S. 547 (1878); Dale Tile Mfg. Co. v. Hyatt, 125 U.S. 46 (1888); White v. 
Rankin, 144 U.S. 628 (1892); Pratt v. Paris Gas Light & Coke Co., 168 U.S. 
255 (1897); Henry v. A. B. Dick Co., 224 U.S. 1 (1912) (not overruled on the 
jurisdictional point); Luckett v. Delpark, Inc., 270 U.S. 496 (1926). 

In the present case the cause of action stated in the bill of complaint 
is a common law equity action to determine title to patents and patent applica- 
tions, and such is not an action arising under the patent laws. Binger v. Unger, 
D.C. N.Y. 1946, 6 F. RD. 44. The question of jurisdiction of federal courts 
must be determined from the face of the complaint. Barnhart v. Western 
Maryland Ry. Co., C.C.A. Md. 1942, 128 F.2d 709, cer. den. 63 S.Ct. 15, 
317 U.S. 671, 87 L. Ed. 538. 

In viewof the foregoing it is respectfully submitted that the plain- 
tiff's bill of complaint does not set forth an action arising under the Patent Laws 
of the United States. 
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The defendant's counter claim for infringement does not give 
the court jurisdiction over the subject matter of this action since the juris- 
diction must be based on the cause of action set forth in the bill of complaint 
as set forth hereinabove. Furthermore, the counter claim was based on the 
erroneous assumption that the court had jurisdiction of the subject matter of 
the plaintiff's alleged cause of action and that the counter claim arose out of 
the same transaction and was a compulsory counter claim. 

PARAGRAPH TWO OF MOTION 

The plaintiff alleges in paragraph V of its bill of complaint that 
the court has jurisdiction of the defendant under 35 U.S.C., Section 293 of 
the Patent Statutes and this section reads as follows: 


293. Nonresident patentee; service and notice. 
Every patentee not residing in the United States 
may file in the Patent Office a written desig- 
nation stating the name and address of a person 
residing within the United States on whom may 
be served process or notice of proceedings 
affecting the patent or rights thereunder. If 


the person designated cannot be found at the 
address given in the last designation, or if no 
person has been designated, the United States 
District Court for the District of Columbia 
shall have jurisdiction and summons shall be 
served by publication or otherwise as the court 
directs. The court shall have the same juris- 

diction to take any action respecting the patent 

or rights thereunder that it would have if the 
patentee were personally within the jurisdiction 
of the court. 


It is respectfully submitted that plaintiff is in error in making 
such allegation. Section 293 of the Patent Statutes does not give the court 
personal jurisdiction over the defendant so as to set up jurisdiction over the sub- 
ject matter of this action by way of diversity of citizenship. Jurisdiction under 
Section 293 is limited to an "in rem" determination respecting patents and 
rights thereunder, and not patent applications. It is submitted that Section 293 
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does not apply to actions involving rights to patents and patent applications 
since such actions require in personam jurisdiction. See Webster-Chicago 
Corp. v. Holstensson, 132 F.S, 287, D.C. D.C. 106 U.S. P.Q. 127; and 
Consolidated Trimming Corp. v. Loudon, D.C. D.C. 106U.S.P.Q. 87. 

It is submitted that section 293 of the Patent Act of 1952 merely 
gives a situs for patents owned by non-resident patentees, but not patent 
applications, for a proceeding in rem arising under the patent laws of the 
United States. 35 U.S.C. A. Section 261, of the Patent Act of 1952, states 
that Patents shall have the attributes of personal property. " Section 293 
merely brings the personal property in patents belonging to non-resident 
patentee to a situs in the United States for a case arising under the patent laws. 

It is submitted that section 293 does not include actions for title 
to a patent. The word "thereunder" is defined by Websters New International 
Dictionary, Second! Edition, 1959, as "under that, less than; fewer, as in 
number, in subordination; in a lower position or rank, etc. ". The same 
Dictionary defines "thereto" as "To that; as, with all the appurtenances". From 
the foregoing definitions it is submitted that if the Congress meant to include 
actions involving rights to the title of a patent that it would have used the 
words "rights thereto" instead of and/or in addition to the words "rights 
thereunder". It is submitted that the words "rights thereunder" are used in 
section 293 to mean rights in subordination to the patent. For example, a 
party asking for a declaratory judgment to have declared his rights relative 
to infringement and validity of a patent, that is, that he does not infringe or 
the patent is invalid. 

It is submitted that Congress did not intend to upset and change 
the prior patent law regarding an action for title to a patent, as set forth in 
the Pratt v. Paris Gas Light case, as not being "a case arising under the 
patent laws of the United States." It would be absurd to say that Congress 
intended such a result when the patentee was a non-resident but not when the 
patentee was a resident of the United States since a case for title against a 


~ 
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resident patentee could not be brought under 28 U.S.C. 1338. It is submitted 
that Congress did not intend to enlarge the jurisdiction of the subject matter 
give the patent, 
which is personal property, a situs for in rem actions against the patent 


or actions arising under the Patent laws but merely intended to 


and not the patentee personally. There are no words in section 293 denoting 
any enlarging of the Federal jurisdiction of District Courts under the Patent 
Statutes. Reference is made on this point to the Journal of the Patent Office 
Society, October, 1955, Vol. XXXVI, No. 10, to the article "The New 
American Patent Act In the Light of Comparative Law: Part II,|" by Stefan 

A. Riesenfeld, Professor of Law, University of California, in which 
Professor Riesenfeld says: 


The patent act carefully refrains from any general 
regulation of jurisdiction over controversies involv- 
ing patents and contains only one special venue pro- 
vision. Such jurisdiction therefore is controlled by 
the Revised Judicial Code which confers upon the 
district courts exclusive original "jurisdiction of 


Cc 
any civil action arising under any Act of rs 


relating to patents ..."' The distribution of juris- 
diction between state courts and federal courts under 
this provision or its predecessors has formed the 
subject of a long series of adjudications by the 
Supreme Court which started with Wilson v. Sanford, 
and has been reviewed from time to time by 
the court. Generally speaking it is settled 
that the jurisdiction depends on the allegations 


and the relief prayed for in the complaint. 
complaint directly attacks the validity of a 
or seeks redress against a violation of the 


Ef the 
patent 
patentee's 


rights flowing from his monopoly, the federal courts 
have exclusive jurisdiction; but, unless some 

other reason for federal jurisdiction is present, 

the state courts are the proper forum when the 
status of a contract relating to the patent or 

the enforcement or other protection of rights 
derived from such contract are the principal 
subjects of the adjudication sought. In such 
cases, the state courts may give incidental 
relief against threatened infringement, if such 
is the consequence of a cancelled license. " 
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See also’ the comments of Mr. P.J. Federico, Examiner-in- 
Chief, U.S. Patent Office, on section 293, in U.S.C.A., Title 35, Patents 
#1 to 110, Special Feature, Commentary on The New Patent Law, page 58, 
wherein Mr. Federico states: 


"The last section of this title, section 293, 

is a new provision for obtaining service on 
nonresident patentees. Such a patentee may, 

if he wishes, designate a person residing in 

the United States on whom may be served process 
or notice of proceedings affecting the patent or 
rights thereunder. If no such person is designated, 
or if he cannot be found at the address given in 
the last designation, the United States District 
Court for the District of Columbia is given 
jurisdiction and summons may be served by 
publication or otherwise as the court directs. 

In either case the court has the same juris- 
diction to take any action respecting the patent 

or rights thereunder that it would have if 

the patentee were personally within the juris- 
diction of the court. This new provision fills a 
gap which existed in the old statute. It will 
enable, for example, jurisidiction over a patentee 
residing in a foreign country to be obtained in 

a declaratory judgment action involving the 
validity or infringement of the patent." 


The Legislative History of the new section 293, on page 2424, 
U. S. Code Congressional and Administrative News, 82nd Congress, Second 
Session, merely saysithe following: 'This section provides for service on non- 
resident patentees. " 

Section 293 uses the words "same jurisdiction" 
would have if the patentee were personally within the jurisdiction of the court.” 
Some insight as to the intent of Congress when drafting section 293 can be 
found in a speech made by Honorable Judge Giles S. Rich, (Judge of the Court 
of Customs and Patent Appeals, and a former member of the Drafting Committee 
appointed by the Coordinating Committee of the National Council of Patent Law 
Associations which played a major part in drafting of the codification and revision 
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of Title 35 U.S. Code. ) before the New York Patent Law Association, on 
November 6, 1952, entitled Transcript of Address, by Giles S. Rich on The 
1, Patent Act of 1952, Judge Rich said: 


“Section 293 is a new provision which was 
directed at this problem: Suppose a patentee 
is a non-resident. He is up in Canada or in 
Mexico and threatening American industry with 
infringement suits, but you can't get at him 
with a declaratory judgment action and he 
won't bring suit. The purpose of this section 
is to remedy that situation. It provides that 
non-residents may, if they wish, designate 
agents for the service of process who are 
resident in the country. But if they don't 
do that, you can serve by publication, and 
the District Court for the District of 
Columbia has jurisdiction of the case." 


It should be obvious from the aforecited remarks of Judge Rich and 
Mr. Federico, that section 293 was not meant to give jurisdiction to cases involv- 
ing rights "thereto", to patents, so as to upset well established rules of patent 
law, but was meant to merely implement existing laws and facilities to assist 
Americans to have declared their rights relative to patents or rights thereunder 
and not rights thereto. Any other construction of section 293 would most 
likely violate the due process constitutional rights of a person relative to having 
his property taken away from him without due process of the laws, in an in rem 
proceedings, without having personally appeared in the action. 

In a strict sense, a proceeding in rem is one taken directly against 
property, and has for its object the disposition of property, without reference 
to the title of individual claimants. However, in the broader sense, the term 
is applied to actions between parties, where the direct object is to reach and 


dispose of property owned by them, or of some interest therein, but only when 

a valid claim thereto has been previously established and wherein |the claim is 

not to be established in an instant action. Such are cases commenced by attach- 
ment against the property of debtors, or instituted to partition real estate, fore- 
close a mortage, or enforce a lien. See Pennoyer v. Neff, 95 U.S. 734, 24 L. Ed. 
565. In the present case, the plaintiff has not established a valid ¢laim by some 
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previous action or circumstances. In fact plaintiff is using the present devious 
action or alleged cause of action to acquire title to patents and patent applica~ 
tions, on a spurious allegation of 2 fictitious title in equity which has yet to be 
proved, and which in defendant's opinion will never be proved. Accordingly, 
plaintiff obviously does not have any valid claim to the title to defendant's 
patents (and patent applications) as required for the bringing of an action in 
rem under the broad interpretation of such an action. 

It is submitted that a plaintiff must have a cause of action arising 
under the patent laws before he is entitled to the benefit of section 293 to get 
service on a non-resident patentee. In other words, a plaintiff cannot have a 


cause of action arising under some other statute or from the common law or 


from a contract, and yet use section 293 to get service over a defendant, merely 
because he owns a patent and some fictitious question regarding the patent is 
alleged. It is submitted that when Congress passed section 293 it was setting 

up a method of obtaining service for use in connection with a cause of action 
also arising under the Patent laws of the United States. As stated in a book 
entitled "Patents", From the Encyclopedia of United States Supreme Court 
Reports, by J. N. Claybrook, published by The Michie Company, Charlottes- 
ville, Virginia, page 152, 


"When congress is legislating to protect 
inventors, its attention is necessarily 
attracted to the authority under which it 

is acting, and it ought not lightly to be 
presumed that there was an intention to go 
beyond it, and exercise another and distinct 
power, conferred for a different purpose. " 


citing, Brown v. Duchesne, 19 How. 183, 195, 15 L. Ed. 595, wherein it is 
stated, in addition to the statement above cited, 


"And it is well settled that, in interpreting 

a statute, the court will not look mere- 

ly to a particular clause in which general words 
may be used, but will take in connection with 

jt the whole statute (or statutes on the same 
subject) and the objects and policy of the 

law, as indicated by its various provisions, 
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and give to it such a construction as will 

carry into execution the will of the Legis- 
lature, as thus ascertained, according to its 
true intent and meaning. " 


"If the rights granted by patents are regulated 

and measured by these laws (patent), and measured 
by these laws, and cannot go beyond them 
then actions against him must also be so 
regulated. " 


From the foregoing it is submitted that when Congress was legislating 
relative to section 293 it was acting under its power granted by article L section 
8, of the Constitution relative to the power of Congress to grant patents, and not 
under any other constitutional power, as for example, Article I of the Constitution 
under which Congress acts when it legislates on questions regarding the Federal 
courts and their jurisdiction. It is submitted that Congress was|acting to set up 
a service statute for cases arising under the patent statutes only and not for any 
different purpose. To say that Congress was setting up a service statute for causes 
of action not arising under the patent statutes would certainly appear to be illogical 
in view of the aforecited statements from Brown v. Duchesne. 

In view of the foregoing, it is submitted that section 293 of the 
patent statutes merely gives the defendant's patents a situs in Washington, D. C., 
for in rem actions involving cases arising under the patent laws, such as actions 
for validity and infringement decisions, and not for other claims, questions, or 
actions involving personal jurisdiction over the defendant, as for example, the 
present action regarding title to the defendant's patents, and, that section 293 does 
not give this Honorable Court jurisdiction over the subject of this action, and, 
accordingly, that service in this action be quashed and the present action be dis- 
missed. 


PARAGRAPH THREE OF MOTION 


It is well settled that the Declaratory Judgment Act, 28 U.S.C. Section 
2201, does not give the Federal District courts any jurisdiction over the subject 
matter of this action. The operation of section 2201 is procedural only, and, 
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although it enlarges the range of available remedies, it does not extend the 
jurisdiction of Federal courts. See Skelly Oil Co. vs. Phillips Petroleum Co. , 
Oki. 1950, 70 S. Ct. 876, 339 U.S. 667, 94 L. Ed. 1194. Consequently, juris- 
diction cannot be based on section 2201 for this action. 


CONCLUSION 


This honorable court is respectfully requested to dismiss the 
present action on the grounds that it does not have jurisdiction over the subject 
matter of this action and that, accordingly, section 293 does not give plaintiff 
the right to the benefit of the same and service in this case should be quashed. 
It is submitted that section 293 applys only in cases wherein the cause of action 
is one arising under the patent laws of the United States. Dismissal of this 
action is respectfully requested with costs being granted to the defendant. 
Dated: November 30, 1959. Respectfully submitted, 

/s/ Albert W. Rinehart 


/s/ Robert G. Mentag 
* * * * * 


[Filed November 14, 1959] 


RESISTANCE TO MOTION TO DISMISS FOR LACK OF 
JURISDICTION OVER THE SUBJECT ; 
MATTER 

Plaintiff, NORTH BRANCH PRODUCTS, INC., resists the Motion 
of Defendant to dismiss for the following reasons: 

The Complaint upon its face demonstrates jurisdiction of the sub- 
ject matter of the action as well as jurisdiction over the person of the Defendant 
by reason of 28 U.S, C., Section 1338; 35 U.S.C., Section 293; and 28 U.S.C., 
Section 2201. 


/s/ J. Harold Kilcoyne 
x * * *€* *€* &* &K KE KK * 
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Service of foregoing Resistance to Motion to Dismiss, etc. and 
Accompanying Memorandum acknowledged this 14th day of December, 1959. 
/s/ Albert W. Rinehart 


PLAINTIFF'S MEMORANDUM ON DEFENDANT'S 
.MOTION TO DISMISS 


: The problem involved in this Motion to Dismiss is basically one of 
construing 35 U. S. C., Section 293 in its relationship to 28 U. $. C., Section 
1338 and the declaratory judgment statute, 28 U. S. C., Section, 2201. 


OBJECT OF CONSTRUCTION 


The primary object, of course, in the construction of any statute 
is to ascertain the intention of the legislative body. 


"The purpose of the court to give effect to the intention 
of the legislature and to promote justice requires care- 
ful determination of what the legislature intended to 
accomplish." 82C. J. S., Statutes, Section 322, 


Page 571. 


“The intention of the legislature is to be ascertained 
primarily from the language used in the statute. " 
82 Cc. J. S., Statutes, Section 322 e 571. 


"Courts should not attribute to the legislature the enact- 
ment of a statute devoid of purpose, but cannot attribute 
the legislature an intent which is not in any way expressed 


in the statute." 82C. J. S., Statutes, Section 322, Page 


576. 


It is also a basic precept of statutory construction that "the court 
must harmonize statutes relating to the same subject, if possible, and give effect 


to each. . ." 82C. J. S., Statutes, Section 366, Page 810. 
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"The statutes should be so construed as to give meaning 
to all of them if this can be done, and each statute 
should be afforded a field of operation." 82 C. J. S., 


Section 366, Page 812. 


AS A MATTER OF LAW 


Therefore, in determining the relationship of the three statutes to 
the case at bar, the objective is not to emasculate any of them but on the con- 


trary give them all purpose. All three are in pari materia. All three as - 


involved here deal with the general subject matter of patents. 
THE COMPLAINT 


By way of preliminaries, it is important to note that Defendant's 
Motion is based entirely on the false premise that Plaintiff's case was 
motivated and brought solely to determine ownership and title to certain patents 
and has no relationship whatsoever to their validity or infringement and the 
other standard patent issues. On the contrary, Paragraph XV of the Complaint = 
specifically alleges: 


"Since termination of his employment as general- 
manager and his resignation as director and 
secretary-treasurer of the Corporation, Defendant 
has threatened orally and in writing to bring an 

action for infringement of the above patents and 

those for which he has applications pending against 
the Plaintiff Corporation, and has represented to the 
bushing industry and industry generally that he is the 
sole owner of the patents and that Plaintiff Corporation 
is at his mercy with respect to the use of said patents; 
which representations have resulted in substantial 
damages and injury to Plaintiff in its business. " 


In answer to this allegation, Defendant concedes its truth as follows: } 
XV. 7 
” Answering Paragraph Fifteen of said Complaint, Defendant 
admits that his employment with the Plaintiff has been 


terminated and that he has resigned as Director and 
Secretary-Treasurer of the Corporation and that he has 
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given notice to the Plaintiff on July 8, 1957, that he had 
terminated the contract as of that date because of the 
failure of the Plaintiff to abide by the covenants in the 
license of Plaintiff's Exhibit "A", and that he proposed to 

- institute suit for collection of unpaid royalties and damages 
for unlawful use from that date forward. " 


Defendant's threat to institute an action for infringement is made 
doubly clear in the Counterclaim for Royalties and Infringement made a part 
of the Answer. So with respect to jurisdiction of this Court, as set forth in 
the Complaint, the ancillary but vital issue of infringement is spelled out in 
Paragraph XV of the Complaint, confirmed by Paragraph XV of |the Answer, 
and its basic importance emphasized by the Counterclaim which Defendant has 
himself termed in his Brief a compulsory Counterclaim wherein| Defendant has 
himself at Paragraph XI conceded the jurisdiction of this Court over both sub- 
ject matter and person. 

LANGUAGE OF THE STATUTE 

With this background, the difference in the e used by 
Congress in 28 U. S. C., Section 1338, titled "Patents, eS Trade- 
marks, and Unfair Competition", and 35 U. S. C., Section 293, | titled 
"Nonresident Patentee; Service and Notice", is brought into sharp focus. For 
purposes of comparison, we set out these statutes verbatim. 

28 U. S. C. Section 1338. Patents, copyrights, trade- 

marks, an ‘air competition. 


(a) The district courts shall have original jurisdiction 
of any civil action arising under any Act of Congress 
relating to patents, copyrights and trade-marks. Such 
jurisdiction shall be exclusive of the courts of the |states 
in patent and copyright cases. 


(b) The district courts shall have original jurisdiction of 
any civil action asserting a claim of unfair competition 

when joined with a substantial and related claim under the 
copyright, patent or trademark laws." 


35 U. S C., Section 293. Nonresident patentee; service 


and notice. 
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"Every patentee not residing in the United States may file 
in the Patent Office a written designation stating the name 
and address of a person residing within the United States 
on whom may be served process or notice of proceedings 
affecting the patent or rights thereunder. If the person 
designated cannot be found at the address given in the 
last designation, or if no person has been designated, 

the United States District Court for the District of 
Columbia shall have jurisdiction and summons shall be 
served by publication or otherwise as the court directs. 
The court shall have the same jurisdiction to take any 
action respecting the patent or rights thereunder that it 
would have if the patentee were personally within the 
jurisdiction of the court." 


Title 28, Section 1338, concerns civil actions "relating to patents, 
copyrights, and trade-marks", whereas Title 35, Section 293, passed in 1952, 


refers to "proceedings affecting the patent or rights thereunder". This 
language is repeated in the last sentence of the Section as follows: 


‘The court shall have the same jurisdiction to take any 
action respecting the patent or rights thereunder that it 
would have if the patentee were personally within the 
jurisdiction of the court." 


MEANING OF THE LANGUAGE 


The basic rule of statutory construction is that language is to be 
given its natural and commonly understood meaning. | 


82.C.! J. S., Statutes, Section 329, Page 645: 


"The natural and commonly understood meaning will be 

given to words used in a statute unless it is plain or 

clear from the statute or from the context of the words 

within the statute, or unless as otherwise indicated it is 

plain or clear from the circumstances that a different 

meaning was intended, and it must then appear what that 

different meaning is; or unless such construction would 

defeat the manifest intention of the legislature." ~ 


We submit that there is a sharp distinction in the precise dictionary 
definition of the term "civil action" used in Section 1338 and the word J 
"proceedings" used in Title 35, Section 293. There is even a wider distinction 


and difference in the dictionary meaning of the word "relating" used in Section 
1338 and the word “affecting” used in Section 293. 
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Likewise, there is a sharp difference in the dictionary definition 
of the word "patent" used in Section 1338 and "patent or rights thereunder" used 
in Section 293. The language used in Section 293 is not ambiguous and was 
obviously incorporated in the statute passed in 1952 for the express purpose of 
expanding the jurisdiction of the Court beyond that granted by Section 1338. 

The intention of Congress is made clearer by repetition of the identical 
language in the final sentence of Section 293, whereby the United States 
District Court for the District of Columbia is given the same jurisdiction 
respecting the "patent or rights thereunder" that it would have if the patentee 
were personally within the jurisdiction of the Court. There just isn't any 
question of the fact that if the Defendant, W. REUEN FISHER, were residing 
in the District of Columbia, the Plaintiff in this action as a Michigan Corpora- 
tion could file the identical complaint and this Court would be permitted to 
determine the controversy even if it were to completely disregard the 
ancillary but basically vital issue of infringement raised by Defendant's 
admitted threat to sue. 

Here is where Title 28, Section 2201, fits into the picture, conferring 
upon this Court the jurisdiction to grant a Declaratory Judgment. 

28 U. S. C., Section 2201. Creation of Remedy. 


"In a case of actual controversy within its jurisdiction, 
except with respect to Federal taxes, any court of the 
United States, upon the filing of an appropriate plea 
ing, may declare the rights and other legal relations 
of any interested party seeking such declaration, 

whether or not further relief is or could be sought. 
Any such declaration shall have the force and effect of a 

final judgment or decree and shall be reviewable as such.” 


We submit that logic and common sense dictate that had Congress 
not intended to somewhat enlarge this Court's jurisdiction, service under 
Section 293 upon non-resident patentees would have been limited as in Section 


1338 to "civil actions relating to patents, copyrights, and trade-marks. " 
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If Congress had intended to limit jurisdiction under Section 293 to an 
‘in rem" determination respecting patents, as contended by Defendant, under i 
all of the rules of statutory construction, it was incumbent upon the legislative 
body to use language which in its commonly understood meaning would express 


that intent. Defendant's Memorandum conveniently ignores the last sentence of < 


Section 293, which |in clear, unambiguous language, states: 


"The Court (United States District Court for the District 
of Columbia) parantheses supplied, shall have the same 
jurisdiction to take any action respecting the patent or 
rights thereunder that it would have if the patentee were 
personally within the jurisdiction of the Court." 


This doesn't upset or change the prior patent law as urged by 
Defendant in the line of cases cited, all decided before 1952. That law is still 
sound. Section 293 has not abrogated it but enlarged it somewhat. The 
Federal Courts have always had jurisdiction to adjudicate ownership and title 
to patents in a proper situation. Dowse v. Federal Rubber Co., et al, 254 
Federal Reporter 308, decided in the District ‘Court for the Northern District 
of Illinois in 1918,’ is very similar to our own case on its facts. Dowse, as 
President and General Manager of the Defendant Corporation, had sole, full, 
and complete control of its operation and management. 

The Court said at Page 309: 


The’ suit involves both the validity and ownership of 
patent No. 1, 174, 238 of March 7, 1916, issued to B. C. 
Dowse, upon a method of reinforcing automobile tires 
known as the ‘double cable base’. The patent was 
applied for in Dowse's name, while he was employed 

by the manufacturing company, and issued to him after 
he left it. The main question is whether the patent 
equitably belongs to the corporation or whether it has 
merely a ‘shop right’ ". 


The Court entered a decree that the Corporation is the equitable owner, entitled* 
to have an assignment. 
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PUBLIC POLICY INVOLVED 


Unfortunately, there is no real legislative history of Section 293 
available. However, the over all public policy motivating the enactment is 
clear. Its obvious purpose is to prevent a patentee from harrassing American 
industry by the simple expedient of taking up residence in a foreign country. 

As already pointed out, the Complaint in this case alleges threat |of infringement 
action by Defendant, W. REUEN FISHER, which is admitted in his Answer. 
Defendant's avowed purpose to harass from afar is emphasized by his Counter- 
‘claim for Royalties and Infringement. 

Whether the principal issue be ownership of patents and the ancillary 
issue one of infringement or vice-versa, the harm to American industry is 
equally great. Obviously the Plaintiff in this case can have no relief as a practi- 
cal matter except in this Court. This action in this Court is not of Plaintiff's 
choosing but rather was forced upon it by the deliberate action of Defendant who, 
after breaching his fiduciary relationship as Secretary-Treasurer, General 
Manager, and principal Stockholder, has taken up residence in Canada. He was 


more than an employee. The Defendant was, in fact, the alter ego of the Plain- 
tiff Corporation constantly dealing with himself. 

Certainly, the language of Honorable Giles S. Rich, cited by Defen- 
dant at Page 8 of his Memorandum, could have no better application than to the 
facts of this case. 


"Section 293 is a new provision which was directed at 
this problem: Suppose a patentee is a non-resident. 
He is up in Canada or in Mexico and reese 
American industry with infringement suits, but you 
can't get at him with a declaratory judgment action 
and he won't bring suit.. The purpose of this section 
is to remedy that situation. It provides that non-resi- 
dents may, if they wish, designate agents for the 
service of process who are resident in the country. 
But if they don't do that, you can serve by publication, 
and the District Court for the District of Columbia 
has jurisdiction of the case." 
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CONCLUSION 


It is submitted that when all of the language of Section 293 and par- 
ticularly the final sentence is considered in relation to the language of Section 
1338, the intention to extend the jurisdiction of this Court to cover a fact 
situation, as demonstrated in the Complaint filed in this case, is made 
manifest.. Certainly, sound public policy dictates that Plaintiff not be left to 
the whim and caprice of a non-resident patentee for an adjudication of its 
"rights" under these patents. 

The Motion to Dismiss should be denied. 

Respectfully submitted, 
/s/ J. Harold Kilcoyne 


Dated: December 14, 1959. Attorney for Plaintiff. 
| 961 National Press Building, 
| Washington, D. C. 


[Filed - two file dates appear on document; 1/’ 7/60 and 12/21/59. } 


REPLY 
TO 
RESISTANCE TO MOTION TO DISMISS FOR LACK OF 
JURISDICTION OVER THE SUBJECT MATTER 

The defendant, W. Reuen Fisher, replys to the plaintiff's Resistance 

to defendant's motion to dismiss for lack of jurisdiction over the subject as follows: § 
THE COMPLAINT 

On page 2 of plaintiff's Memorandum plaintiff states that "Defendant's 
Motion is based entirely on the false premise that Plaintiff's case was motivated 
and brought solely to determine ownership and title to certain patents and has no 
relationship whatsoever to their validity or infringement and the other standard 
patent issues." Then plaintiff cites paragraph XV of the complaint and paragraph 
XV of the answer. The aforementioned statement of plaintiff and the citations of 
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the aforementioned paragraphs in the complaint and the answer merely 
emphasize as a matter of fact and law that the cause of action get forth in 
the complaint is one “for the purpose of determining the ownership of certain 
patents" as alleged in Paragraph I of the complaint. 
No matter what position the plaintiff takes in its arguments before 
this court on this motion, it cannot deny the well settled point in the law that 
"The question of jurisdiction of federal courts must be determined from the face 
of the complaint". Barnhart v. Western Maryland Ry. Co. 87 Ed. 538, as 
cited in defendant's memorandum in support of this motion. Plaintiff cannot 
argue as a matter of law that defendant's counterclaim for infringement gives 
jurisdiction to the court, whether it be a compulsory counterclaim or some 
other type thereof. The plaintiff did not raise as an issue in the complaint the 
question of infringement. The cause of action stated in the complaint must stand 
on its own legs for jurisdictional support and not on crutches fabricated by a 
combining of the complaint and a counterclaim. 
As a matter of fact, the complaint cannot relate to a cause of 
action directed to non-infringement or infringement since plaintiff has admitted 
infringement at the pre-trial as follows: "P concedes that it makes devices 
covered by certain of the patents, but says that it owns the patents, and therefore 
does not infringe". It is submitted that because plaintiff knows jit infringes defen- 
dant's patents, plaintiff is anxious to get title to the patents. 
Furthermore, as a matter of fact, the complaint cannot relate to 
validity or non-infringement because the plaintiff at the pre-trial abandoned the 
allegations of invalidity and non-infringement made by plaintiff in its cross-claim. 
In view of the foregoing, what other possible cause of action could be made out of 
the aforecited words of paragraph I of the complaint, which words expressly say 
that the complaint is one for the purpose of determining ownership of certain patents? 


Furthermore, the plaintiff's prayer asks the Court to decree that the defendant's < 
patents and patent applications "are owned by and are the sole property of 
plaintiff. The plaintiff thus asks the Court to decree its rights thereto, to the 
defendant's patents|and patent applications, and nothing is prayed for relative 

to invalidity or non-infringement of the defendant's patents, that is, patents 

and rights thereunder. It should be noted that Section 293 does not include 

"patent applications" so the Court does not have jurisdiction thereover and cannot 


take any action respecting patent applications. oi 

Furthermore, the words used by plaintiff in paragraph XV of the 
complaint relative to threats of an infringement action by defendant were allega- 
tions set forth by plaintiff to show an alleged controversy to the title of defendant's * 
patents and patent applications to bring its alleged cause of action within the 
Declaratory Judgment statute, but this statute is merely a procedural statute as 
discussed in defendant’s main memorandum on this motion. 


MEANING OF THE LANGUAGE OF THE STATUTE 


On pages 3, 4 and 5 of plaintiff's Resistance to the instant motion 
plaintiff erroneously contends that Section 293 enlarges the Court's jurisdiction 
as granted by Section 1338 without stating what jurisdiction is enlarged, that is, 
jurisdiction over the subject matter, over the patentee, over the res, or venue 
jurisdiction. Such contention is based on the misunderstanding of the meaning 
of the terms "civil action" and "proceedings". Plaintiff contends that "civil 
action” as used in Section 1338 does not mean the same as "proceedings" used « 
in Section 293, and so Section 293 somehow enlarges Section 1338. 

Plaintiff's contention is erroneous because it is well settled that the ~ 
term "civil action" is used synonymously with."proceeding™ and the term "proceed 
ing" also includes criminal prosecutions and is not limited to civil actions. See % 
Judge Holtzoff's opinion on this term in United States of America vs. Maryland & 


Virginia Milk Producers, Inc. D.C.D.C., 145 F. S. 374.. See also United 
States vs. Auerbach, D.C.S.D. Calif., 68 F. S. 776, a case for prosecution 
!* of violation of maximum rent regulations, wherein it is stated by the Court, 


"So to determine whether or not these are 
-"proceedings", we first of all have recourse 

to the general law. At common law, an equity 
case was referred to as a "suit" in equity, and 
a law case was referred to as an "action" at law. 
But for many years in this country any kind of 
a lawsuit, any kind of a proceeding, has been 
referred to as a "proceeding". 


Furthermore, it should be noted that Rule 2 of the Federal Rules of 
Civil Procedure for the District Courts, which have the force of law, clearly 


'tThere shall be one form of action to be 
known as “civil action". 


It should be obvious from the foregoing that Congress was certainly 
aware of the interchangeable use of the terms "civil action" and ee 
| and the Federal Rules of Civil Procedure, and that if it had intended to enlarge 
. the jurisdiction granted in 28 U.S.C. A. 1338 it would have amended this section 
directly and exercised its power granted to it under Article II of the Constitution 
®. which is the constitutional basis of the Federal Judiciary system. The constitu- 
tional basis of Title 35, the Patent Laws, under which section 293 was promul- 
gated, is Article I, Section 8 of the United States Constitution. I/is submitted 
that Congress did not intend to exercise both constitutional powers simultaneously 
so as to cause confusion in the statutes after the many past codifications and 
. efforts that have been made to clear up confusion in our Federal statutes. In 
view of the foregoing, it is respectfully submitted that the plaintiff.is in error 
in its contention of enlargement of Section 1338 by Section 293. 
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Plaintiff has also made much of some alleged distinction in the diction- 
ary definitions of "affecting" and "relating". While defendant submits that these 
terms cause no trouble in construing Section 293, the dictionary definitions are 
listed below for the Court's ready reference. These definitions are taken from 
the Webster New International Dictionary, Second Edition, unabridged, printed in 
1959 and are complete, including synonyms. 


Affecting - adj. 1. Loving; affectionate. Obs. 
2. | Affected; given to false show. Obs. 

3. | Moving the emotions; fitted to excite the 
emotions; pathetic; touching; as, an affecting 
address; an affecting sight. 

SYN. - Affecting, Touching, Moving, ‘Pathetic 
refer to influence upon the sensibilities. 
Affecting is the most general term for that 
which stirs . emotion; as, an affecting dis- 
course. Touching suggests a more or less 
transitory impression; Moving, a deeper agita- 
tion, which tends to action or expression; as 


touching confidence, a moving appeal. Pathetic 
(cf. Pathos) applies to that which arouses 
sympathy, sadness, or pity; as, "the pathetic 
sense of the transitoriness of familiar ... 
scenes" (Longfellow). 


Relate - v. 1. To give an account of; to 
recount; narrate; as, to relate one’s story 
willingly; also (now in passive), to say; 

assert; as, by some, Plato is related to have 
been a Theban. 

2. Rare. a. to bring back; restore. Spenser. 
b. To relieve (oneself) by utterance. Bacon. 
c.! To describe. d. Refer. 3. To ascribe, 
as to a.source.. Fuller. 

3. To connect or bring into relation; to show 
the relation of; to establish relationship 
between; as, to relate one word to another from 
the same stem; these events cannot be related 


by any reasoning. 
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--intransitive: 1. To tell; report. Obs. 
2. To refer; to have or make reference... Now Rare 
3. To stand in some relation; to have relation- 
ship; to pertain; - withto. All negative or 
privative words relate to positive ideas.. Locke 
4. To apply or take effect retroactively. Chiefly 
Law. 
SYN. - Tell, recite, rehearse, report, detail, 
describe. 


Plaintiff's statement on the top of page 5 of its Resistance relative 
to “logic and common sense" can be disposed of by pointing out that Congress was 
not legislating relative to "copyrights and trade-marks" when it enacted Section 
293 but was speaking only about patents which is the sole matter covered in 
Title 35. Congress was attempting to bring the patent statutes into some sensible 
order when it enacted Title 35. Accordingly, “logic and common sense" would 
dictate that Section 293 should not include "civil actions or proceedings relating 
to patents, copyrights and trade-marks". 

On page 5 of plaintiff's Resistance, lines 11 and 12, | plaintiff is in 
error when it states Defendant's Memorandum conveniently ignores the last 
sentence of Section 293...... "and then said sentence is quoted, The Court's 
attention is directed to the last paragraph of pages 5 and 8 of defendant's Memo- 
randum. It is at these parts in defendant's memorandum that the subject matter 
over which the court has the same jurisdiction is set forth and discussed, as it 
would have if the patentee were personally within the jurisdiction of the Court. 
Defendant has not ignored the last sentence of Section 293 but plaintiff's interpre- 
tation of this last sentence would delete the language of this last sentence which 
sets forth the subject matter over which the Court has the same jurisdiction, that 


is, "respecting the patent or rights thereunder". 
. On page 5, lines 18, 19 and 20, plaintiff admits that the line of cases 

cited on page 3 of defendant's memorandum correctly states the law that an 

action to havetitle to patents determined is not an action arising under Section 1338. 
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The case cited by plaintiff at this point in its Resistance, namely, Dowse vs. 
Federal Rubber Co. et al is consistent with the above mentioned lines of cases. 
The cause of action in that case was one for infringement and the question of 
title arose as an ancillary matter of defense. The Dowse case obviously does 
not support plaintiff's position that Section 293 has enlarged Section. 1338. 
Furthermore, the fact situation of the Dowse case is different from the present 
case. Some of the main fact differences are: 


1, In the Dowse case the cause of action 
involved infringement, a case arising 
under Section 1338, and in the instant 
case the cause of action is a common 
law equity action. 


. Dowse was hired to supervise the making 
of a standard "Straight Wall" type tire, 
and his invention. came later, while in 
the present case defendant brought an 
invention or new product with him. 


Dowse had no pre-incorporation agree- 
ment which preceeded his employment while 
in the present case defendant had an agree- 
ment which preceeded and governed any 
alleged fiduciary relationship. 


Dowse never claimed ownership of the 
patent application which matured into 

the patent until after he left the 

corporation, while in the present case 
defendant always claimed ownership to 

his patents and patent applications and 
plaintiff recognized such ownership during 
his employment and even after his dis- 
charge in February 1957 by paying royalties 
of $500. 00 per month for the months of March, 
April and May of 1957. 


Dowse had sole and complete control of the 
operation of the corporation but defendant 

did not. See defendant's Pre-Trial confer- 
ence statement, page 2, paragraphs one and two 
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wherein it is shown that defendant did not 
have sole and complete control over the oper- 


ation and management of plaintiff from April 1, 
1949 to February, 1957. 


There were other fact differences between the Dowse case jand the present 
4 
bse hut the above cited differences are sufficient for this hearing. 


PUBLIC POLICY INVOLVED 


” It is submitted that Section 293 merely gives the District Court of 
lumbia proper venue over the res, namely the patents of a non-resident patentee. 
428 U.S.C. 1400 the venue for a patent infringement suit is defined as follows: 


28 U.S.C. 1400. District Courts.. Venue. 
Patents. (b) Any civil action for 

patent infringement may be brought in the 
judicial district where the defendant 
resides, or where the defendant has 
committed acts of infringement and has a 
regular and established place of business. 


-It is submitted that since this infringement venue statute does not provide 
r venue over a patent for anactionfor a declaration of a person's rights under some 
ipn-resident patentee's patents, to have said person's rights declared|respecting the 
Btents or rights thereunder, that is, whether the patent is invalid or not, and whether 
‘infringes or not, Congress remédied this situation by merely giving such patents 
msitus or venue in the District of Columbia under Section 293. Under Section 293 
my person being harrassed by a foreign or non-resident patentee can bring an 
on respecting the patent, asking that the patent be held invalid, and/or that his 
| ghts thereunder be determined, that is, that he does infringe. Under such conditions Ameri 
as can be safe from harassment from non-resident ‘patentees, and that is all that 
eeded to make Section 293 commensurate with Public Policy. Any|further inclusion 


has nothing to 
id whether or not 
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plaintiff or defendant owns the patents and patent applications in question, the 
public can still come into this Court and have its rights determined relative to 
said patents and its rights thereunder. I is submitted that the vague term 
“public policy" cannot be logically injected into the jurisdiction issue involved in 
this motion and used so as to pervert the intended meaning of Section 293. 

The emotional statements on page 6 of plaintiff's Resistance relative 
to defendant residing in Canada after being discharged are immaterial and 
irrelavent to the jurisdiction issue involved in this motion. However, it should 
be pointed out that defendant had been a technical resident of Canada for approxi- 
mately three years before April 1, 1949, the date of his starting association with 
plaintiff. He had been'spending approximately six months in the U. S. and six 
months in Canada in each year before April 1, 1949. After being fired by plaintiff 
and having his cattle farm in Canada where would a man logically go? Defendant 
merely went to his residence in Canada to take over control of his farm and the 
plaintiff is trying to make a whipping boy out of him because of such logical 


. action. 


Furthermore, defendant did not force this suit on plaintiff, but rather 
plaintiff choose this action as an attempt to take over defendant's patents and 
patent applications instead of continuing to pay royalties for the exclusive use 
thereof. How can public policy be involved under these conditions ? 

Also, plaintiff is not left without recourse if it honestly believes 
it owns defendant's patents and patent applications. It can get jurisdiction person- 
ally over defendant in Canada and have its rights determined in a court there. Defen 
dant is not hiding in Canada. In fact, some of plaintiff's present officers have been 
guests in the past at defendant's Canadian home and they know how to get there and 
it would not take them much longer by airplane to fly to defendant's residence than 
it would to fly to Washington, D. C. 
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CONCLUSION 


It is respectfully submitted that plaintiff's Resistance has not over- 
come the defendant's contention as set forth in his Memorandum in support of 
this motion to dismiss for lack of jurisdiction over the subject matter of the 
common law equity cause of action stated in plaintiff's complaint for ownership 
of defendant's patents and patent applications. 

The Motion To Dismiss should be approved: 
Dated: December 21, 1959. 

Respectfully submitted, 
/s/ Robert G. Mentag 


Attorney for Defendant 
3437 Book Tower 
Detroit 26, Michigan 


* * 


[Filed December 28, 1959] 


AMENDMENT TO ANSWER 


Now comes W. Reuen Fisher, Defendant in the above entitled action, 
and for further answer to the complaint filed in said action, pursuant to the 
Court's leave to amend as granted by the Court's Order dated December 21, 1959 
after a duly made Motion and Hearing thereon, amends his Answer as follows: 

After paragraph XVII of the Answer, the following defense is added. 

XVII 

The Plaintiff's alleged cause of action for title to patent and patent 
applications owned by Defendant, based on an alleged fiduciary |relationship between 
the parties which started on April 1, 1949, is barred by the Michigan Statute of 
Limitation for Personal Actions, namely, Compiled Laws of Michigan, Section 
609. 13, which states that all personal actions shall be commenced within 6 years 
next after the causes of action shall accrue, and, in the instant case the 6 year 
period expired on April 1, 1955, and Defendant was still connected with Plaintiff 
during the statutory 6 year period and available for service of process for any 
action Plaintiff desired to start within such period. 
Dated: December 28, 1959. 
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/s/ Albert W. Rinehart 
Attorney for Defendant 
c/o Lowry & Rinehart 
1311 G Street, N. W. 
Washington 5, D. C. 
Phone: NA 8-3528 


/s/ Robert G. Mentag 
Attorney for Defendant 
3437 Book Tower 
Detroit 26, Michigan 
Phone: WO 2-4635 


*» * * * * &© © * 


[Filed January 6, 1960] 


OPINION 


Robert G. Mentag, of Detroit, Michigan; and Albert W. Rinehart, of 
Washington, D. C., for the defendant, for the motion. 
J. Harold Kilcoyne, of Washington, D. C., for the plaintiff, opposed. 


This case is before the Court on. a motion by the defendant to quash 
service of the summons on him, and to dismiss the action for lack of jurisdiction 
over the subject matter. 

; The complaint alleges that the plaintiff is a Michigan corporation 
having its offices and manufacturing plant at Millington, Michigan, and that the 
defendant is a resident of the Province of Alberta, Canada. The action is brought 
for a declaratory judgment to adjudicate that certain letters patent of the United 
States and certain patent applications are owned by and are the sole property of 
the plaintiff and not of the defendant. In other words, the action relates to title 
to patents and patent applications. Service of the summons on the defendant was 
had by publication, pursuant to 35 U.S.C. §293, which reads as follows: 
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"Every patentee not residing in the 
United States may file in the Patent Office 
a written designation stating the name and 
address of a person residing within the 
United States on whom may be served process 
or notice of proceedings affecting the patent 
or rights thereunder. HE the person designated 
cannot be found at the address given in the 
last designation, or if no person has been de+ 
signated, the United States District Court for 
the District of Columbia shall have jurisdic- 
tion and summons shall be served by publication 
or otherwise as the court directs. The cour 
shall have the same jurisdiction to take any 
action respecting the patent or rights there- 
under that it would have if the patentee were 
personally within the jurisdiction of the 
court. " [Emphasis supplied]. 


It will be observed that by the foregoing provision the United States 
District Court for the District of Columbia is granted jurisdiction over "proceed- 
ings affecting the patent or rights thereunder", if the patentee does not reside in 
the United States and, in that event, the summons may be served by publication. 
It is argued in behalf of the defendant that this action, not being one under the 
patent laws, is not within the purview of Section 293, and that, therefore, this 
Court is without jurisdiction of the subject matter; and further that the provision as 
to service of process by publication is not applicable. Concededly, this is not a 
suit under the patent laws within the meaning of the Constitutional provision 


authorizing the Congress to grant patents to inventors. 1/ Under this clause the 
Congress has conferred upon the United States District Courts original jurisdiction 
of any civil action arising under any Act of Congress relating to patents. 2 This 
jurisdiction is limited to actions for infringement of patents and actions for de- 
claratory judgment involving validity or infringement of patents, It does not extend 


1. Constitution, Article I Section 8, clause 8. 
2.. 28 U.S.C. §1338(a). 
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to contracts or other matters merely because the subject involved happens 
to be a patent. 3/ 

Neither can jurisdiction be sustained in the case at bar on the 
ground of diversity of citizenship. While it is alleged that the defendant is a 
resident of Alberta, Canada, it is not averred that he is a citizen of Alberta, 
Canada. So too, there is an absence of any allegation as to the jurisdictional 
amount. 

It is argued in behalf of the plaintiff that 35 U.S.C. §293, which 
has been quoted above, is not limited to actions under the patent iaws, but 
should be construed as being broad enough to comprehend any suit if its subject 
matter is a patent. In support of this contention, counsel for the plaintiff 
points to the words, "proceedings affecting the patent or rights thereunder". 

It is argued that the words, "affecting the patent or rights thereunder" have 

a much broader scope than covering merely actions for infringement or 
declaratory judgments involving validity or infringement. It is argued that they 
extend to any suit which directly affects patents, such as actions involving a 

title to a patent, as is the case here. If the words are taken literally, there is 
considerable basis for the construction urged by the plaintiff. On the other hand, 
the words are somewhat vague and indefinite. They cannot be said to be so 
clear and unambiguous as not to require interpretation. 

The Section in its present form was new in the codification of the 
patent laws of 1952. Neither the legislative history nor the Committee Reports 
throw any light on the question here presented. It is a matter of novel impression. 
The fact that the Section is included in the codification of laws relating to patents 
would seem to lead to the conclusion that the Section should be construed as 
being limited to actions under the patent laws, rather than extended to all 
actions affecting patents generally. Another reason for adopting this construc- 
tion is that otherwise a Constitutional question would arise. I is a well known 
principle of statutory construction that everything else being equal, an interpre- 
tation of a statute should be adopted that would avoid a Constitutional question 


3. Wade v. Lawder, 165 U. S. 624. 


rather than one that may require its determination. The Constitutional 
question that would be lurking here is a possible lack of any Constitutional 
basis for jurisdiction either over the subject matter or over the person, if 
such a suit were not brought either under the patent laws or under the provis- 


ion relating to diversity of citizenship. Obviously it would be inappropriate 


and certainly unnecessary to decide this question on this occasion. Suffice it 
to point out that a debatable question exists and that, therefore, following the 
accepted rules of statutory interpretation, if possible the statute |should be so 
construed as to avoid this pitfall. The Court concludes that the phrase 
"proceedings affecting the patent or rights thereunder" contained|in 35 
U.S. C. §293, should be construed as synonymous with "actions under the 
patent laws of the United States" and, therefore, should be limited and restricted 
to actions for infringement of patents and actions for declaratory judgments to 
adjudicate the validity or infringement of patents. Since the case|at bar is not 
within this group, Section 293 does not apply to it and hence service by publica- 
tion under that Section was ineffective. 
The situation is complicated, however, by the fact that the defen- 
dant has filed an answer in which, in addition to pleading to the merits, he 
interposed a counterclaim. Under the present Federal procedure] insufficiency 
of service of process may be raised either by motion or by an affirmative de- 
fense in the answer, Rule 12(b) of the Federal Rules of Civil Procedures. 
Unlike the practice that prevailed previously, objections to service of process 
are not waived by answering to the merits, Rule 12(h).. As indicated, however, 
in this instance the defendant went beyond pleading to the merits, | but actually 
invoked the jurisdiction of the Court by asking for affirmative relief on a 
counterclaim. By so doing the defendant submitted himself to the jurisdiction 
of this Court. I should be noted in passing that the counterclaim was not 
one of a compulsory nature under Rule 13(a) of the Federal Rules| of Civil 
Procedure. The defendant must, therefore, be deemed to have waived any 
objection to service of process, as well as any objection to jurisdiction over 
the person. 
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As has been indicated above, this case cannot be brought within 
the categories of Federal jurisdiction based on diversity of citizenship, or 
that founded on the patent laws. Every United States District Court, however, 
is a court of general original jurisdiction in respect to cases and controversies 
arising within Federal areas, or Federal reservations as they are technically 
known, that are geographically located within the district for which the court 
sits. 4/ Since the entire District of Columbia is a Federal area, this Court 
has been given general jurisdiction over cases and controversies between 
parties, "both or either of which shall be resident or be found within said 
district. ." D. C. Code, 1951, Title 11, Section 306. 

The present action is a suit in equity in personam to adjudicate 
title to patents. Consequently it cannot be successfully contended, as the 
defendant tries to do, that this Court has no jurisdiction over the subject 
matter. Ifthe suit may’ be maintained, however, this must be done under 
the local jurisdiction of this Court. The doctrine of forum non conveniens, 
however, then comes into play. The plaintiff is a corporation organized and 
existing under the laws of Michigan and having its office and place of business 
in that State. It has no contact whatsoever with the District of Columbia. 

The defendant is a resident of Alberta, Canada. It does not appear that he 
is a citizen or a resident of the District of Columbia, or even of the United 
States. There is no showing that the cause of action arose in this district, 
and manifestly it did not. This is a case in which clearly the Court should 
of its own motion invoke the doctrine of forum non conveniens and decline to 
accept jurisdiction of the cause. 

The action is dismissed on the ground of forum non conveniens. 


/s/ Alexander Holtzoff 
January 6, 1960. United States District Judge 


4. Constitution, Article L Section 8, paragraph 17, provides in enumerating 
the powers of the Congress, that the Congress shall have power. . . 


"To exercise! exclusive legislation in all Cases whatsoever, 
over such District (not exceeding ten Miles square), as may, 


(continued on following page) 
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NOTICE OF APPEAL 


Notice is hereby given that NORTH BRANCH PRODUCTS, INC., 
a Michigan Corporation, of Millington, Michigan, Plaintiff above named, 
hereby appeals to the United States Court of Appeals for the District of 
Columbia Circuit from the Order Dismissing said cause entered] in this action 
on the ist day of February, 1960. 


Dated at Washington, D. C., this 29th day of 
February, A. D. 1960. 


/s/ J. Harold Kilcoyne 


Attorney for Plaintiff. 
* * * * 


BY Filed February 29, 1960] 


ORDER 


This cause having come on for hearing on motion of the defendant 
to dismiss the complaint therein, and after hearing in open. Court, it is, by 
the Court, this 1st day of February, 1960, 

ORDERED that the complaint therein be, and the same is hereby, 
dismissed, with costs awarded to Defendant. 


/s/ Alexander Holtzoff 
* * * * * * * * 


4. Continued from preceding page: 


by Cession of particular States, and the Acceptance of 
Congress, become the Seat of the Government of the 
United States, and to exercise like Authority over all 

. Places purchased by the: Consent of the Legislature of 
the State in which the same shall be, for the Erection] of 
Forts, Magazines, Arsenals, dock-Yards, and other 
needful Buildings; - " 
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STATEMENT OF QUESTIONS PRESENTED 
Two basic questions are presented by this case: 


I. Whether the District Court, having itself conceded 
jurisdiction over the subject matter and the person of the 
defendant, a United States patentee residing abroad, may 
properly dismiss the present action for title of patents on 
the ground of forum non conveniens, when it is the fact that 
said District Court is the one and only forum in which the 
defendant is amenable to service of process. 


Il(a). Whether the Court erred in holding that the Dis- 
trict Court for the District of Columbia lacks jurisdiction 
over the subject matter of this action under 35 U.S.C. 
293, in the circumstances of 28 U.S.C. 1338(a) pro- 
viding that ‘‘the District Courts shall have original juris- 
diction of any civil action arising under an Act of Congress 
relating to patents—’’, said 35 U.S.C. 293 being an Act 
of Congress relating to patents which confers on the said 
United States District Court for the District of Columbia 
“the same jurisdiction to take any action with respect to 
a patent or rights thereunder’’ that it would have if the 
patentee were personally within the jurisdiction of said 
Court, in the fact situation (here present) where the pat- 
entee (defendant-appellee) is not a resident of the United 
States and has failed to file in the Patent Office a written 
designation stating the name and address of a person within 
the United States on whom may be served process or notice 
of proceedings affecting ‘‘the patent or rights thereunder’’. 


(b). Whether, if it was error to bring the present action 
in the District of Columbia, the Court should, neverthe- 
less, retain this cause for trial on the merits, where de- 
fendant-appellee has submtted himself to the general jur- 
isdiction of the Court by accepting service, filing an answer, 
and asking for affirmative relief by means of counter-claim. 
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IN THE 


United States Court of Appeals 


For tae Disrricr or CotumsBra Crrcurr 


No. 15,663 


Nortu Brancu Propucts, Inc., a Michigan Corporation, of 
Millington, Michigan, 


Appellant, 
v. 


W. Revew Fisuer, Village of Entrance, Alberta, Canada, 
Appellee. 


Appeal from the United States District Court for the District of 
Columbia 


BRIEF FOR PLAINTIFF-APPELLANT 


JURISDICTIONAL STATEMENT 


This is an appeal from an Order entered in the case 
on February 1, 1960 (J.A. 59) dismissing without trial 
the complaint herein. Notice of appeal from this Order 
was filed and served on February 29, 1960 (J.A. 59). 


The present appeal is based on the grounds (1) that the 
District Court for the District of Columbia had jurisdic- 
tion over the subject-matter of the suit for the reason that 
it arose under 28 U.S.C. 1338(a) providing that the Dis- 
trict Courts shall have original jurisdiction of any civil 
action arising under an Act of Congress relating to pat- 
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ents and under 35 U.S.C. 293, which is an Act of Congress 
relating to a patent(s) of a non-resident patentee who 
has not filed in the Patent Office a written designation of 
the name and address of a person residing within the 
United States on whom may be served process or notice 
of proceedings affecting the patent or rights thereunder 
and expressly providing both for service of process on 
such a patentee and that the District Court for the Dis- 
trict of Columbia shall have the same jurisdiction respect- 
ing the patent or rights thereunder that it would have if 
the patentee were personally within the jurisdiction of the 
Court; and (2) that if it was error to bring the action in 
the District of Columbia, the defendant-appellee must be 
deemed, by virtue of having invoked the jurisdiction of said 
District Court for the District of Columbia by asking for 
affirmative relief on a counter-claim, to have submitted 
himself to the jurisdiction of said Court, and hence Plain- 
tiff-Appellant was entitled in either case to a trial on the 
merits. Since the dismissal of the complaint on the Dis- 


trict Court’s own motion on the ground of forum non con- 
veniens denied plaintiff-appellee’s right to a trial on the 
merits and constituted a final decision of the District Court, 
this Court has jurisdiction to hear this appeal under 65 
Stat. 726 (1951), 28 U.S.C. 1291 (1952). If these issues 
are decided in plaintiff-appellant’s favor, the complaint 
must be reinstated and a trial on the merits must be given. 


STATEMENT OF THE CASE 


Plaintiff-Appellant, North Branch Products, Inc., a cor- 
poration of the State of Michigan, having offices and manu- 
facturing plant at Millington, Michigan, following its or- 
ganization on or about April 1, 1949 and continuing to the 
time of filing of the complaint (J.A. 2) on April 21, 1958, 
was engaged in the business of manufacturing a line of 
drilling machine accessories or tools known variously as 
bushings, guide bushings, drill guide bushings, bearing 
liners, ete. 


3 


Defendant-Appellee, W. Reuen Fisher, at the time of 
filing the complaint herein was a resident of Village of 
Entrance, Province of Alberta, Canada, although a citizen 
of the State of Michigan. During substantially the entire 
period beginning April 1, 1949 through on or about Feb- 
ruary 17, 1957, defendant-appellee was a principal stock- 
holder, director, Secretary-Treasurer and general manager 
of the appellant corporation, in full charge of appellant’s 
research, engineering, production and sales activities. 


During the course of his aforesaid association and con- 
nection with the appellant corporation, defendant-appellee 
filed numerous applications for United States patents in 
his own name on inventions which were made by him sub- 
sequent to his becoming associated with appellant corpora- 
tion and which were directly related to appellant’s business 
and its products, and defendant-appellee has been granted 
United States patents on certain of said applications. 


Plaintiff-Appellant contends that it is the owner of said 
patents and applications and brought the present action for 
a determination of the question. 


Defendant-Appellee in his answer (J.A. 9) admitted jur- 
isdiction of the District Court for the District of Columbia 
over the subject-matter of the action and the person of the 
defendant but denied appellant’s asserted ownership of 
said patents and applications. Defendant-Appellee also 
included in his answer a counter-claim against plaintiff- 
appellant seeking to enjoin infringement of certain pat- 
ents enumerated therein and to recover royalties claimed 
due. 


Upon the issue so joined, the case was pretried and 
a pretrial order entered herein (J.A. 23). 


During the course of the pretrial proceedings, defendant- 
appellee raised a new jurisdictional question, 1.e., whether 
the District Court had jurisdiction of the subject-matter 
in view of the action being one seeking a determination of 
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the title of patents and patent applications and hence not 
a “patent case’’ under 28 U.S.C. 1338(a), and was granted 
leave to file such motion which he duly filed (J.A. 25). 


The District Court in a written opinion (J.A. 54) con- 
cluded that while 35 U.S.C. 293 does not apply to an ac- 
tion relating to title to patents and patent applications, the 
defendant-appellee by interposing a counter-claim seeking 
affirmative relief had submitted himself to the jurisdiction 
of the Court and must, therefore, be deemed to have waived 
any objection to service by process, as well as any objection 
to jurisdiction over his person and (by implication) over 
the subject matter as well, thereby in effect denying de- 
fendant’s motion. However, rather than permitting the 
action to go to trial on the merits, the District Court then 
proceeded on its own motion to dismiss the action on the 
ground of forum non conveniens. In so doing the District 
Court clearly denied plaintiff-appellant’s right to its day 
in court, since the defendant being now a resident of 
Canada is not amenable to service of process in any other 


judicial forum within the United States. 


STATEMENT OF POINTS 


Plaintiff-Appellant believes there are two basic points at 
issue and these points were at issue when the case was 
before the District Court: 


1. The District Court of the District of Columbia, having 
jurisdiction over both the subject matter and the parties, 
could not properly dismiss on the ground of forum non 
conveniens, since it is the only forum which can hear the 
case. 


2(a). The United States Court for the District of Co- 
lumbia has jurisdiction to determine title to patents under 
35 U.S.C. Section 293 as a civil action arising under an 
Act of Congress relating to patents, within the scope of 28 
U.S.C. 1338(a) which grants ‘‘original jurisdiction of any 
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civil action arising under an Act of Congress relating to 
patents, copyrights, and trademarks’’. 


2(b). Even if it was error to bring this action in the 
District of Columbia under 35 U.S.C. 293, the District Court 
should retain this cause for trial on the merits, where de- 
fendant-appellee has submitted himself to the general jur- 
isdiction of the Court by accepting service, filing an answer, 
and asking for affirmative relief by means of a permissive 
counterclaim. 


SUMMARY OF ARGUMENT 


The doctrine of forum non conveniens presupposes at 
least two distinct forums both of which have jurisdiction 
over the parties and subject matter of the action. Since 
defendant-appellee although a Citizen of the State of Michi- 
gan is a resident of Canada there is only one forum in 
the United States where he is amenable to process and 
that is in the United States District Court for the District 
of Columbia. Therefore, in the circumstances of this Case, 


it was not within the discretion of the District Judge to 
dismiss the Cause on his own motion on the ground of 
forum non conveniens. 


Under the accepted principles of Statutory Construc- 
tion 35 U.S.C., Section 293, an Act of Congress relating to 
_patents, should be interpreted in relation to 28 U.S.C., 
Section 1338(a), as giving rise to a civil action relating to 
patents with respect to non-resident patentees so as to con- 
fer original jurisdiction upon the United States District 
Court for the District of Columbia, as a United States 
District Court, to determine not only questions of validity 
and infringement which are the traditional ‘‘patent cases’’ 
referred to in the second sentence of Section 1338(a), but 
also any other type of civil action relating to patents as 
prescribed by the first sentence of this Section. Such a 
construction would adequately protect citizens of the United 
States, both individual and corporate, from harassment by 
non-resident patentees contrary to the terms of the con- 
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tractual relationship which is implicit between the pat- 
entee and the public. To afford such complete protection 
seems to have been the purpose of Congress in passing 35 
U.S.C., Section 293 in 1952 because the language used in 
this act is in every instance broader than that used in 
28 U.S.C., Section 1338(a). 


Should this Court determine, however, that 35 U.S.C., 
Section 293 can not be held to confer jurisdiction on the 
United States District Court for the District of Columbia 
as a Federal District Court to adjudicate title to patents 
where a non-resident patentee is involved; then under the 
facts and circumstances of this case, where defendant- 
appellee has submitted himself to the jurisdiction of the 
Court by accepting service, answering to the complaint and 
in addition sought affirmative relief by means of a permis- 
sive counter-claim, the United States District Court for 
the District of Columbia ought in the interests of justice 
to retain the cause under its general jurisdiction as a 
state court and afford plaintiff-appellant a trial on the 
merits. 

ARGUMENT 
L 


The District Court for the District of Columbia, Having Jurisdiction 
Over Both the Subject Matter and the Parties, Could Not 
Properly Dismiss on the Ground of Forum Non Conveniens, 
Since It Is the Only Forum Which Cam Hear the Case. 

This is an action between two citizens of Michigan. 

Plaintiff-Appellant has its office and plant at Millington, 

Michigan. It has not been authorized to do business in 

any other state of the Union. Because defendant-appellee 

is a resident of Canada, neither the process of the State 

Courts of Michigan nor the Federal Courts within that 

State can be served upon him. Whether plaintiff-appellant 

could sue the defendant Fisher in a Canadian Court in a 

common law equity action arising in Michigan is highly 

problematical. The possibility of enforcing a Canadian 
judgment, if obtained, is even more problematical. 
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Because the doctrine of forum non conveniens presup- 
poses at least two forums in which the defendant is amen- 
able to process, it cannot be applied in the facts of this 
case. 


Clearly, there is only one forum in the United States 
where defendant is subject to process—and that is in the 
United States District Court for the District of Columbia. 
Here, defendant is subject to service by reason of 35 U.S.C. 
293, an Act of Congress relating to patents passed under 
the authority of Article I, Section 8, Clause 8, of the Fed- 
eral Constitution. Indeed, Congress appears to have passed 
Section 293 just as much to cover situations such as we 
have in this case as to cover validity and infringement 
questions. Under its terms, a patentee who is not a resi- 
dent of the United States and has failed to file a written 
designation in the Patent Office of a person residing in the 
United States on whom process or notice of proceedings 
affecting a ‘‘patent’’ or ‘‘rights thereunder’’ is made amen- 
able to process in the United States District Court for the 
District of Columbia. We submit that the intention of Con- 
gress in passing this particular Act was made crystal clear 
in the third sentence which reads as follows: 


“The Court (United States District Court for the 
District of Columbia) shall have the same jurisdiction 
to take any action respecting the patent or rights 
thereunder that it would have if the patentee were 
personally within the jurisdiction of the Court.’’ 
(Italics supplied) 


By this final sentence of the Act, the cause of action in 
this case is submitted to the jurisdiction of the District 
Court for the District of Columbia in two separate ways, 
—first, as a civil action arising under an Act of Congress 
relating to patents, and secondly, by reason of the general 
jurisdiction which this particular Court has over cases 
and controversies between parties ‘‘both or either of which 
shall be resident or be found within said District”. D.C. 
Code 1951, Title II, Section 306. Under its general state 
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jurisdiction the United States District Court for the Dis- 
trict of Columbia may clearly adjudicate a suit in equity 
to determine the title to patents as readily as any other 
matter within the province of state jurisdiction. 


The ease of King, et al., v. Walden Beaver Street Corpo- 
ration, et al., 79 App. D.C. 234, 145 Federal 2d 377, decided 
by this Court in 1944, made this matter of dual jurisdic- 
tion very clear at Page 380: 


‘‘The District Court of the United States of the Dis- 
trict of Columbia, as we have often said, is clothed 
with a two-fold jurisdiction. It has all the ordinary 
and usual jurisdiction of a state court in respect to 
matters which would be exercised by a state court, and 
this it attains by Acts of Congress under the provisions 
of Section 8 of Article I of the Constitution. It like- 
wise has all the jurisdiction and powers of the United 
States District Courts elsewhere, and this jurisdic- 
tion is in turn conferred by Acts of Congress under 
Article III of the Constitution.’’ 


It should be noted that the District Judge in his opin- 
ion dismissing the complaint did not suggest any aiterna- 
tive forum where this particular action could be adjudi- 
cated. Indeed, he could not have done so because the 
truth of the matter is that there is no second forum where 
the action can be tried as long as the defendant chooses to 
remain a resident of Canada. As suggested, personal serv- 
ice either in a Michigan State Court or a Federal Court 
for the State of Michigan is out of the question. Likewise, 
there are no statutory provisions in Michigan whereby a 
Court of that State can obtain jurisdiction over the person 
or subject matter of this suit by substituted service. 


The Michigan Supreme Court dealt with this matter of 
jurisdiction over nonresidents in the case of Stewart v. 
Eaton, 287 Michigan 466, 283 N. W. 646. The case in- 
volved an attempt by an Illinois plaintiff to recover in 
Michigan, against a Michigan citizen, the deficiency which 
resulted from sale of mortgaged property in the State of 
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Illinois. The mortgage foreclosure in Illinois was based 
upon substituted service in that State. The Michigan Court 
denied recovery because of the fact that there was no per- 
sonal service upon the Michigan resident in the Illinois 
foreclosure action. The Court said at Page 477: 


“‘To secure personal jurisdiction over non-residents, 
a personal service beyond the limits of the State is 
equally ineffective as is constructive service by publi- 
cation. The process of a court runs legally, only within 
the limits of its jurisdiction and it is only by service 
made within those limits that a right to recognize a 
personal judgment against a nonresident without his 
consent is acquired. Sugg v. Thornton, 132 U.S. 524 
(10 Sup. Ct. 163) ; De La Montanya v. De La Montanya, 
112 Cal. 101 (44 Pac. 345, 32 L. RB. A. 82, 53 Am. St. 
Rep. 165) ; Atherton v. Atherton, 181 U.S. 155 (21 Sup. 
Ct. 544); McGehee, Due Process of Law, p. 92.”? 


The Michigan law in this regard is made clear in Calla- 
ghan’s Michigan Pleading and Practice, First Edition 
(1946), Section 16.01, p. 379: 


‘“‘The general process requirement of the common law 
is of personal service within the jurisdiction of the par- 
ticular court.’’ 


And again at Page 381: 


“It is a rule of general application, in the absence 
of statute, that the process of a court is of no force 
or validity beyond its territorial jurisdiction.”’ 


The leading case on the doctrine of forum non conveniens 
in the United States is Gulf Oil Corporation v. Gilbert, 330 
U.S. 501, 91 Law Edition 1055, decided by the United States 
Supreme Court on March 10, 1947, before the adoption of 
Title 28, Section 1404(a), providing for change of venue. 
The Gulf Oil Case was decided on Writ of Certiorari to the 
the United States Circuit Court of Appeals for the Second 
Circuit to review a judgment reversing an order of the 
District Court of the United States for the Southern Dis- 
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trict of New York dismissing a diversity suit on the ground 
that it should have been brought in a more convenient 
forum. The respondent plaintiff resided in Lynchburg, 
Virginia; and the petitioner defendant, Gulf Oil Corpora- 
tion, was organized under the laws of Pennsylvania and 
qualified to do business in both Virginia and New York, 
having designated officials of each state as agents to re- 
ceive service of process. There obviously being more 
than two available forums, the defendant, Oil Company, 
invoked the doctrine of forum non conveniens and asserted 
that the appropriate place for trial was Virginia, where 
plaintiff lived, the defendant was doing business, where 
the events of the litigation took place, where most of the 
witnesses resided, and where both State and Federal Courts 
were available to the plaintiff. At Page 504 of the U.S. 
Report, Mr. Justice Jackson, who wrote the majority opin- 
ion, said: 
““Tt is conceded that the venue statutes of the United 
States permitted the Plaintiff to commence his action 
in the Southern District of New York and empowered 
that Court to entertain it. But that does not settle 
the question whether it must do so. Indeed, the doc- 
trine of forum non conveniens can never apply if there 
is an absence of jurisdiction or mistake of venue.”’ 


At the bottom of Page 506, the Court continued: 


“<TIn all cases in which the doctrine of forum non con- 
veniens comes into play, it presupposes at least two 
forums in which the Defendant is amenable to process; 
doctrine furnishes criteria for choice between 
them. 


The Gulf Oil Case contains an excellent discussion of 
the combination and weight of factors to be considered 
in applying the doctrine of forum non conveniens. The 
Court said at Page 508: 


‘*An interest to be considered, and the one likely to 
be most pressed, is the private interest of the 
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litigant(s). Important considerations are the relative 
ease of access to sources of proof; availability of com- 
pulsory process for attendance of unwilling, and the 
cost of obtaining evidence of willing, witnesses; pos- 
sibility of view of premises, if view would be appro- 
priate to the action; and all other practical problems 
that make trial of the case easy, expeditious, and in- 
expensive. There may also be questions as to the en- 
forceability of a judgment if one is obtained. The 
Court will weigh relative advantages and obstacles to 
fair trial. It is often said that the plaintiff may not, 
by choice of an inconvenient forum, vex, harrass, or 
oppress the defendant by inflicting upon him expense 
or trouble not necessaery to his own right to pursue 
his remedy. But unless the balance is strongly in 
favor of the defendant, the plaintiff’s choice of forum 
shall rarely be disturbed.’’ (Italics supplied) 


The doctrine of forum non convemens has been uniformly 
recognized as a harsh doctrine of law. It was this harsh- 
ness which led Congress to adopt Title 28 Section 1404(a), 
which permits Federal Courts to transfer a cause ‘‘for the 


convenience of parties and witnesses in the interest of 
justice.’”? The United States Supreme Court commented 
on the inherent harshness of forum non conveniens in the 
case of Norwood v. Kirkpatrick, 349 U.S. 29, 99 Law Edi- 
tion 789, decided April 11, 1955. Here, the Court said at 
Page 31, quoting with approval the language of Judge 
Goodrich in All States Freight v. Modarelli, 196 F. 2d 1010: 


‘“‘That doctrine (forum non conveniens) involves a dis- 
missal of the case because the forum chosen by the 
plaintiff is so completely inappropriate and incon- 
venient that it is better to stop the litigation in the 
place where brought and let it start all over again 
somewhere else. It is quite naturally subject to care- 
ful limitation for it not only denies the plaintiff the 
generally-accorded privilege of bringing an action 
where he chooses, but makes it possible for him to lose 
out completely, through the running of the Statute 
of Limitations in the forum finally deemed appro- 
priate.’’ (Italics supplied) 
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It is apparent that the present action fails to meet the 
first basic requirement for imposition of this harsh doc- 
trine, namely, that there be at least two forums with jur- 
isdiction over the subject matter and the parties. As 
pointed out, the Michigan Courts afford no relief to the 
plaintiff and certainly no Canadian Court could be com- 
pelled to assume jurisdiction of this dispute between two 
citizens of Michigan. Therefore, the net result of the 
imposition of this doctrine in the case at bar is simply 
to deny the plaintiff corporation a right to be heard and 
to have its rights adjudicated in any court of law. We 
conclude that in the facts and circumstances of this case, 
it was not within the discretion of the District Judge to 
dismiss the Cause on his own motion on the ground of 
forum non conveniens. 


IL 


The United States District Court for the District of Columbia Has 
Jurisdiction to Determine Title to Patents Under 35 U.S.C. 
Section 293 as a Civil Action arising Under An Act of Con- 
gress Relating to Patents, Within the Scope of 28 U.S.C. 
1338(a) Which Grants “Original Jurisdiction of Any Civil 
Action Arismg Under An Act of Congress Relating to Pat- 
ents, Copyrights, and Trademarks.” 


Basically, the problem in this case is to construe Section 
1338(a) of Title 28 entitled ‘‘Judiciary and Judicial Pro- 
cedure’’ in connection with Section 293 of Title 35 which 
contains the general and permanent laws relating to pat- 
ents. 


In approaching this problem of construction we look 
first to the language of 1338(a): ‘‘The District Courts 
shall have original jurisdiction of any civil action arising 
under any Act of Congress relating to patents, copyrights, 
and trademarks. Such jurisdiction shall be exclusive of 
the courts of the states in patent and copyright cases.”’ 


Plaintiff-Appellant submits that there is a distinction be- 
tween ‘‘original jurisdiction’’ of any civil action arising 
out of an Act of Congress relating to patents as used in 
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the first sentence, and ‘‘exclusive jurisdiction’’ with re- 
spect to patent and copyright cases as used in the second 
sentence, of 1338(a). We concede that this action to estab- 
lish title to patents does not fall into the category of ‘‘pat- 
ent and copyright cases’’ referred to in the second sen- 
tence. The latter seem to be limited to those cases concern- 
ing validity and infringement of patents. However, we 
contend that this admission does not exclude jurisdiction 
of the court under the clear mandate of the first sentence 
of this section, which creates ‘‘original jurisdiction’’ of 
any civil action arising out of an Act of Congress relating 
to patents, copyrights and trademarks.’’ 


Congress has passed many civil acts relating to patents 
under the authority of Article I, Section 8 of the Constitu- 
tion, in addition to those ‘‘patent cases’’ dealing with valid- 
ity and infringement. Examples are 35 U.S.C. 146 and 35 
U.S.C. 291, dealing with aspects of interference, and 35 
U.S.C. 292 which concerns false marking of patents and 
incorporates criminal sanctions. And of course numerous 


civil actions arising under 35 U.S.C. 145 entitled ‘‘Civil 
Action to Obtain Patent’’ come before this court yearly. 


Plaintiff-Appellant contends that 35 U.S.C. 293 is simi- 
larly an Act of Congress relating to patents within the 
scope of the first sentence of 1338(a). This fact is made 
implicit by the inclusion of Section 293 in Title 35 of the 
Code which contains the general and permanent laws re- 
lating to patents. It therefore follows that the District 
Court for the District of Columbia has original jurisdic- 
tion of civil actions involving the question of title to a pat- 
ent arising under Section 293, although it may not have 
such exclusive jurisdiction as is granted to it by the second 
sentence of 28 U.S.C. 1338(a) in cases involving validity 
and infringement of patents properly coming before it. 


Unfortunately, there is no legislative history for 35 
U.S.C. 293 and as stated by the District Judge, the ques- 
tion of whether or not it applies in an action to deter- 
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mine title to patents held by a non-resident patentee is a 
matter of first impression. We suggest, however, that much 
can be learned concerning the intent of Congress in enact- 
ing this section into law from a study of the differences in 
the language used in Section 1338(a) and Section 293. To 
simplify comparison, we set out these two sections of the 
Code verbatim. 


U.S.C. Title 28, Section 1338. Patents, copyrights, 
trade-marks, and unfair competition. 


“‘(a) The district courts shall have original jurisdic- 
tion of any civil action arising under an Act of Con- 
gress relating to patents, copyrights and trade-marks. 
Such jurisdiction shall be exclusive of the courts of 
the states in patent and copyright cases. 


‘“(b) The district courts shall have original jurisdic- 
tion of any civil action asserting a claim of unfair com- 
petition when joined with a substantial and related 
claim under the copyright, patent or trademark laws.”’ 


U.S.C. Title 35, Section 293. Nonresident patentee; 
service and notice. 


Every patentee not residing in the United States may 
file in the Patent Office a written designation stating 
the name and address of a person residing within the 
United States on whom may be served process or 
notice of proceedings affecting the patent or rights 
thereunder. If the person designated cannot be found 
at the address given in the last designation, or if no 
person has been designated, the United States District 
Court for the District of Columbia shall have jurisdic- 
tion and summons shall be served by publication or 
otherwise as the court directs. The court shall have 
the same jurisdiction to take any action respecting the 
patent or rights thereunder that it would have if the 
patentee were personally within the jurisdiction of the 
court.”’ 


At least three differences in the language used by Con- 
gress in these two statutes are immediately apparent. 
First, there is a basic difference between ‘‘civil action’ 
used in 1338(a) and ‘‘proceedings’’ used in Section 293. 
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Secondly, there is an obvious difference between ‘‘relating”’ 
used in Section 1338(a) and ‘‘affecting’’ used in Section 
293. Third, there is a distinction between the phrase ‘‘pat- 
ent cases’’ used in Section 1338(a) and the phrase ‘‘ patent 
or rights thereunder’’ used in Section 293. In every in- 
stance, the language used in Section 293 is broader than 
in Section 1338(a). 


Since Section 293 was passed in July of 1952, long fol- 
lowing the enactment of Section 1338(a), it must be as- 
sumed that Congress had a purpose in using the broader 
language of Section 293. 


‘‘Courts should not attribute to the legislature the en- 
actment of a statute devoid of purpose’’. 82 C.J.S. Stat- 
utes, Sec. 322, p. 576. 


“It is also a basic precept of statutory construction 
that the court must harmonize statutes relating to the 
same subject if possible, and give effect to each... .’’ 82 
C.J.S. Statutes, Sec. 366, p. 810. 


In attempting to ascertain the intent and purpose of 
Congress in passing the later law, it is well to consider 
the nature of a patent, which is solely a creature of Con- 
gress. In essence, a patent duly issued amounts to a con- 
tract between the inventor and the public. The terms of 
this contract must be spelled out in the various acts of 
Congress enacted under the authority of Article I, Section 
8, Clause 8 of the Federal Constitution. 


The basic terms of this contract between the inventor 
and the public are fairly simple. They are stated thus by 
‘the United States Court of Claims in the case of Davis Air- 
foils, Inc. v. The United States, 124 F. Supp. 350, at page 
352 in the decision entered October 5, 1954: 


“A patent is a contract between the inventor and the 
public, the terms of which are formulated by the United 
States Patent Office. The inventor in such a contract 
gives as a consideration to the public a new and use- 
ful art, machine, or composition of matter, and in re- 
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turn the public gives as a consideration to the inventor 
a monopoly expressed by the claims of the patent for 
a period limited by statute to seventeen years, after 
which such monopoly expires and becomes dedicated to 
the public.’’ 


While it is suggested that the broad terms of the con- 
tract between inventor and the public are fairly simple, 
Congress has frequently implemented these basic terms, 
by enactment of statutes, both for the benefit of the in- 
ventor and the public. The Supreme Court put it this way 
in the case of U.S. v. Dubilier Condenser Corporation 
(1933) 53 S.Ct. 554; 77 L. ed. 1114; 289 U.S. 178 at p. 189: 


“‘To the laws passed by the Congress, and to them 
alone, may we look for guidance as to the extent and 
the limitations of the respective rights of the inventor 
and the public.’’ 


Thus, plaintiff-appellant contends in line with this 
reasoning as follows: 


(a) 35 U.S.C. 293 is an Act of Congress relating to 
patents which imposes upon a nonresident patentee a cer- 
tain duty for the benefit of the public. More particularly, 
a patentee not living in the United States may file in the 
Patent Office a written designation of a person residing in 
the United States on whom may be served process or 
notice of proceedings ‘‘affecting the patent or rights there- 
under’’. If the patentee fails to exercise this privilege, the 
rights of the public are protected by giving the United 
States District Court for the District of Columbia the same 
Jurisdiction ‘‘to take any action respecting the patent or 
rights thereunder that it would have if the patentee were 
personally within the jurisdiction of the court’’; and 


(b) If the jurisdiction of the United States District 
Court for the District of Columbia under this Act of Con- 
gress relating to patents is greater in the case of a non- 
resident patentee than in the case of a patentee who resides 
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in the United States, the reason is obvious—the need ts 
greater. 


For example, if the defendant in this case who is a 
citizen of Michigan had chosen to remain a resident of 
Michigan, the plaintiff, North Branch Products, Inc., would 
have no problem. This case would obviously have been 
brought in the state or federal court in the State of Michi- 
gan, for we concede that generally speaking an action to 
determine the title to patents is a state court action. How- 
ever, defendant Fisher has chosen to reside in Canada and 
from afar has harassed plaintiff with threats of infringe- 
ment action. This fact was pleaded in the complaint, ad- 
mitted in the answer, and confirmed in the permissive 
counterclaim for infringement incorporated in defendant’s 
answer. If defendant were sincere in the motives evidenced 
by his counterclaim, he could have filed an infringement 
action in the federal courts in Michigan against the plain- 
tiff following the termination of his employment, or even 
before such termination. We repeat, that if defendant were 
sincere in his protestations of lack of liability, he would 
assuredly be pressing for trial of his counterclaim for in- 
fringement in this present case. 


In short, plaintiff-appellant submits that Congress had 
in mind situations just such as the one presented here when 
enacting Section 293, to the same extent that it had in mind 
the more usual situations involving validity and infringe- 
ment questions. While it may be true that a federal District 
Court, generally speaking, lacks jurisdiction to determine 
the question of title to patents, nevertheless, in the case of 
a nonresident patentee the plaintiff is denied (as in this 
case) any right to his day in court unless the District Court 
assumes ‘‘original jurisdiction’’ of this civil action arising 
under an Act of Congress (Section 293) relating to patents. 

Moreover, the instant action to determine title to patents 
is clearly a ‘‘proceeding affecting the patent’’. What 
affects any type of property more basically than owner- 
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ship? Clearly also, if the facts were the asme except that 
the defendant Fisher were personally within the jurisdic- 
tion of the District Court of the District of Columbia, plain- 
tiff corporation could certainly take this action against him 
‘trespecting the patent’’. Even if we assume, for the pur- 
pose of discussion, that the phrase ‘‘or rights thereunder”’ 
present in Section 293 refers only to the traditional actions 
with respect to validity and infringement, nevertheless, this 
ease clearly falls within the separate categories of ‘‘pro- 
ceedings affecting the patent’’ or ‘‘any action respecting 
the patent’’ which are also spelled out in Section 293, and 
such interpretation is entirely consistent with the language 
in the first sentence of Section 1338(a): ‘‘The district 
courts shall have original jurisdiction of any civil action 
arising under an Act of Congress relating to patents .. .’’ 
This interpretation is also consistent with the second 
sentence of Section 1338(a) reading: ‘‘Such jurisdiction 
shall be exclusive of the courts of the states in patent and 
copyright cases.’’ Thus, while the federal District Courts 


may have ‘‘exclusive’’ jurisdiction of the traditional patent 
infringement and validity cases, they have ‘‘original’’ 
jurisdiction of any civil action arising under an Act of 
Congress relating to patents. 


Also to be considered is that, since 35 U.S.C. 293 is an 
Act of Congress relating to patents, it confers jurisdiction 
on the United States District Court for the District of 
Columbia on the facts of this case without the necessity of 
diversity of citizenship. As pointed out above, there are 
many other Acts of Congress relating to patents which 
confer jurisdiction on the District Courts under the terms 
of the specific statute without any requirement of diversity. 
In other words, Section 293 simply presents another situa- 
tion where Congress has chosen to impose a limitation on 
the contract between the patentee and the public to protect 
the public (plaintiff herein) against a nonresident patentee 
by providing a convenient forum for the determination of 
any action affecting or respecting the patent. 
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The case of Autogiro Company of America v. Kay Gyro- 
planes, Ltd., 55 F. Supp. 919, decided by the District Court 
for the District of Columbia in 1944, presented a fact 
situation quite analogous to the case at bar. Plaintiff Auto- 
giro Company of America sued Kay Gyroplanes, Ltd., a 
British company with place of business in Scotland, for a 
declaration that the assignor of the plaintiff was the orig- 
inal inventor of the subject matter of certain claims on 
which defendant as assignee of others had been granted 
United States letters patent. Plaintiff further asked that 
the patent issued to defendant be declared invalid and that 
the patent be granted to plaintiff respecting the same sub- 
ject matter. Plaintiff obtained service on defendant by 
registered mail pursuant to 35 U.S.C., 72a, (1946, ed.), now 
35 U.S.C. 146 (1952). Defendant moved to dismiss, set 
aside the service by registered mail, and quash the return 
of the service. The basis of this motion was that because 
the patent was personal property and has its situs at the 
residence of the owner (Scotland), defendant was beyond 
the jurisdiction of the Court. This Court turned back 
defendant’s legalistic argument with alacrity, saying at 
page 920: 


‘*It is unnecessary to labor the question as to whether 
this is an action in personam or one in rem. When the 
letters patent here in question were issued to the de- 
fendant and accepted by it, such issue and acceptance 
were subject to all provisions of law respecting the 
question of validity and the rights of others to call 
such validity into question. The defendant cannot now 
be heard to assert that he did not assent to the ap- 
plicable provisions of Title 35, Section 72(a) U.S.C.A. 
supra.”’ 


The rationale of the Autogiro case is simply common 
sense when considered against the background of the con- 
tractual relationship which arises upon the issuance of a 
patent. In the case of a United States citizen who chooses 
to reside in Canada, there is even greater reason to hold 
that when he accepted the various patents which are the 
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basis of this suit, he assented not only to the service pro- 
visions of Section 293 but to all of its other provisions as 
well. In other words, when defendant Fisher accepted these 
various patents he agreed to make himself available to the 
United States District Court for the District of Columbia 
not just for actions with respect to validity or infringement 
but for ‘‘any proceedings affecting the patent or rights 
thereunder’’. It is true that if the defendant had remained 
in Michigan he would have been immune to the suit con- 
cerning title to these patents in the Federal Court. On the 
other hand, if he had remained in the United States and 
simply taken up residence in another state, he could have 
been sued on this very cause of action in a Federal Court 
on the basis of diversity of citizenship. When the defend- 
ant, a citizen of Michigan, became a resident of Canada, 
he assented by reason of Section 293 to be sued on this 
cause of action in the United States District Court for the 
District of Columbia because it is a ‘‘civil action arising 
under an Act of Congress relating to patents’’ within the 


clear mandate of Section 1338(a). Any other conclusion 
would simply mean that the patentee can breach the con- 
tract arising out of the issuance of the patent by volun- 
tarily becoming a resident of another country. 


pean 


Even If It Was Error to Bring This Action in the District of 
Columbia, the Defendant-Appellee Must Be Deemed to 
Have Submitted Himself to the Jurisdiction of the District 
Court for the District of Columbia by Accepting Service, 
Filing An Answer, and Asking for Affirmative Relief on 
a Counter-Claim, in This Equity Action to Determine the 
Title to Patents. So That Whether U.S.C. 35 Section 293 
Confers Jurisdiction or Not, Plaintiff-Appellant Is En- 
titled to a Trial on the Merits. 


In his opinion, the District Judge specifically held that 
the District Court for the District of Columbia had juris- 
diction over the person of the defendant by reason of his 
counterclaim for infringement. This counter-claim was not 
compulsory under Rule 13(a) because it did not ‘‘arise out 
of the transaction or occurrence’’ which is the subject of 
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plaintiff’s action to determine title to these patents, and 
the lower court so held. Clearly a party may wish to estab- 
lish title to patents even though there is no present inten- 
tion of using them, and therefore, no possibility of infringe- 
ment. The ownership of a patent and the infringement of 
a patent are widely disparate matters. See Clair et al. v. 
Kastar Inc. 138 F. (2nd) 828 (1943) and Michigan Tool 
Company, Inc. et al. v. Drummond et al., 33 F. Supp. 540 
(District Court of the United States for the District of 
Columbia 1938). 


Plaintiff-Appellant contends that since defendant Fisher 
has voluntarily submitted himself to jurisdiction, the Dis- 
trict Court ought in the interest of justice, to retain this 
cause for a trial on the merits. This is true even should 
this Court find that plaintiff-appellant was in error in 
bringing the action in the District Court of Columbia in 
the honest belief that it had the right to do so under Section 
293 as an Act of Congress relating to patents. Plaintiff- 
Appellant concedes that the interpretation of 35 U.S.C. 
Section 293 called for by the facts of this case is a matter 
of first impression with the Court. However, as pointed 
out in the first part of this brief, there is no other forum 
where Plaintiff can obtain relief as long as Defendant 
Fisher chooses to remain a resident of Canada. Therefore 
if the Court determines that 35 U.S.C. 293 in its relation 
to 28 U.S.C. 1338(a) does not confer jurisdiction over a 
non-resident patentee to determine title to patents, justice 
requires that it be referred back to the United States Dis- 
trict Court for the District of Columbia for a trial on the 
merits under its general state jurisdiction. 


Certainly there is ample precedent for the District Court 
of the District of Columbia to accept the trial of this case 
in its general state jurisdiction. As recently as 1952, the 
Court assumed such jurisdiction in a controversy wherein 
both plaintiff and defendants were aliens. We refer to the 
case of Pong-Tsu v. Republic of China 91 U.S. App. D.C. 
324, 201 F. 2d 195, decided November 20, 1952. 
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In this interesting case the Republic of China, plaintiff 
and appellee, brought an action against Mow and Heiang, 
defendants and appellants, both of whom were citizens of 
the Republic of China temporarily residing in the District 
of Columbia where they were in charge of the ‘‘Chinese Air 
Office in U.S.A.’’.. The complaint was filed to compel the 
defendants to account for monies of the plaintiff which they 
had used and to require them to turn over any funds and 
records which they might have left to the Chinese Ambassa- 
dor to the United States. The District Court granted a 
temporary injunction to protect plaintiff from immediate 
loss and an appeal was taken from an order of the District 
Court overruling the defendant’s motion to dismiss the 
complaint and the order granting this preliminary injunc- 
tion. 


The decision in this Pong case presents a very complete 
analysis of the general state jurisdiction of the District 
Court for the District of Columbia. The defendants con- 
tended the District Court was without jurisdiction to give 
relief because Article III, Section 2, Clause 1 of the Consti- 
tution in its definition of the judicial power of the United 
States does not include a suit between aliens. They asserted 
that since there is no state jurisdiction in the District of 
Columbia, a sort of judicial vacuum exists in the District 
with respect to actions and parties not covered by the 
power granted to the Federal Judiciary under Article III. 
This Court said, however, in response to this argument at 
page 198: 


“|. . We think it clear the Founders avoided this 
result by the terms of Article I, Section 8, Clause 17, 
of the Constitution, which provides that Congress shall 
have power ‘to exercise exclusive legislation in all 
cases whatsoever, over such District (of Columbia) 
...’ This provision is to be harmonized with Article 
II, Section 2, Clause 1. National Mutual Ins. Co. of 
Dist. of Columbia v. Tidewater Transfer Company, 
(1949) 337 U.S. 582, 69 S. Ct. 1173, 93 L. ed. 1556. The 
harmonizing process leads inevitably to the conclusion 
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that when parts of Maryland and Virginia became 
originally incorporated within the District of Colum- 
bia, the authority of Congress over this ceded area, 
resting upon Article I, was sufficient to enable it to 
clothe the courts here with jurisdiction like that left 
behind in Maryland and Virginia. Congress has done 
this by enactment of what is now Title 11-306, D.C. 
Code (1951), granting to the United States District 
Court for the District of Columbia cognizance ‘of all 
cases in law and equity between parties, both or either 
of which shall be resident or be found within said 
District ...’? See National Mutual Ins. Co. of Dist. of 
Columbia v. Tidewater Transfer Company, supra; 
O’Donoghue v. United States, (1933) 289 U.S. 516, 53 
S.Ct. 740, 77 L. ed. 1356; Keller v. Potomac Elec. Co., 
(1923) 261 U.S. 428, 43 S. Ct. 445, 67 L. ed. 731; 
Fehlhaber Pile Co. v. Tennessee Valley Authority, 
(1946) 81 U.S. App. D.C. 124, 155 F. 2d 864; King v. 
Wall and Beaver Street Corp., 1944, 79 U.S. App. D.C. 
234, 145 F. 2d 377; Pitts v. Peak, (1931) 60 App. D.C. 
195, 50 F. 2d 4835. 


‘‘When we add to the foregoing that Plaintiff sued in 
the District Court and the Defendant submitted to its 
process, it is clear jurisdiction over the parties became 
complete.’’ 


At page 199 this Court made the following significant 
comments about the subject matter of the Pong case: 


“The subject matter of the suit, as shown by the com- 

plaint, is also within the jurisdiction of the District 

Court. The suit is equitable in nature, designed to 

protect property asserted to belong to Plaintiff, to 

prevent misuse of its funds by those alleged to have 

we its agents, and to secure an accounting from 
em.?? 


As pointed out by the District Judge in his opinion, the 
subject matter of the instant case is equitable in nature and 
designed to establish title to property (patents) asserted to 
belong to plaintiff-appellant. These matters are clearly 
spelled out in the Bill of Complaint which prays for injunc- 
tive relief. In other words, no inherent distinction can be 
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drawn between the subject matter here and that before the 
Court in Pong-Tsu Mow v. Republic of China. Plaintiff- 
Appellant therefore contends that this Court having juris- 
diction of both the parties and the subject matter ought in 
the interests of justice to grant a trial on the merits. 


CONCLUSION 


The doctrine of forum non conveniens presupposes at 
least two distinct forums, both of which have jurisdiction 
over the parties and subject matter of the action. Since 
defendant-appellee although a citizen of the State of Michi- 
gan is a resident of Canada there is only one forum in the 
United States where he is amenable to process and that is 
in the United States District Court for the District of 
Columbia. Therefore; in the circumstances of this case, it 
was not within the discretion of the District Judge to dis- 
miss the Cause on his own motion on the ground of forum 
mon conveniens. 


Under the accepted principles of Statutory Construction, 
35 U.S.C., Section 293, an Act of Congress relating to 
patents, should be interpreted in relation to 28 U.S.C., Sec- 
tion 1338(a), as giving rise to a civil action relating to 
patents of non-resident patentees so as to confer original 
jurisdiction upon the United States District Court for the 
District of Columbia, as a United States District Court, to 
determine not only questions of validity and infringement, 
the traditional ‘‘patent cases’’ referred to in the second 
sentence of Section 1338(a), but also any other type of civil 
action relating to patents as prescribed by the first sentence 
of this Section. Such a construction would adequately 
protect citizens of the United States, both individual and 
corporate, from harassment by non-resident patentees con- 
trary to the terms of the contractual relationship which is 
implicit between the patentee and the public. To afford 
such complete protection seems to have been the purpose of 
Congress in passing 35 U.S.C., 293 in 1952 because the 
language used in that act is in every instance broader than 
that used in 28 U.S.C. 1338(a). 
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Should this Court determine, however, that 35 U.S.C, 
293 can not be held to confer jurisdiction on the United 
States District Court for the District of Columbia as a 
Federal District Court to adjudicate title to patents where 
@ non-resident patentee is involved, then under the facts 
and circumstances of this case, where defendant-appellee 
has submitted himself to the jurisdiction of the Court by 
accepting service, answering to the complaint and in addi- 
tion sought affirmative relief by means of a permissive 
counterclaim, the United States District Court for the Dis- 
trict of Columbia ought in the interests of justice to retain 
the cause under its general jurisdiction as a state court 
and afford plaintiff-appellant a trial on the merits. 


It is therefore submitted that dismissal of the complaint 
was an error and the Court should reverse the District 
Court. 

Respectfully submitted 


J. Harotp Kizcorne 
Attorney for Plaintiff-Appellant 
961 National Press Building 
Washington 4, D. C. 


Of Counsel: 


Avsert A, Smira 
301 Bearinger Building 
Saginaw, Michigan 
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BRIEF FOR APPELLEE 


eT Cia 


INTRODUCTION 
(J. A. refers to Joint Appendix) 


The appellant here seeks review of an order of the 
United States District Court for the District of Columbia 
(J.A. 59) dismissing the complaint (J.A. 2) in an action 
under Title 28, United States Code, Section 1338(a) (Act 
of June 25, 1948, c. 646, 62 Stat. 931), and Title 35, United 
States Code, Section 293 (Act of July 19, 1952, ¢. 950, 
Section 1, 66 Stat. 814). Im the action, North Branch 
Products, Inc, a Michigan Corporation, of Millington, 
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Michigan, the appellant, sought to have the Court declare 
that the appellant is the owner of patents and patent 
applications to which title is now held by the inventor, W. 
Reuen Fisher, the appellee, a citizen of the United States 
residing in Alberta, Canada. The appellee filed an answer 
in which, in addition to pleading to the merits, he inter- 
posed a counterclaim. 


During the pre-trial hearing the appellee raised a juris- 
dictional question as to whether or not the District Court 
had jurisdiction over the subject matter of the action 
set forth in the complaint. The District Court granted 
leave to file a motion on this jurisdictional question. The 
motion was duly filed by the appellee and a hearing 
thereon was held by the Court. The Court held that it 
did not have jurisdiction over the subject matter of the 
action set forth in the complaint under 35 U.S.C. 293 and 
that service by publication under that Section was in- 
effective. The Court further held that it did have juris- 
diction over the parties and the subject matter under the 
District of Columbia Code, Title 11, Section 306, but re- 
fused to accept jurisdiction of the cause under the doc- 
trine of forum non conveniens. This appeal is taken to 
this Court as provided for in Title 28, United States Code, 
Section 1291. 


COUNTER-STATEMENT OF THE CASE 
Because the ‘‘Statement of the Case” beginning on 
page 2 of appellant’s brief is incomplete in certain re- 
spects, a counterstatement of the essentia] facts is con- 
sidered necessary. 


The present action is a common law equity action 
brought by the appellant to determine ownership of a 
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number of patents and patent applications to which title 
is now held by the inventor, the appellee. The patents 
and applications all relate to bushings and bearings and 
were filed in the U.S. Patent Office subsequent to April 1, 
1949. 


The appellee has worked in ‘the bushing field from 1919 
to February 17, 1957, at which time he was discharged 
from the appellant corporation. Appellee was connected 
with a bushing company, Universal Engineering Co. of 
Frankemuth, Michigan, for approximately 20 years as an 
incorporator, officer and director before being associated 
with appellant. Appellee left Universal Engineering Co. 
in 1946 and has been a technical resident of Canada since 
January, 1946. Appellee has a small cattle farm in /Al- 
berta, Canada, where he resides. 


In the early part of 1949 appellee invented a coiled 
bushing and one Dr. Ewald C. Swanson convinced appellee 
that he could raise the money to produce and sell the 
bushing. Dr. Swanson interested other initial stockholders 
and a verbal understanding was reached between appellee 
and the other incorporators as to appellee’s employment 
and patent rights relative to the appellant company to 
be formed and the understanding included appellee’s ac- 
ceptance of becoming a stockholder and director as a part 
thereof. 


Instead of forming a new company it was determined 
that it would be better to take over an established com- 
pany having a building and some machinery. Accordingly, 
all the stock of the prior appellant corporation which had 
been formed in 1937 to produce sheet metal stampings, 
was purchased on April 1, 1949, by appellee, Dr. Swanson 
and others. Dr. Swanson became the president of ap- 
pellant. Appellant’s minute book of the first corporate 
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meeting on April 1, 1949, shows that ‘‘The patent license 
agreement between W. R. Fisher and the company was 
approved. W. R. Fisher was instructed to present con- 
tracts for patents at the next meeting.’’ Appellant’s Ex- 
hibit ‘‘A’’ contract (J.A. 6) was accordingly prepared by 
appellee and Dr. Swanson signed it as President of ap- 
pellant. 


‘Appellee served as secretary-treasurer, manager and 
director of appellant from April 1, 1949, to December, 
1954, at which time he resigned as secretary-treasurer and 
manager. In December, 1954, appellee retained one Mr. 
Albert A. Smith, an attorney, to represent him before 
appellant’s board of directors relative to problems in- 
volving the patent license agreement and his relations to 
appellant. Mr. Smith helped to settle appellee’s difficul- 
ties with the board of directors, advised appellee that his 
patent license contract (J.A. 6) was adequate and then 
drafted a further sales contract between appellee, ap- 
pellant and Revere Fisher Engineering Co., the sales out- 
let for appellant. Mr. Smith took 250 shares of appellant 
stock from appellee for payment of his services rendered 
to appellee personally from 12-8-54 to 1-22-55. Mr. Smith 
eventually was elected to the board of directors of ap- 
pellant and became an officer thereof and directed the tac- 
tics for discharging appellee on February 17, 1957, and 
initiating the present action. 

Between December, 1954, and May, 1956, appellee served 
only as sales manager. From May, 1956, to October 31, 
1956, appellee also served again as general manager and 
secretary-treasurer. At the board meeting of appellant on 
December 2, 1956, appellee was reinstated as general man- 
ager. At the board meeting of December 16, 1956, ap- 
pellant’s directors voted 33,200 shares of $1.00 per share 
value to appellee for consideration of all obligations of 
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appellant to appellee as of December 15, 1956. On Febru- 
ary 17, 1957, the appellant board of directors discharged 
appellee. After discharging appellee the appellant direc- 
tors ruled that appellee owed appellant for the 33,200 
shares of stock they had previously: granted to him. 


Since his discharge on February 17, 1957, appellee has 
lived on his cattle farm near the Village of Entrance, 
Province of Alberta, Canada. After his discharge on 
February 17, 1957, appellant paid appellee $500.00 royalty 
for March, 1957, $500.00 royalty for April, 1957, $500.00 
royalty for May, 1957, and then appellant stopped paying 
the royalty payments under the patent license, Plaintiff’s 
Exhibit ‘‘A’’ (J.A. 6). Appellee wrote a letter to appellant 
on June 26, 1957, asking for the June, 1957, royalty pay- 
ment. Appellee did not hear from appellant by July 8, 
1957, and sent appellant a letter terminating the license 
agreement and giving notice of a proposal to start suit for 
unpaid royalties and damages for unlawful use of his 
patents from that date forward. Mr. Smith, the attorney 
for appellant, by letter dated March 9, 1957, had told 
appellee that ‘‘royalties will be paid’’ under the license, 
appellant’s Exhibit ‘A’? (J.A. 6). After appellant stopped 
paying appellee royalties Mr. Smith sent a letter to ap- 
pellee dated June 4, 1957, telling appellee that appellant 
would escrow further monthly payments. On April 21, 
1958, appellant started the present action by the filing 
of the complaint (J.A. 2) on April 21, 1958. The offices 
and manufacturing plant of appellant are located at Mill- 
ington, Michigan. The appellant manufactures tools known 
as bushings, guide bushings, drill guide bushings, bearing 
liners and the like. The above details and further details 
were available to the District Court and were brought be- 
fore the Court by means of the pre-trial statements of the 
parties. The parties’ pre-trial statements were annexed 


6 


to the pre-trial statement, as stated in the pre-trial state- 
ment, (J.A. 23) but appellant did not print that part of 
the record in the Joint Appendix. 


The patents and patent applications involved in this 
action cover the basic invention which appellee brought 
into the appellant corporation as a result of the afore- 
mentioned verbal pre-incorporation agreement, as well as 
improvement inventions, and, accordingly, relate to alp- 
pellant’s business and its products. 


Appellant contends that it is the owner of said patents 
and patent applications and brought the present action for 
a determination of the question. Appellee contends that 
the license agreement, appellant’s Exhibit ‘“‘A” (J.A. 6) 
was extended by appellant’s acts to cover improvement in- 
ventions and developments of appellee’s basic bushing. 
Aippellant operated under appellee’s patents and patent 


applications and ratified said license extension by means 
of appellant’s payments of royalties and other acts of the 
appellant’s board of directors which lead appellee on and 
on to February 17, 1957, when he was discharged. 


The appellee filed an answer (J.A. 9) in which, in addi- 
tion to pleading to the merits, he interposed a counter- 
claim ‘to enjoin infringement of five of his patents and to 
recover royalties due up to and including July 8, 1957, 
the date on which he terminated the license by a letter of 
the same date. 


The appellant filed a cross-claim (J.A, 19) asking the 
Court to declare the appellee’s five patents invalid if the 
Court found that appellee owned these patents. This 
cross-claim was abandoned at the pre-trial (J.A. 23) as 
shown on page 24 of the Joint Appendix. ~ 
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The appellee filed a Motion to Dismiss this action on 
the grounds that the appellant had lost its corporate 
powers at the ‘time it started this action because it had 
not filed annual corporate reports in accordance with the 
laws of Michigan. The motion was denied in a hearing 
had thereon on September 29, 1958. The Court neverthe- 
less permitted the appellee to amend his answer to in- 
clude this point as a further defense (J.A. 22). In the 
motion the appellee contended that appellant had no stand- 
ing in court because it had failed to file acceptable annual 
reports for two consecutive years in accordance with Mich- 
igan Compiled Laws of 1948, Sections 450.87 and 450.91. 
Between the time of filing the motion and the hearing 
thereon the appellant filed acceptable annual reports but 
the lower Court denied the motion even though the ap- 
pellant’s very action of rushing in the late reports showed 
that under the Michigan statutes that appellant had no 


right to sue when this action was started. 


The appellee raised the jurisdictional question during 
the pre-trial hearing as to whether or not the District 
Court had jurisdiction over the subject matter of the 
action set forth in the complaint since it was not a case 
arising under the patent laws-of the United States but 
was a common law equity action for title to patents and 
patent applications. The appellee was granted leave to 
file a prompt motion on Qs point and such motion was 
duly filed (J.A. 25). The appellant filed a resistance to 
the motion (J.A. 36) ays} the appellee filed a reply to the 
said resistance (J.A. 44)” 

The District Court in a written opinion (JA. 54) held 
that the instant action for title to patents and patent ap- 
plications was not a case within the group of cases aris- 
ing under the patent laws 35 U.S.C. 298 and 28 U.S.C. 
1338(a), and hence service by tpublication on appellee 
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under 35 U.S.C. 293 was ineffective. But the District 
Court ruled that the appellee’s answer and counter-claim 
gave the Court local jurisdiction over the action and the 
parties under the District of Columbia Code, 1951, Title 
11, Section 306. The Court then ruled that the doctrine of 
forum non conveniens was clearly applicable and should 
be invoked by the Court on its own motion. ‘An order of 
dismissal of the action was issued on February 1, 1960 
(J.A. 59). The appellant filed its notice of appeal on 
February 29, 1960 (J.A. 59). 


STATUTES AND RULES INVOLVED 


The appellant has cited, on page 14 of its brief, the 
two Federal Statutes involved in this case in the determin- 
ing of the jurisdictional issue involved. These statutes are 
Title 28, United States Code, Section 1338, Patents, copy- 
rights, trade-marks, and unfair competition, and Title 35, 
United States Code, Section 293, Non-resident patentee; 
service and notice. 


Title 35, United States Code, Section 101. Inventions 
patentable. 


Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, 
may obtain a patent therefore, subject to the condi- 
tions and requirements of this title. July 19, 1952, ¢. 
1951, 66 Stat. 797. 


Title 35, United States Code, Section 102. Conditions 
for patentability; novelty and loss of right to patent. 


‘A person shall be entitled to patent unless— 


(a) the invention was known or used by others in 
this country, or patented or described in a printed 
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publication in this or a foreign country, before the in- 
vention thereof by the applicant for patent, or 


(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of the application for patent in 
the United States, or 


'(c) he has abandoned the invention, or 


(d) the invention was first patented or caused to be 
patented by the applicant or his legal representatives 
or assigns in a foreign country prior to the date of the 
application for patent in this country on an applica- 
tion filed more than twelve months before the filing of 
the application in the United States, or 


(e) the invention was described in a patent granted 
on an application for patent by another filed in the 
United States before the invention thereof by the 
applicant for patent, or 


(f) he did not himself invent the subject matter 
sought to be patented, or 


(g) before the applicant’s invention thereof the in- 
vention was made in this country by another who had 
not abandoned, suppressed, or concealed it. In de- 
termining priority of invention there shall be consid- 
ered not only the respective dates of conception and 
reduction to practice of the invention, but also the 
reasonable diligence of one who was first to con- 
ceive and last to reduce to practice, from a time prior 
to conception by the other. July 19, 1952, ¢. 950, 1, 66 
Stat. 797. 


Title 35, United States Code, Section 103. Conditions 
for patentability; non-obvious subject matter. 


A patent may not be obtained though the invention 
is not identically disclosed or described as set forth in 
section 102 of this title, if the difference between the 
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subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would 
have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention 
was made. July 19, 1952, c. 950, 1, 66 Stat. 798. 


Mich. C. L. 1948, Section 450.87. Failure to file report; 
suspension of powers, liability of director or trustee. 


(1) If any corporation neglects or refuses to make 
and file the reports and/or pay any fees required by 
this act within the time herein specified, and shall con- 
tinue in default for ten days thereafter, unless the 
secretary of state shall for good cause shown extend 
the time for the filing of such report or the payment of 
such fee, as the case may be, as provided in’section 
ninety-one of this act, and 


(2) if such corporation shall continue in default for 
ten days after the expiration of such extension, its 
corporate powers shall be suspended thereafter, until 
it shall file such report, and it shall not maintain any 
action or suit in any court of this state upon any con- 
tract entered into during the time of such default; but 
nothing herein contained shall prevent the enforce- 
ment of such contract against the corporation by the 
other party thereto, and during the period of such 
suspension such corporation may exercise the power 
of disposing of and conveying its property and may 
settle and close its business. Any officer or officers of 
such corporation so in default who has neglected or 
refused to join in making of such report and/or pay 
such fee shall be liable for all debts of such corpora- 
tion contracted during the period of such neglect or 
refusal. 


Mich. C.L. 1948, Section 450.91. Failure to file report 
and/or pay fee; charter void; profit corporation; exten- 
sion of ‘time. 
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If any profit corporation which has heretofore been, 
is now or may hereafter be required to file its annual 
report with and pay a privilege fee to the secretary of 
state, shall for two consecutive years neglect or refuse 
to file such report and/or to pay such fee, the charter 
of such corporation shall be absolutely void, without 
any judicial proceedings whatsoever, and such cor- 
poration shall be wound up in any manner provided 
by this act unless the secretary of state shall for good 
eause shown extend the time for the filing of such 
report or the payment of such fee as the case may be. 
In case of extension of time as provided in this sec- 
tion the secretary of state shall file in his office a cer- 
tifieate showing the length of time granted by such 
extension: Provided, That in no case shall the total 
extension of time granted be more than one year: And 
provided further, That such extension of time shall be 
granted prior to the expiration of the time fixed in 
section eighty-two of this act. The provisions of this 
act are hereby declared to be self-executing. 


Public Act. No. 228. 


‘An act to amend sections 5, 6 and 46 of chapter 13 
of Act No. 314 of the Public Acts of 1915, entitled “‘An 
act to revise and consolidate the statutes relating to 
the organization and jurisdiction of the courts of this 
state; the powers and duties of such courts, and of the 
judges and other officers thereof; the forms of civil 
actions; the time within which civil actions and pro- 
ceedings may be brought in said courts; pleading, evi- 
dence, practice and procedure in civil actions, and pro- 
ceedings in said courts; to provide remedies and 
penalties for the violation of certain provisions of this 
act; and to repeal all acts and parts of acts inconsis- 
tent with, or contravening any of the provisions of 
this act,’ as last amended by Act No. 258 of the Pub- 
lic Acts of 1957, being sections 613.5, 613.6 and 613.46 
of the Compiled Laws of 1948. 
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The People of the State of Michigan enact: 


Section 1. Sections 5, 6 and 46 of chapter 13 of 
Act No. 314 of the Public Acts of 1915, as last 
amended by Act No. 258 of the Public Acts of 1957, 
being sections 613.5, 613.6 and 613.46 of the Compiled 
Laws of 1948, are hereby amended to read as follows: 


Cuarrer 13. 


Sec. 5. Suits in chancery shall be commenced by 
filing bills of complaint in accordance with the rules of 
court, and upon the filing of such bill the plaintiff shall 
be entitled to a chancery summons and other process 
when ordered by competent authority. The designa- 
tion ‘‘chancery subpoena” so far as it applies to pro- 
cess for appearance other than as witness is hereby 
abolished. 


‘Sec. 6. In all chancery cases, and in suits at law 
when commenced by original writ, plaintiff may cause 
to be served with the process, a true copy of the bill 
of complaint or declaration in said cause and the de- 
fendant therein shall be required to plead or answer 
within 15 days after such service. If the plaintiff 
shall not serve a copy of his bill of complaint or dec- 
laration with the process, the defendant shall appear 
within 15 days after service of process, after which, 
copy of the bill of complaint or declaration shall be 
served upon defendant or his attorney within 15 days; 
Provided, That where service of process against cor- 
porations is made upon the commissioner of insur- 
ance, secretary of state or the banking commissioner, 
the defendant shall not be required to plead or answer 
thereto until 30 days after the mailing of the copy of 
such process to such defendant by said commissioner 
of insurance, secretary of state, or banking commis- 
sioner, 


Sec. 46. Upon or at any time after the filing of a 
bill, the circuit judge, or a circuit court commissioner, 
shall make an order for the appearance of the defend- 
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ant, within 3 months from the date of the order, upon 
proof either set forth in a sworn bill or by affidavit of 
any of the following facts: 


1. That the defendant resides out of the state; 


2. That the defendant is a resident of this state, 
and that process for his appearance has been 
duly issued, and that the same could not be 
served by reason of his absence from, or con- 
cealment within this state, or by reason of his 
continued absence from his place of residence; 
or 


. That it cannot be ascertained in what state or 
country the defendant resides. 
This act is ordered to take immediate effect. 
Approved May 26, 1958. 
Revised Statutes of Alberta, 1955. Volume 2. The 
Judicature Act. Chapter 164, Page 2465. 
Rules of Law. 


32. In every civil cause or matter commenced in 
the Supreme Court, law and equity shall be adminis- 
tered by the Court according to the following rules: 


(a) if a plaintiff or petitioner claims to be entitled 
(i) to an equitable estate or right, 
(ii) to relief upon any equitable ground 


(A) against a deed, instrument or con- 
tract, or 

(B) against a right, title or claim what- 
soever asserted by a defendant or re- 
spondent in such cause or matter, 


or 


(iii) to any relief founded upon a legal right, 
the Court shall give to the plaintiff or 
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petitioner such relief as would be given 
by the High Court of Justice in England 
in a suit or proceeding for the same or a 
like purpose. 


Title 28, United States Code, Section 1291. Final de- 
cisions of district courts. 


The courts of appeals shall have jurisdiction of ap- 
peals from all final decisions of the district courts of 
the United States, the District Court for the Territory 
of Alaska, the United States District Court for the 
District of the Canal Zone, and the District Court of 
the Virgin Islands, except where a direct review may 
be had in the Supreme Court. June 25, 1948, ¢. 646, 
62 Stat. 929. 


Title 28, United States Code, Section 1400. Patents and 
copyrights. 


(a) Civil actions, suits, or proceedings arising 
under any ‘Act of Congress relating to copyrights may 
be instituted in the district in which the defendant or 
his agent resides or may be found. 


(b) Any civil action for patent infringement may 
be brought in the judicial district where the defendant 
resides, or where the defendant has committed acts of 
infringement and has a regular and established place 
of business. June 25, 1948, c. 646, 62 Stat. 936. 


Fed. Rules Civ. Proc. Rule 2. One Form of Action. 


There shall be one form of action to be known as 
“civil action’’. 
Fed. Rules Civ. Proc. Rule 13. Counterclaim and Cross- 
Claim. 
(a) Compulsory Counterclaims. ‘A pleading shall 
state as a counterclaim any claim which at the time of 
serving the pleading the pleader has against any op- 
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posing party, if it arises out of the transaction or oc- 
currence that is the subject matter of the opposing 
party’s claim and does not require for its adjudication 
the presence of third parties of whom the court can- 
not acquire jurisdiction, except that such a claim need 
not be so stated if at the time the action was com- 
menced the claim was the subject of another pending 
action. As amended Dec. 27, 1946, effective March 19, 
1948. (Emphasis added.) 


SUMMARY OF ARGUMENT: 


1. The District Court correctly held that the present 
action for title to United States patents and patent applica- 
tions as set forth in the appellant’s complaint was not a 
suit under the patent laws within the meaning of Title 28, 
United States Code, Section 1338(a), and that the juris- 
diction conferred thereunder is limited to actions for in- 


fringement of patents and actions for declaratory judg- 
ment involving validity or infringement of patents. 


2. The District Court correctly held 'that following the 
accepted rules of statutory interpretation that Title 35, 
United States Code, Section 293 should be limited and 
restricted to actions for infringement of patents and 
actions for declaratory judgments to adjudicate the valid- 
ity or infringement of patents, and that since the present 
case is not within this group, Section 293 does not apply 
to it and hence service by publication under that Section 
was ineffective. 


3. The District Court had the right to first interpret 
Title 35, United States Code, Section 293 to determine 
whether it had jurisdiction over the subject matter of the 
present action, and then secondly, after determining that 
it did not have jurisdiction under Section 293 but 'that it 
did have local jurisdiction over the parties and the subject 
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matter under the District of Columbia Code, 1951, Title 11, 
Section 306, the Court did not abuse its discretion in dis- 
missing the present action on the ground of forwm non 
conveniens since there were two other forums where ap- 
pellee was amenable to process, namely, the State of Mich- 
igan for the county where the alleged cause of action arose, 
and the local court in Alberta, Canada, which has personal 
jurisdiction over the appellee. 


4. The Appeal Court does not have to go into the ques- 
tion of whether or not the appellee’s counterclaim was a 
eompulsory counterclaim or a permissive counterclaim 
since the affirmance of the District Court’s dismissal of 
the present action on the ground of forum non conveniens 
would eliminate the need for going into this question. 


5. If this Court determines that the District Court-did 
abuse its discretion in dismissing this action on the ground 


of forum non conveniens, and if this Court agrees with 
the District Court in that the present action to adjudicate 
title to patents is not a case over which the District Court 
has jurisdiction under 35 U.S.C. Sect. 293 and 28 U-S.C. 
Sect. 1338(a), then under the facts and circumstances of 
this case, the appellee contends that his counterclaim for 
royalties and infringement was a compulsory counterclaim, 
which arose out of the transaction or occurrence that is 
the subject matter of the opposing party’s claim, in ac- 
cordance with Rule 13(a) of the Federal Rules of Civil 
Procedure and that the appellee has not subjected him- 
self to the local jurisdiction of the District Court by filing 
an answer and including the counterclaim for royalties 
and infringement, and that, accordingly, the action of tthe 
District Court in dismissing the present case should be 
affirmed. 
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ARGUMENT 


QUESTION No. 1 
Whether the District Court erred in holding that it did 
not have jurisdiction over the person of the appellee 
and the subject matter of this action to adjudicate title 
to patents and patent applications, under 28 UL. S. C. 
1338(a) which provides that “the District Courts shall 
have original jurisdiction of any civil action arising 
under an Act of Congress relating to patents * * *” 
and 35 U. S. C. 293 which provides that the “United 
States District Court for the District of Columbia shall 
have jurisdiction, and summons shall be served by 
publication * * * to take any action respecting the 
patent or rights thereunder” where the patentee is not a 
resident of the United States, and where appellant is a 
Michigan Corporation having its place of business in 
Michigan and appellee is a citizen of the United States 
residing in Alberta, Canada. 
The answer should be “no” 


Appellee contends that this question is the first ques- 
tion which this Court must decide before it can go into 
the question regarding forum non conveniens. The fore- 
going statement is true because if this Court holds that 
the District Court does have jurisdiction of the present 
action for title to patents and patent applications, then the 
District Court is obliged to take jurisdiction under Title 
35 U.S.C. 293 and the District Court would have no dis- 
cretion upon which to ground a dismissal on forum non 
conveniens and the District Court would have to retain 
the present cause for a trial on the merits. 


It is well settled that jurisdiction of Federal courts over 
the subject matter of an action cannot be conferred by, 
waiver and that jurisdiction is always open for consider- 
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ation. When the lack of jurisdiction is brought to the at- 
tention of the Trial Court, it should decline jurisdiction 
even though the question be not urged by either party. 
See Kansas-Nebraska Natural Gas Co. v. City of St. Ed- 
ward, Neb., C.A. Neb. 1956, 234 F. 2d 436. Furthermore, 
a court is bound to raise the question of jurisdiction over 
the subject matter on its own motion even if the issue is 
not placed before it. See U. S. v. Sobell, D-C.N.Y., 1956, 
142 F. Supp. 515, affirmed 211 F. 2d 520, cer. den. 78 S. 
Ct. 120, 355 U.S. 873, 2 L. Ed. 2d 77. The parties to an 
action cannot confer jurisdiction upon the Court, and the 
Court itself cannot acquire jurisdiction if proper jurisdic- 
tional requirements are lacking. See Bartron v. Delaware 
River Joint Toll Bridge Commission, D.C.N.J. 1954, 120 
F. Supp. 337, affirmed 216 F. 2d 717, cer. den. 75 S. Ct. 
364, 348 U.S. 948, 99 L. Ed. 738, rehearing denied 75 S. 
Ct. 530, 348 U.S. 977, 99 L. Ed. 761. 


In Herzog v. Parsons, C.A-D.C. 1950, 181 F. 2d 781, cer. 
den. 71 S. Ct. 37, 340 U.S. 810, 95 L. Ed. 596, this Court 
stated: 


‘¢ Although, as will be subsequently pointed out, we 
do agree with that construction, nevertheless, where 
the jurisdiction of a Federal District ‘Court to act on 
the premises depends on the interpretation of a stat- 
ute alleged by one of the parties to preclude that 
court’s taking jurisdiction, there is always the author- 
ity in the first instance to construe the statute in order 
to find an answer to the jurisdictional question thus 
posed.” 


In view of the foregoing, it is submitted that the District 
Court was properly exercising its authority when it in- 
terpreted Sect. 293 of Title 35 U.S.C. and Sect. 1338(a) 
Title 28 U.S.C., before rendering its decision on the ap- 
pellee’s motion to dismiss this action on the grounds 
‘of lack of jurisdiction over the subject matter. 
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28 U. S. C. 1338(a) 


The pleadings in the instant action show that the ap- 
pellant is a Michigan corporation and that the appellee 
is a resident of Canada. The pleadings also show that the 
appellee is the owner of the legal title of certain patents 
and that thea appellant seeks a decree of the Court ad- 
judging the appellant to be the owner of said patents and 
patent rights. There is no allegation of diversity of 
citizenship or statutory amount in the pleadings. 


The appellant alleges in paragraph II of its bill of 
complaint that the Court has jurisdiction of the subject 
matter of this action under the Judicial Code, 28 U.S.C. 
Section 1338, and this section is set forth in appellant’s 
brief on page 14. 


This section of ‘the patent laws does not confer upon 
the United States District Courts jurisdiction of civil ac- 
tions or other matters simply because the subject involved 
happens to be a patent. See Wade v. Lawder, 165 US. 
624, 41 L. Ed. 851. The jurisdiction conferred on the 
Federal Courts under this section is limited to actions for 
infringement of patents and actions for declaratory judg- 
ment involving validity or infringement of patents. 


The appellant also states in paragraph I of its bill of 
complaint that this action is to secure a declaratory judg- 
ment for the purpose of determining the ownership or title 
of certain patents, and, in paragraph VII of its bill of 
complaint it also asks for title of any other patent appli- 
eations pending on the part of the appellee. Im short, the 
appellant is seeking title to patents. and patent applica- 
tions and it is well settled that an ‘action to have title to 
patents declared to be the property of a party is not an 
action arising under the patent laws so as to give a Fed- 
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eral District Court jurisdiction of the subject matter, in 
absence of diversity of citizenship. See Eckert v. Braun, 
D.C. Wis. 1945, 62 F. Supp. 264, affirmed 155 F. 2d 517. 
In the present case jurisdiction is alleged to be based 
solely on the Patent Laws, namely 28 U.S.C. 1338. See 
also Dill Mfg. Co. v. Goff, C.C.A. Ohio, 1942, 125 F. 24 
676, cer. den. 63 S. Ct. 77, 317 U.S. 672, 87 L. Ed. 540. 


The instant case regarding title to patents and ‘patent 
applications may involve a “question” regarding patents 
but not a ‘‘case”’ arising under the patent laws and this 
is well settled patent law. See eg., Hartell v. Tilghman, 
99 U.S. 547 (1878); Dale Tile Mfg. Co. v. Hyatt, 125 U.S. 
46 (1888); White v. Rankin, 144 U.S. 628 (1892); Pratt v. 
Paris Gas Light & Coke Co., 168 U.S. 255 (1897); Henry 
v. A. B. Dick Co., 224 U.S. 1 (1912) (not overruled on the 
jurisdictional point); Luckett v. Delpark, Inc., 270 U.S. 
496 (1926). 


In the present case the cause of action stated in the 
bill of complaint is a common law equity action to de- 
termine ‘title to patents and patent applications, and such 
is not an action arising under the patent laws. See Binger 
v. Unger, D.C.N.Y. 1946, 6 F.R.D. 44. The question of 
jurisdiction of federal courts must be determined from the 
face of the complaint. See Barnhart v. Western Maryland 
By. Co., C.C.A. Md. 1942, 128 F. 24 709, cer. den. 63 S. Ct. 
75, 317 U.S. 671, 87 L. Ed. 538. 


In view of the foregoing it is respectfully submitted that 
the appellant’s bill of complaint does not set forth an 
action arising under 28 U.S.C. 1338(a) of the Patent Laws 
of the United States. 
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35 U. S. C. 293 


The appellant alleges in paragraph V of its bill of com- 
plaint that the Court has jurisdiction of the appellee under 
35 U.S.C., Section 293 of the Patent Statutes and this sec- 
tion is set forth on page 14 of appellant’s brief. It is 
respectfully submitted that Section 293 of ‘the Patent 
Statutes does not give the District Court personal juris- 
diction over the appellee so as to set up jurisdiction over 
the subject matter of this action by way of diversity of 
citizenship or otherwise. Appellee contends that Section 
293 confers ‘‘in rem’? jurisdiction on the District Court 
for an ‘‘im rem’ determination respecting patents and 
rights thereunder, and not patent applications, when notice 
to the non-resident patent owner is given by publication 
and the patent owner does not appear personally. It is 
submitted that Section 293 does not apply to actions in- 
volving rights to patents and patent applications since 
such actions require ‘‘in personam’’ jurisdiction. See 
Webster-Chicago Corp. v. Holstensson, 132 F. S. 287, 
D.C.D.C. 106 U.S.P.Q. 127; and Consolidated Trimming 
Corp. v. Loudon, D.C.D.C. 106 U.S.P.Q. 87. 


Appellee contends that Section 293 of 35 U.S.C. of the 
Patent Act of 1952 merely gives a situs for patents owned 
by mon-resident patentees, but not patent applications, for 
a proceeding in rem arising under the patent laws of the 
United States. 35 U.S.C.A. Section 261, of the Patent Act 
of 1952, states that ‘‘Patents shall have the attributes of 
personal property.’’ Section 293 merely brings the 'per- 
sonal property in patents belonging to non-resident paten- 
tees to a situs in the United States for a ‘‘case arising 
under the patent Laws.’’ 
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Appellee contends that Section 293 merely gives the 
District Court of Columbia proper venue over ‘the “res”, 
namely the patents of a non-resident patentee. The venue 
for a patent infringement suit is defined in 28 U.S.C. 1400 
and this statute is set forth on page 14 herein. 


It is submitted ‘that since this infringement venue 
statute does not provide for venue over a non-resident’s 
patent for an action for a declaration of a person’s rights 
respecting the patent or rights thereunder, that is, whether 
the patent is invalid or not, and whether he infringes or 
not, Congress remedied, this situation by merely giving 
such patents a situs or venue in the District of Columbia 
under Section 293. Under Section 293 any person being 
harassed by a foreign or non-resident patentee can bring 
‘an action respecting the patent, asking that the patent 
be held invalid, and/or that his rights thereunder be 
determined, that is, that he does or does not infringe. 
Under such conditions Americans can be safe from harass- 
ment from non-resident patentees, and that is all that is 
needed to make Section 293 commensurate with Public 
Policy and ‘the patent contract between. the patentee and 
the public. Any further inclusion of contract and equity 
causes of action by means of Section 293 would be incon- 
sistent with the aforementioned line of cases which are 
still sound law and have not been overruled. A common 
law equity action such as is set forth in the instant com- 
plaint has nothing to do with Public Policy or the patent 
contract with the public. It is merely a matter between 
two parties, and whether or not appellant or appellee 
owns the patents and patent applications in question, the 
public can still come into this District Court and have 
its rights determined relative to said patents and its rights 
thereunder. 
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‘Appellee contends that Section 293 does not confer 
jurisdiction on the District Court over actions for title 
to a patent. The word ‘‘thereunder’’ is used in Section 
293, and is defined by Webster’s New International Dic- 
tionary, Second Edition, 1959, as ‘under that, less then; 
fewer, as in number, in subordination; in a lower position 
or rank, etc.” The same Dictionary defines ‘‘thereto” as 
“‘To that; as, with all the appurtenances”. From the fore- 
going definitions it is submitted that if the Congress meant 
to include actions involving rights to the title of a patent 
that it would have used the words “‘rights thereto’ instead 
of and/or in addition to the words “‘rights thereunder”. It 
is submitted that the words “‘ rights thereunder” are used 
in Section 293 to meam rights in subordination to the patent. 
For example, a party asking for a declaratory judgment to 
have his rights declared relative to infringement and 


validity of a patent, that is, that he does not infringe the 
patent or that the patent is invalid. 


Appellee further contends that Congress did not in- 
tend to upset and change the prior patent law regarding 
an action for title to a patent, as set forth in Pratt v. 
Paris Gas Light and Coke Co., 168 U.S. 255, as not being 
“a case arising under the patent laws of the United 
States.’’ It would be absurd to say that Congress intends 
such a result when the patentee was a non-resident but 
not when the patentee was a resident of the United States 
since a case for title against a resident patentee could not 
be brought under 28 U.S.C. 1338 solely. It is submitted 
that Congress did not intend to enlarge the jurisdiction 
of the subject matter of actions arising under the Patent 
laws but merely intended to give the patent, which is 
personal property, a situs for in rem actions against the 
patent and not the patentee personally. There are no 
words in Section 293 denoting any enlarging of the Fed- 
eral jurisdiction of District Courts under the Patent 
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Statutes. Reference is made on this point to the Journal 
of the Patent Office Society, October, 1955, Vol. XXXVII, 
No. 10, to the article ‘‘The New American Patent Act In 
the Light of Comparative Law: Part II,” by Stefan A. 
Riesenfeld, Professor of Law, University of California, 
in which Professor Riesenfeld says: 


‘‘The patent act carefully refrains from any general 
regulation of jurisdiction over controversies involving 
patents and contains only one special venue provision. 
‘Such jurisdiction therefore is controlled by the Re- 
vised Judicial ‘Code which confers upon the districts 
courts exclusive original ‘jurisdiction of any civil ac- 
tion arising under any Act of Congress relating to 
patents * * *.’ The distribution of jurisdiction be- 
tween state courts and federal courts under this pro- 
vision or its predecessors has formed the subject of a 
long series of adjudications by the Supreme Court 
which started with Wilson v. Sanford, and has been 
reviewed from time to time by the court. Generally 
speaking it is settled that the jurisdiction depends on 
the allegations and the relief prayed for in the com- 
plaint. If the complaint directly attacks the validity 
of a patent or seeks redress against a violation of the 
patentee’s rights flowing from his monopoly, the fed- 
eral courts have exclusive jurisdiction; but, unless 
some other reason for federal jurisdiction is present, 
the state courts are the proper forum when the status 
of a contract relating to the patent or the enforcement 
or other protection of rights derived from such con- 
tract are the principal subjects of the adjudication 
sought. In such cases, the state courts may give inci- 
dental relief against threatened infringement, if such 
is the consequence of a cancelled license.’’ 


See also the comments of Mr. P. J. Federico, Examiner- 
in-Chief, U.S. Patent Office, on Section 293, in U.S.C_A, 
{Title 35, Patents #1 to 110, Special Feature, Commentary 
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on The New Patent Law, page 58, wherein Mr. Federico 
states: 


“The last section of this title, section 293, is a new 
provision for obtaining service on non residents pat- 
entees. Such a patentee may, if he wishes, designate 
& person residing in the United States on whom may 
be served process or notice of proceedings affecting 
the patent or rights thereunder. If no such person is 
designated, or if he cannot be found at the address 
given in the last designation, the United States Dis- 
trict Court for the District of Columbia is given juris- 
diction and summons may be served by publication or 
otherwise as the court directs. In either case the 
court has the same jurisdiction to take any action re- 
specting the patent or rights thereunder that it would 
have if the patentee were personally within the juris- 
diction of the court. This new provision fills a gap 
which existed in the old statute. It will enable, for 
example, jurisdiction over a patentee residing in a 
foreign country to be obtained in a declaratory judg- 
ment action involving the validity or infringement of 
the patent.’’ 


The Legislative History of the new section 293, on page 
2424, U.S. Code Congressional and Administrative News, 
82nd Congress, Second Session, merely says ‘the follow- 
ing: ‘‘This section provides for service on non-resident 
paten’ io? 


Section 293 uses the words ‘‘same jurisdiction * * * 
that it would have if the patentee were personally within 
the jurisdiction of the Court.’ Some insight as to ‘the 
intent of Congress when drafting section 293 can be found 
in a speech made by Honorable Judge Giles S. Rich, 
(Judge of the Court of Customs and Patent Appeals, and, 
a former member of the Drafting Committee appointed 
by the Coordinating Committee of the National Council 
of Patent Law Associations which played a major part in 
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the drafting of the codification and revision of Title 35 
U.S. Code.) before the New York Patent Law Association, 
on November 6, 1952, entitled Transcript of Address, by 
Giles S. Rich on The Patent ‘Act of 1952, Judge Rich said: 


*“Section 293 is a new provision which was directed 
at this problem: Suppose a patentee is a non-resident. 
He is up in Canada or in Mexico and threatening 
American industry with infringement suits, but you 
can’t get at him with a declaratory judgment action 
and he won’t bring suit. The purpose of this section 
is to remedy that situation. It provides that non-resi- 
dents may, if they wish, designate agents for the ser- 
vice of process who are resident in the country. But 
if they don’t do that, you can serve by publication, and * 
the District of Columbia has jurisdiction of the case.” 


It should be obvious from ‘the aforecited remarks of 
Judge Rich and Mr. Federico, that section 293 was not 
meant to give jurisdiction to eases involving rights ‘‘there- 
to’’, to patents, so as to upset well established rules of 
patent law, but was meant to merely implement existing 
laws and facilities to assist Americans to have declared 
their rights relative to patents or rights thereunder and 
not rights thereto. Any other construction of section 293 
would most likely violate the due process constitutional 
rights of a person as guaranteed by the 5th Amendment 
of the U.S. Constitution relative to having his property 
taken away from him without due process of the laws, in 
an im rem proceedings, without having personally ap- 
peared in the action. 

In a strict sense, a proceeding im rem is one taken di- 
rectly against property, and has for its object the disposi- 
tion of property, without reference to the title of indi- 
vidual claimants. However, in the broader sense, the 
term is applied to actions between parties, where the 
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direct object is to reach and dispose of property owned 
by them, or of some interest therein, but only when a 
valid claim thereto has been previously established and 
wherein the claim is not to be established in an instant 
action. Such are cases commenced by attachment against 
the property of debtors, or instituted to partition real 
estate, foreclose a mortgage, or enforee a lien. See 
Pennoyer v. Neff, 95 US. 734, 24 L. Ed. 565. In the 
present case, the appellant has not established a valid 
claim by some previous action or circumstances. In fact 
appellant is using the present devious action or alleged 
cause of action to acquire title to patents and patent ap- 
plications, on a spurious allegation of a fictitious title in 
equity which has yet to be proved, and which in appellee’s 
opinion will never be proved. Accordingly, appellant ob- 
viously does not have any valid claim to the title to ap- 
pellee’s patents (and patent applications) as required for 


the bringing of an action in rem under the broad interpre- 
tation of such an action. 


Appellee contends that a party must have a cause of 
action arising under the patent laws before he is entitled 
to the benefit of section 293 to get service on a non-resi- 
dent patentee. In other words, @ plaintiff cannot have a 
cause of action arising under some other statute or from 
the common law or from a contract, and yet use section 
293 to get service over a defendant, merely because he 
owns a patent and some fictitious question regarding the 
patent is alleged. It is submitted that when Congress 
passed section 293 it was setting up a method of obtaining 
service for use in connection with a cause of action also 
arising under the Patent laws of the United States and in 
which in personam jurisdiction over the ‘patentee was not 
absolutely required for determining the public’s rights to 
& patent or rights thereunder. 
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As stated in Brown v. Duchesne, 19 How. 183, 195, 15 
L. Ed. 595, 


‘“ And it is well settled that, in interpreting a statute, 
the court will not look merely to a particular clause 
in which general words may be used, but will take in 
connection with it the whole statute (or statutes on 
the same subject) and the objects and policy of the 
law, as indicated by its various provisions, and give 
to it such a construction as will carry into execution 
the will of the Legislature, as thus ascertained, ac- 
cording to its true intent and meaning.’’ 

‘And when Congress are legislating to protect 
authors and inventors, their attention is necessarily 
attracted to the authority under which they are act- 
ing, and it ought not lightly to be presumed that they 
intended to go beyond it, and exercise another and dis- 
tinct power, conferred on them for a different pur- 
pose.”’ 


From the foregoing it is submitted that when Congress 
was legislating relative to section 293 it was acting under 
its power granted by article I, section 8, of the Constitu- 
tion relative to the power of Congress to grant patents, 
and not under any other Constitution power, as for ex- 
ample, Article ITI of the Constitution under which Congress 
acts when it legislates on questions regarding the Federal 
Courts and their jurisdiction. It is submitted that Con- 
gress was acting to set up a service statute for cases aris- 
ing under the patent statutes only and not for any different 
purpose. To say that Congress was setting up a service 
statute for causes of action not arising under the patent 
statutes would certainly appear to be illogical in view of 
the aforecited statements from Brown v. Duchesne. 


In view of the foregoing, it is submitted that section 293 
of the patent statutes merely gives the defendant’s patents 
a situs in Washington, D.C., for im rem actions involving 
eases arising under the patent laws, such as actions for 
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validity and infringement decisions, and not for other 
claims, questions, or actions involving personal jurisdic- 
tion over the defendant, as for example, the present ac- 
tion regarding title to the defendant’s patents and patent 
applications, and, that section 293 does not give the Dis- 
trict Court jurisdiction over the subject of this action. 


In conclusion, the appellee respectfully contends that the 
District Court did not err in holding that it did not have 
jurisdiction over the person of the appellee and the sub- 
ject matter of this action under 28 U.S.C. 1338(a) and/or 
35 U.S.C. 293. The answer to question number one should 
clearly be ‘‘no’’. 


QUESTION No. 2 


Whether the District Court abused its discretion in dis- 
missing this action on the ground of forum non con- 
veniens, on the showing made by the pleadings, and the 
admissions and showing made at the pre-trial hearing, 
where both parties are non-residents of the District of 
Columbia, and where the District Court held that it did 
not have jurisdiction over the subject matter of this 
action under 35 UL S. C. 293 but that it had jurisdiction 
over both the subject matter of this action and the par- 
ties under the District of Columbia Code, 1951, Title 
11, Section 306, and where all the evidence to be ad- 
duced by appellant is in Michigan and the evidence to 
be adduced by the appellee is in Michigan and Canada. 


The answer should be “no”. 


Two Other Forums Are Available 


The doctrine of forum non conveniens is clearly ap- 
plicable in the present case since there are three forms 
available; (a) under 'the District Court’s decision of local 
jurisdiction, the District Court of the District of Co- 
lumbia; (b) the local court im the district nearest the 
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residence of the appellee in Entrance, Canada; and (c): 
the Michigan State court in the county in which the alleged 
cause of action for title to the patents arose. 


Appellant would have no trouble getting service over 
the appellee in Canada since the appellee is not hiding. It 
can get personal service on the appellee in Canada and 
have its rights determined in a court there. Appellant 
knows how to get to Entrance, Alberta, the residence of 
appellee since some of appellant’s officers have been guests 
in the past at appellee’s Canadian home and they know 
how to get there and it would not take them much longer 
by airplane to fly to appellee’s residence 'than it would to 
fly to Washington, D.C. 


The Court in Canada would have jurisdiction over the 
subject matter of the action. See page 13 of this brief 
to find section 32, of the Revised Statutes of Alberta of 
1955, of chapter 164, The Judicature Act, ‘An act re- 
specting the Supreme Court and the administration of 
Justice” in Alberta. The local Camadian Court clearly 
would have jurisdiction over any relief upon any equitable 
ground or legal right alleged to be possessed by appellant. 


The following listed cases were taken from THE Canwapian 
‘ABRIDGMENT, a digest of decisions of the Provincial and 
Dominion Courts, including Appeals therefrom {to the 
Privy Council, and it is published by Burroughs & Com- 
pany (Easter) Ltd., Toronto. These cases clearly show 
that appellant has a forum in Canada in which the ap- 
pellee is amenable to process. These cases are entitled: in 
the digest as shown hereafter and no better title can be 
shown. : 
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Tae Canavan ApripcMENt, volume 2, Aliens, columns 21 
and 22. Jurisdiction in Actions By or Against Aliens 
—Jurisdiction in Personam—Aliens Resident for 
Temporary Purpose. 

Plaintiff, a resident of Seattle, Washington, entered 
into a contract with defendant J. also a resident of the 
State of Washington, which contract was to be performed 
at Seattle. The contract having been broken by defendant, 
who had taken up residence in Victoria, British Columbia, 
for a temporary purpose, plaintiff came to Victoria and 
commenced this action. Hexp, since the Provincial Legis- 
lature in 1886 adopted the provisions of 1-2 Vict., ¢. 110, 
all actions in which the powers of the Court are invoked 
for the purpose of issuing writs of capids, are placed on 
the same footing as existed in England under that Act. 
Per Drake, J.: ‘“The Supreme Court (of British Columbia) 
can take cognizance of actions in personam, in respect 
of contracts or ‘torts though the cause of action may 
have arisen abroad, and although the parties may be 
aliens, provided service of process can be effected, ac- 
cording to the Rules of Court, and provided the contract 
is not contrary to the principles of justice and morality.”’ 
Buenos Ayres Ry. v. G.N.R. of Buenos Ayres, 2 Q.B.D. 
210, 46 L.J.Q.B. 224, 11 Mews 459, applied; Frear v. 
Ferguson, 2 Ch. R. 144, approved; Romberg v. Steenbock, 
1 PR. 200; Brett v. Smith, 1 P.R. 309, distinguished. 


Baater v. Jacobs (1889), 1 B.C.R. Pt. IT. 373. 


THe Canapian ABRIDGMENT, volume 2, Aliens, column 13. 
Alien Resident in Canada—Whether Subject to Laws 
of Canada. 


Where defendant, an American citizen, contracted a debt 
in the United States and subsequently removed to Canada 
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and was arrested in Canada by another American citizen 
upon a capias, in an application to discharge defendant 
from custody on the ground that both plaintiff and de- 
fendant were foreigners and defendant came to Canada on 
temporary business ,and ‘plaintiff followed him here. Hxxp, 
upon the evidence, defendant was not merely temporarily 
in Canada and that as an alien resident he was subject to 
the law of the land. An alien could not arrest another 
alien who was merely on temporary business in Canada 
as it was a fraud upon our law. 


Romberg v. Steenbock (1854), 1 P-R. 200. 


Tar Canapian ABRIDGMENT, volume 10, Conflict of Laws, 
column 810. Defendant Residing Abroad—Service 
within Jurisdiction. 

Plaintiff and defendant both resided in Detroit. Plain- 
tiff issued a writ in Ontario, and served it upon defend- 
ant while he was temporarily in Windsor. Defendant 
entered no appearance, and judgment was signed by de- 
fault. Defendant then moved to set aside the judgment. 
Hep, the judgment was regular, defendant having been 
served within the jurisdiction. The Court, however, set 
aside the judgment on the merits, upon payment of costs 
by defendant. 


Snow v. Cole (1877), 7 P.R. 162, 13 CLJ. 298, 
reversing 13 C.L.J. 223. 


Tae Canavan ABRIDGMENT, volume 10, Conflict of Laws, 
eolumn 816. Foreign Judgment—Defendant Subject 
of Foreign Country—Action on Judgment in Mani- 
toba.. 


Plaintiff sued defendant in England on a contract made 
in England, and obtained default judgment. Defendant, a 
' 
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British subject domiciled in England, resided there when 
the contract was made. When the English action was com- 
menced, defendant was living temporarily in Minnesota; 
and an order was granted for service out of 'the jurisdic 
tion. Defendant moved to Manitoba, and plaintiff sued 
him there on the English judgment. Hep, the English 
judgment should be enforced, and judgment should be given 
for plaintiff. One of the cases in which a foreign judgment 
will be enforced is where the defendant is a subject of the 
foreign country. Defendant was a subject of, and domi- 
ciled in, England. Therefore the English Court had juris- 
diction, and its judgment should be enforced in Manitoba. 
Schibsby v. Westenholz, LR. 6 QB. 155, 40 L.J.Q.B. 73, 
- 11 Mews 508; Rousiilon v. Rousillon, 14 Ch. D. 351, 49 L.J. 
Ch. 338, 11 Mews 504; Emanuel v. Symon (1908), 1 K.B. 
302, 77 L.J.K.B. 180, 11 Mews 517, referred to. Sirdar 
Gurdyal Singh v. Rajah of Faridkote (1894), A.C. 670, 
11 Mews 504, distinguished. 


Tue Canapian ABRIDGMENT, volume 10, Conflict of Laws, 
columns 811 and 812. Transitory Actions—Foreign 
Defendant Served within Territorial Jurisdiction. 


‘“‘Transitory actions’’ are those in which the venue may, 
be laid in any country, that is, those in which the facts 
involved might have occurred anywhere, as opposed to 
local actions, which are those in which the facts necessarily 
involve the idea of a certain: place or part of the soil. The 
Courts of British Columbia have jurisdiction when a per- 
son sued in a transitory action is actually served while 
within the territorial jurisdiction. This jurisdicton was 
exercised by the Courts in England before 1858, and the 
English law as it existed at that time was adopted in 
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British Columbia by statute. Jackson v. Spittal, LR. 5 
C.P. 542, 39 L.J..C.P. 321, 15 Mews 1025, applied. 


Parshley v. Hanson (1912), 1 W.W.E. 868, 21 
W.L.R. 969, 17 B.C.R. 364, 5 DLR. 658. 


THe Canavan ABRIpGMENT, volume 10, Conflict of Laws, 
column 815. Sufficiency of Residence as Giving Juris- 
diction. 

Per Wilson, C.J.: ‘‘It is of no moment where the 
domicile of a person may be or to what country he is 
bound by allegiance as a subject or citizen, if he come 
and reside here and contract debts here, and is about to 
quit the country (that is, in fact, to change his residence 
or place of abode to a foreign country even although that 
country be his place of domicile), with the intent to de- 
fraud his creditors, he is subject to the law of arrest as 
it prevails in this country of his residence, in like manner 
as a born resident Canadian’’. 


Kersterman v. MCLellan (1883), 10 P.R. 122. 


Tae Canapian ApripcMENT, volume 10, Conflict of Laws, 
column 818. Action in Personam—Defendant Resident 
within Jurisdiction when Action Commenced. 


‘An action was brought in Saskatchewan on a judgment 
in personam obtained against defendants in the State of 
Michigan. It was established that when the action was 
brought in Michigan both defendants resided there, and 
one of them had appeared in the action. The other de- 
fendant had not appeared, but the Court found, on the 
evidence, that he had been duly served with process in 
Michigan. Hexp, the Court in Michigan had jurisdiction, 
in view of the fact that both defendants were resident in 
the jurisdiction when the action was brought. Carrick v. 
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Hancock, 12 TLR. 59, 11 Mews 510; Rousillon v. Rousil- 
lon, 14 Ch. D. 351, 49 L.J. Ch. 338, 11 Mews 504, referred 
to. 


Read v. Ferguson (1912), 3 W.W.R. 611, 22 
W.L.R. 751, 5 Sask. L.R. 405, 8 D.L.R. 737. 


Tar Canapiun ABRIDGMENT, volume 14. Courts, column 61. 
Territorial Jurisdiction—To Whom and What it At- 
taches. 


Per Irving, J.A.: ‘‘All jurisdiction is territorial. Terri- 
torial jurisdiction attaches with special exceptions upon all 
persons either permanently or temporarily resident within 
the territory while they are in it. It exists always as to 
land within the territory, and may be exercised over 
movables within the territory. And in question of status 
or succession governed by domicile, it may exist ‘as ‘to per- 
sons domiciled, or who when living were domiciled, within 
the territory. In a personal action, to which none of these 
causes of jurisdiction apply, a judgment is not recognized 
by international law (unless of course the defendant has 
submitted himself to the jurisdiction of the Court making 
such judgment). In those cases in which the courts of 
one country recognize the judgments of another country, 
the principle proceeded upon is this: That as the judg- 
ment of a (foreign) court of competent jurisdiction im- 
poses a duty or obligation on the defendant to pay the 
sum for which judgment is given, the (home) court will 
enforce it.’’ 


Pearson (Pearlman) v. G. W. Life Assur. Co. 
(1912), 2 W.W.R. 563, 21 W.LR. 557, 17 
B.C.R. 417, 4 D.L.R. 154 (CA). 
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Tae Canapian AprmcMent, volume 20, Foreign Judg- 
ments, columns 515 and 516. Foreign Judgments in 
Actions in Personam—Where Enforceable. 


Per Clute, J.: ‘Buckley, L. J., (in Emanuel v. Symon 
(1908), 1 K.B. 302, 77 L.J-K.B. 180, 11 Mews 517) * * * 
mentions the 5 cases in which the Courts of this country 
will enforce foreign judgments: (1) where the defendant 
is a subject of a foreign country in which the judgment 
has been obtained; (2) where he was resident in the 
foreign country when the action began; (3) where the 
defendant, in the character of plaintiff, has selected the 
forum in which he is afterwards sued; (4) where he has 
voluntarily appeared; and (5) where he has contracted 
to submit himself to the forum in which the judgment 
was obtained.” 


Metropolitan Trust & Savings Co. v. Osborne 
(1909), 14 O.W.R. 135, affirmed; 16 O.W.R. 
226, 1 O.W.N. 785 (C.A.). 


Michigan Jurisdiction 

The appellant contends that appellee is a citizen of the 
Staite of Michigan. Since the alleged cause of action arose 
in Michigan then appellant should be able to get service on 
the appellee by publication under Michigan Public Act No. 
228, of the Publie Acts of 1958. This Michigan Public ‘Act 
No. 228 is cited in full herein commencing on page 11. 
The Michigan Courts will certainly have jurisdiction over 
the subject matter of this action since it is a common law 
equity action and the State of Michigan is the situs of the 
alleged cause of action. 
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The appellant contends that appellee is a Citizen of 
Michigan and as stated in Milliken v. Meyer, 311 U.S. 457, 
61S. Ct. 339, 85 L. Ed. 278, 132 ‘A L.R. 1357, ‘‘the authority 
of a state over one of its citizens is not terminated by the 
mere fact of his absence from the state * * * The responsi- 
bilities of that citizenship arise out of the relationship to 
the state which domicile creates. That relationship is not 
dissolved by mere absence from the state.” It would ap 
pear from the foregoing that appellant clearly has a sec- 
ond forum in Michigan where appellee is amenable to 
process under the Michigan Statutes for an in personam 
action as based on the alleged Michigan citizenship. 


The Parties Are Non-Residents of the District of Columbia 


The doctrine of forum non conveniens has been applied 
in many instances where both of the parties are non-resi- 
dents of the forum in which the action was started. In 
the present case the appellant is a resident of Michigan 
and the appellee is a resident of Entrance, Canada. It is 
submitted that it is an imposition on the District Court to 
spend its time on a case which can be more easily tried and 
processed in either Michigan or Canada. In cases of the 
present type where both parties are non-residents con- 
siderations of the appropriateness of the forum for the 
trial of the case form an unusually prominent part in de- 
ciding whether the Court will take jurisdiction or refuse 
jurisdiction. 

One factor considered by the Courts in cases of this 
type is the availability of witnesses. This factor may have 
been considered by the District Court when it dismissed 
the case on its own motion on the ground of forum non 
conveniens. In the present case all of the appellant’s wit- 
nesses are in Michigan and all of the evidence to be ad- 
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duced by appellee is in Michigan and Canada. The Dis- 
trict Court forum is clearly a hardship forum for both 
parties. 


Another most important factor considered by the Courts 
in applying doctrine of forum non conveniens is the unfair- 
ness to the state’s own citizens. As stated in a Law Re- 
view article written by one Mr. Paxton Blair, entitled 
The Doctrine of Forum Non Conveniens In Anglo-Ameri- 
can Law, Volume 29, January 1929, No. 1, page 25, Colum- 
bia Law Review: 

‘“The most practical reason why there should be any 
discretionary power at all in the courts of a given 
jurisdiction to decline jurisdiction of a transitory ac- 
tion although all necessary parties are in courts, is 
founded upon the necessity that some means shall exist 
of protecting the citizens of the state from the burdens 
unjustifiably imposed upon them when imported con- 
troversies are allowed to proceed to trial. The burden 
is felt in two ways, in increased expenses of adminis- 
tration and in delays of justice. The former element 
has been stressed in several decisions. The latter ele- 
ment, however, is the more serious of the two and has 
been adverted to with great frequency.” 


The second element cited by Mr. Blair in the above 
quotation could become serious for the District Court of 
The District of Columbia if this Court ruled that 35 U.S.C. 
293 included actions for title to patents and the like, as 
contract actions affecting patents. The District Court of 
the District of Columbia would be flooded in the future 
with all kinds of transitory: actions affecting patents but 
which would not be actions arising out of the patent laws. 


The aforecited Law Review article cites many cases 
wherein one of the parties is from one country and the 
other party is from another and the doctrine of forum 
non conveniens has been applied. A review of this Law 
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Review article will clearly show that the doctrine of 
forum non conveniens is not limited to one country when 
it is applied and that one of the presupposed forums where 
the one party is amenable to process may be in a foreign 
country. 


The District Court may have had ‘the aforecited factors 
in mind when making its decision as well as other factors, 
some of which were cited in its opinion on page 58 of the 
Joint Appendix. In view of the foregoing reasons it is 
respectfully submitted that the District Court properly 
applied ‘the doctrine of forwm non conveniens in this case 
and that it did not abuse its discretion in dismissing the 
complaint on this ground. 


The appellee contends that if the Appeals Court believes 
the answers to appellee’s questions No. 1 and 2 to be both 
““No’’, then it will not have to go into the third question 


posed by appellee. 


QUESTION No. 3 
Whether, in view of appellee’s answer and counter- 
claim, the District Court erred in holding that it had 
local jurisdiction over che subject matter of this action 
and the parties under D. C. Code, 1951, Title 11, Sec- 
tion 306, since the District Court held that it did not 
have jurisdiction over the subject matter of this action 
under 28 U. S. C. 1338(a) or 35 UL. S. C. 293. 
The answer should be “yes”. 


The appellee contends that the counterclaim be filed in 
his answer to the complaint was a compulsory counter- 
claim because it arose from the same transaction or occur- 
rence from which the appellant’s alleged claim for title to 
patents arose, namely, appellee’s relationship with ap- 
pellant. During appellee’s relationship with appellant they 
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worked under the Appellant’s Exhibit ‘‘A” (J.-A. 6), 
the license agreement between the parties hereto which 
was supposed to govern their relationship as far as 
patents were concerned. Both parties worked under this 
license agreement while appellee was with appellant and 
appellant even worked for three months under this license 
agreement after discharging appellee by paying royalties 
thereunder. The counterclaim for both royalties and in- 
fringement grew out of the relationship between the 
parties just as much as appellant’s alleged action for title 
to the patents arose out of the relationship between the 
parties. Accordingly, appellee contends that the counter- 
claim was a compulsory counterclaim which depended on 
the cause of action set forth in the complaint for its juris- 
diction support. 


If the appellee’s counterclaim was not a compulsory 
counterclaim then it would have to stand on its own juris- 
diction as far as venure jurisdiction goes in view of the 
fact that the District Court ruled that it had no jurisdic 
tion over the subject matter of ‘the action set forth in 'the 
complaint. If the complaint were in effect stricken be- 
cause the Court had no jurisdiction under 28 U.S.C. 
1338(a) and 35 U.S.C. 293, then the counterclaim for in- 
fringement would have to set forth all of ithe requirements 
for proper venue as listed in 28 UJS.C. 1400, cited herein 
on page 14. That is, the counterclaim would have to allege 
that the appellant had committed acts of infringement 
within the District of Columbia and that appellant had a 
regular and established place of business. Since the 
counterclaim did not allege the necessary venue require- 
ments and since the pleadings are devoid of such require- 
ments, and, as an actual fact such requirements do not 
and never have existed the Court would not have proper 
venue jurisdiction over the counterclaim. 
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Furthermore, it is submitted that the counterclaim was 
logically related to the alleged claim for title since it 
arose from the same occurrence, namely, the relationship 
between the parties. The compulsory counterclaim device 
is only a means of bringing all logically related claims 
into a single litigation, through the penalty of precluding 
the later assertion of omitted claims. See Lesnik v. Public 
Industrial Corp., (C.C.A. 2), 144 F. (2d) 968. The word 
<“transaction”? as used in subdivision (a) of rule 13 may 
comprehend a series of many occurrences, depending not 
so much upon the immediateness of their connection as 
upon their logical relationship. See Lesnik v. Public In- 
dustrial Corp. As noted in Pennsylvania Ry. Co. v. 
MusantesPhillips, Inc., (D:C.-Cal.), 42 F. Supp. 340, sub- 
division (a) of rule 13 is mandatory and if a defendant 
does not plead any counterclaim which he has, arising out 
of the transaction or occurrence that is the subject matter 


of the opposing party’s claim, he will be precluded by the 
judgment from raising the same matter in an independent 
action, statutory or otherwise. 


In view of the foregoing statements concerning the 
operation of rule 13(a) of the Federal Rules of Civil Pro- 
cedure, cited herein on page 14, it is submitted that ap- 
pellee had to include his counterclaim because it was a 
compulsory counterclaim and was logically related to ap- 
pellant’s alleged claim for title to appellee’s patents and 
patent applications. Furthermore, if appellee did mot in- 
clude his counterclaim and depended on his judgment or 
guess that it was not a compulsory counterclaim and that 
it could be brought later, then appellee would be putting 
himself in a position where he would be precluded from 
raising the counterclaim in a later action if the Court 
would take jurisdiction of the first action. In.all fairness 
and under the circumstances wherein the appellee has not 
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been found in the District of Columbia but has been de- 
eoyed therein it would seem that the Court should take a 
liberal view of the appellee’s counterclaim and hold that 
it was logically related to the appellantt’s alleged claim for 
title to appellee’s patents and patent applications, and 
that therefore, it was a compulsory counterclaim and did 
not give the District Court jurisdiction over the appellee 
or the subject matter of this action. In view of the fore- 
going, it is submitted that the answer to the appellee’s 
third question should be ‘‘No’’. 


APPELLANT’S CONTENTIONS 


On page 5 of appellant’s brief appellant states that 
there is only one forum in the United States where ap- 
pellee is amenable to process. Appellee has pointed out 
under the discussion of his question No. 2 that there is a 
forum in Michigan and a forum in Canada where appellee 
is amenable to process. Furthermore, the doctrine of 
forum non conveneims is not bounded by the boundaries 
of a country and the forum in Canada alone would ade- 
quately support the District Court in the employment of 
the doctrine of forum non conventens in dismissing this 
case. 


Appellant’s contention as set forth on page 6 of its 
brief that it is problematical as to whether or not it could 
sue appellee in Canada is clearly erroneous as shown by 
the many Canadian cases cited hereinbefore and by the 
citation from the Judicature Act of the Province of Al- 
berta. Any Canadian judgment would be enforceable in 
the United States under the Comity between Nations and 
where the Canadian court had both jurisdiction over the 
subject matter and personal jurisdiction over the appellee 
which it would have under the present circumstances. 
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On page 8 of its brief, appellant states that there is 
no statutory provision for substituted service in Michigan 
and this statement is not true since Michigan does have a 
statute dealing with substituted service, namely the Public 
Act 228, of the Public Acts of 1958, and this Act is set 
forth on page 11 of this brief. The case of Stewart v. 
Eaton, 287 Michigan 466, 283 N.W. 646, is not exactly in 
point with the present case since the Stewart case involved 
residents of two different states, whereas in the instant 
case the appellant alleges that both the appellant and the 
appellee are citizens of the State of Michigan. A different 
question or approach to the due process issue is present 
in the instant case. 


On page 12 of its brief, appellant tries to make a dis- 
tinction between the term “‘original’’ jurisdiction in the 
first sentence of 28 U.S.C. 1338(a) and the term “‘ex- 
elusive” jurisdiction in the second sentence thereof. Ap- 


pellant then goes on to find a basis for jurisdiction of his 
title action under 35 U.S.C. 293 from this distinction. Ap- 
pellee contends that appellant’s strained distinction be- 
tween the first and second sentence of 28 U.S.C. 1338(a) 
is groundless. Section 1338(a) merely says that the Dis- 
trict Courts shall have ‘‘original and exclusive”’ jurisdic- 
tion in patent and copyright cases but that they shall 
have only ‘‘original’’ jurisdiction in trademark cases. The 
basis for this distinction is that a trade-mark is not a 
Government grant, and in this respect is not like a patent 
or a copyright. Rights in a mark are acquired by use and 
use must continue if the rights are to continue. Registra- 
tion is simply a recognition by the Government of the right 
of the owner to use the mark in commerce to distinguish 
his goods or services. See The New Trade-Mark Manual, 
by Daphne Robert, Copyright 1947, printed by The Bureau 
of National Affairs, Ine, Washington, D.C., page 10, 
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wherein the acquisition of rights to a trade-mark is dis- 
cussed, and, pages 192 and 193, wherein ‘‘Original’’ Juris- 
diction of the District Courts of actions arising under ‘the 
Trade-Mark Act is discussed, as follows: 


‘‘Whether Federal jurisdiction is exclusive, as in 
the case of actions for infringement of patents or 
copyrights, is doubtful. It probably is concurrent. 
The Judicial Code provides that the jurisdiction 
vested in the Courts of the United States in all cases 
arising under the patent or copyright laws shall be 
exclusive of the Courts of the several States; but not 
so in the case of the trade-mark laws.”’ 


‘The author cites the case of Oneida v. Oneida, 154 N.Y.S. 
391, 168 App. Div. 769, 3 T.M.R. 316, as a case wherein 
the Court held that in the absence of a provision in the 
Federal statutes specially excluding the State Courts from 
jurisdiction, the Federal and State Courts had: concurrent 


jurisdiction of cases arising under the Trade-Mark Act of 
1905, the current Act at that time. In view of the forego- 
ing it is submitted that appellant’s conclusion on page 13 
of its brief to the effect that the District Court had 
original jurisdiction of actions involving questions of title 
to patents is erroneous. 


On pages 14 and 15 of its brief, appellant makes much 
of an alleged difference between the terms ‘‘civil action” 
and ‘‘proceedings’’, and, between the terms ‘‘relating’’ 
and ‘‘affecting’’, as used in Section 1338(a) and Section 
293, respectively. It will suffice to say that appellee put 
these differences, if any, to rest in its Reply Brief to the 
Appellant’s resistance to the motion to dismiss, (on pages 
46, 47, 48 and 49 of the Joint Appendix). The appellee’s 
remarks on pages 46, 47, 48 and 49 of the Joint Appendix 
relative to these points are incorporated herein by refer- 
ence. 
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On pages 18, 19 and 20 of its brief, appellant makes 
much of the contract between the public and an inventor 
and then submits that an individual, the appellant, is the 
public. The appellant’s attempt ‘to cloak itself with the 
mantle of the ‘‘public” is an attempt to convince the 
Court that all common law equity actions, as well as all 
contract actions, involving a question relating to patents 
should be considered as ‘‘cases arising under the patent 
laws’? in complete disregard to all the well settled law on 
this point as set forth hereinbefore under the discussion 
of appellee’s first question. There is mo basis in law for 
appellant’s contentions regarding this point. 


The statutes setting forth the conditions for patent- 
ability, or the consideration on the part of an inventor 
to get a patent, are Title 35, United States Code, Sections 
101, 102 and 103, and these sections are set forth on pages 
9 and 10 of this brief. An inspection of these statutes does 
not show any liability to individuals once the conditions 
are met, that is, any liability to account to individuals for 
contracts affecting in some way patents or patent applica- 
tions. These patent statutes clearly are not definitive of 
any contract rights for individuals as against non-resi- 
dent. patentees. 


The case of Autogiro Company of America v. Kay 
Gyroplanes, Lid., 55 F. Supp. 919, which is cited by 
appellant as being analogous to the instant case was a 
‘‘ease arising under the patent laws’’, namely, 35 U.S.C. 
146 and only the Federal Courts had ‘‘original and ex- 
elusive” jurisdiction ‘thereover. Furthermore, it was not 
an action to determine title but to determine who was the 
first inventor of an invention and this element is one of 
the conditions set forth in the aforementioned sections 101, 
102 and 103 as a condition for patentability under the 
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contract between the inventor and the public. Further- 
more, there was an issue of validity present since an 
issued patent was involved, and, obviously, the Court would 
not have to bother with any question of title. The Court’s 
jurisdiction was based on what is now sections 146 and 
291 of the United States Code, Title 35. Both of these 
sections relate to cases involving interferences between 
patents and patent applications and the issue in such 
eases is not title but who is the first, original and true 
inventor of the invention involved and such an issue re- 
lates back to ‘the basic consideration for the patent since 
this is one of the conditions for patentability as set forth 
in sections 101, 102 and 103. 


CONCLUSION 


The District Court was correct in its holding that under 
28 U.S.C. 1338(a) Congress conferred upon the United 
States District Courts original jurisdiction of any civil 
action arising under any Act of Congress relating to 
patents and that this jurisdiction is limited to actions for 
infringement of patents and actions for declaratory judg- 
ments involving validity or infringement of patents, and 
that it does not extend to contracts or other matters mere- 
ly because the subject involved happens to be a patent. 


The District Court did not abuse its discretion when 
upon its own motion it invoked the doctrine of forum non 
conveniens and declined to accept jurisdiction of the 
cause after it had decided it had jurisdiction under the 
local jurisdiction as given to it by the District of Columbia 
Code, 1951, Title 11, Section 306, and the dismissal of this 
action should be affirmed. 
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If the Appeals Court decides that the answer to ap- 
pellee’s questions Nos. 1 and 2 should be ‘‘No’’ it will 
not have to go into or reach appellee’s question No. 3 
on whether or not appellee’s counterclaim was a compul- 
sory counterclaim or not. 


If the Appeals Court decides that the District Court did 
not have jurisdiction over the subject matter of this action 
under 55 U.S.C. 293, but that it abused its discretion by 
dismissing the action then appellee contends that the ap- 
pellee’s counterclaim was a compulsory counterclaim and 
that if the Court did not have jurisdiction over the sub- 
ject matter of the action set forth in the complaint then 
it also did not have jurisdiction over the compulsory 
counterclaim and the dismissal of the instant action should 
be affirmed on this ground. 


Respectfully submitted, 


Rosert G. Mentac, 
Attorney for Appellee, 
3437 Book Tower, 
Detroit 26, Michigan. 
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Ausert W. River, 
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W. REUEN FISHER, Village of Entrance, Alberta, Canada, 
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APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 


ee 


PETITION FOR REHEARING 


ee ann 


The appellee above named respectfully petitions this 
Honorable Court for a rehearing of the appeal in the above 
entitled cause, and in support of this petition represents to 
the court as follows: 


LACK OF JURISDICTION 


The Court erred in holding that the complaint sets forth 
allegations which bring this case within the equity juris- 
diction of the District Court under Section 11-306 of the 
D. C. Code, and that the District Court had obtained per- 
sonal jurisdiction over the Defendant-Appellee by his filing 
an answer and counter-claim for infringement and for 
royalties for the following reasons: 


1. The Appellee raised these jurisdictional points in the 
District Court in the motion which was the basis of this 
appeal and in this Court in questions No. 1 and 3, on pages 
17 and 39, respectively, of his Brief. 


2. The District Court held that the service by publica- 
tion under section 293 was ineffective, (J. A. 57) and that 
this case could not be brought within the categories of Fed- 
eral jurisdiction based on diversity of citizenship, or that 
founded on the patent laws (J. A. 58). The District Court 
then erred, and this Court affirmed such error, when it held 
that it had jurisdiction over the subject matter under its 
general jurisdiction granted by section 306, Title 11, D. C. 
Code, (J. A. 58) and that it had personal jurisdiction over 
Appellee by the filing of his counter-claims for infringe- 
ment and royalties. The recasting of the complaint by the 
Court, to insert the jurisdictional basis of section 11-306, 
does not add the jurisdiction which must have been present 
when the suit was commenced because section 11-306 is 
limited by section 308, Title 11, D. C. Code which states: 


“‘No action or suit shall be brought in the Dis- 
trict Court of the United States of the District of 
Columbia by original process against any person 
who shall not be an inhabitant of, or found within, 
the District.” (Emphasis added.) 
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The Appellee was neither an inhabitant of, or found with- 
in, the District of Columbia when this cause was brought 
by original process. The defendant’s counter-claims came 
after the suit was brought. Consequently, plaintiff did not 
have the right to sue in the District of Columbia and the 
Court did not have jurisdiction of the action, independently 
of the wishes of the defendant. Under these circumstances 
it wes not possible for defendant-appellee to waive his 
personal jurisdiction. This Court can take judicial notice 
of section 11-308. See Hoffman v. Blaski, decided June 13, 
1960, reported in Advance sheets of the United States 
Supreme Court Reports, 4 L. ed. 2d 1254, 80 S. Ct. —, 
‘affirming Seventh Circuit Court in the case of Blaski v. 
Hoffman, reported at 200 F. 2d 317. As stated by the 
Court in the last cited case, at 200 F. 2d 321, 


“No court, so far as we are aware, in an action 


for patent infringement or any other, acquires juris- 
diction either of the subject matter or of the par- 
ties until the action is properly brought in such 
court.”” 


The present case was not properly brought in the District 
Court and the District Court did not acquire jurisdiction 
over either the subject matter or the parties. Accordingly, 
it is submitted that this case should be dismissed. 


3. If the Court still believes this suit was properly 
brought then the recasting of the complaint by the District 
Court to include the invoking of section 11-306 would cre- 
ate a retroactive waiver, on the part of the Appellee. Such 
‘doctrine has been disapproved by the Supreme Court in 
affirming the Blaski v. Hoffman case since this doctrine 
was discussed in that case relative to Section 1404(a), 28 
U.S. C. at page 323, 260 Fed. 2nd 317. The complaint did 
not invoke the District Court’s jurisdiction under section 
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11-306 and Appellee had no notice or chance to be heard, 
by motion relative thereto, before filing his answer and 
counterclaims. Accordingly, to permit the District Court 
_to read into the complaint section 11-306 at this late date 
would raise a question of violation of constitutional due 
Process as to whether or not the Appellee’s constitutional 
rights were violated by this procedure. The fundamental 
requisite of due process of law is the opportunity to be 
heard. See Grannis v. Ordean, 234 U. S. 383, 58 L. ed. 1363. 


4. Jurisdiction cannot rest on any ground that is not 
affirmatively and distinctly set forth in the complaint. 
The question of the Court’s jurisdiction is determined in 
view of the jurisdiction invoked by the complaint regard- 
less of questions that may have been brought into the suit 
by the answer or in the course of the subsequent proceed- 
‘ings. See Shulthis v. McDougal, 225 U. S. 559, 56 L. ed. 


1205. The point that the jurisdiction invoked must be de- 
termined from the face of the complaint was raised by the 
Appellee previously (J. A. 28 and 45, and page 20 of Ap- 
pellee’s Brief). Section 11-306 does not appear in the 
Appellant’s complaint. 


5. The District Court did not obtain personal jurisdic- 
tion over Appellee by the filing of the counterclaims re- 
gardless of whether or not it had jurisdiction over the 
subject matter under section 11-306. The counterclaims 
were compulsory and the District Court was in error in 
holding them to be permissive. The counterclaims were 
filed under F. R. C. P. 13(2) and they were mandatory and 
when filed they did not act to waive Appellee’s jurisdic- 
tional rights. The Federal Rules of Civil Procedure can- 
not be used to extend Federal jurisdiction or venue. See 
Rule 82 and Lesnik v. Public Industrial Corporation, 144 
Fed. 2nd 968; Baltimore € O. R. Co. v. Thompson, 80 F. 
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Supp. 570; Bors v. Preston, 111 U. S. 252, 28 L. ed. 419; 
and Taylor v. Anderson, 234 U.S. 58 L. ed. 1218. The cases 
cited by this Court on counterclaims and personal jurisdic- 
tion were not in point because the actions were all properly 
brought in those cases. 


6. The Appellee’s counterclaims arose out of the same 
transaction which is the subject matter of this suit so as to 
make them compulsory under Rule 13(a). The transactions 
upon which the Plaintiff bases its case is the development, 
manufacture and sale, using the Plaintiff’s tools, funds and 
resources, of the articles covered by the patents in issue 
and it is these same transactions that the Defendant would 
rely on for his counterclaims for royalties and infringe- 
ment. Consequently, the District Court was clearly in 
error in holding the counterclaims permissive instead of 
mandatory. 


This is clearer when it is realized that if the Appellant 
would prove its claim the Appellee’s counterclaims would 
vanish because he would no longer have the title to the 
patents he counterclaimed on. On the other hand, if Ap- 
pellee wins the case and keeps title to the patents the 
Appellant will be released from the counterclaims if they 
are not pleaded as compelled by Rule 13(a). See King 
v. Edward B. Marks Music Corporation, 56 Fed Supp. 
446; and, Moore v. New York Cotton Exchange, 270 U. S. 
593, 70 L. ed. 750. 


7. It is the general rule that a court cannot entertain 
a counter claim if an original action upon the same grounds 
could not be maintained in that forum. See Pennsylvania 
R. Co. v. Musante-Phillips Inc., 42 F. Supp. 340. The Ap- 
pellee’s counterclaim for royalties could not have been 
maintained in the District Court under section 11-306 be- 
cause of section 11-308 since Plaintiff was an inhabitant 
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of Michigan and would not have been found in the District 
of Columbia if Appellee had brought suit originally. The 
infringement counterclaim also could not have been brought 
because of lack of venue requirements of Section 1400(b) 
of 28 U. S. C. See Fourco Glass Co. v. Trans-Products 
Corp., 335 U. S. 222, 1 L. ed. 2nd 786. Accordingly, the 
only way Appellee could maintain his counterclaims is on 
the basis of a compulsory counterclaim under Rule 13(a). 


In view of the foregoing reasons, it is submitted that the 
District Court did not obtain jurisdiction over the subject 
matter of this action and the person of Appellee and this 
cause should be dismissed. 


FORUM NON CONVENIENS 


This Court erred in reversing the District Court on the 
matter of forum non conveniens. This Court held that 
there was no “clear choice” between Canada and Michigan 
for another forum where Appellee would be amenable to 
process. The Supreme Court did not say anything about 
@ requirement of a ‘‘clear choice” in the case of Gulf Oil 
Corp. v. Gilbert, 330 U. S. 501, 508. This doctrine merely 
requires at least two forums. There is a clear choice of 
another forum in the present circumstances. As set out on 
page 13 of Appellee’s Brief, the last line, the Canadian 
Court SHALL give relief to the plaintiff under the Re- 
vised Statutes of Alberta. Also, the Canadian law does 
not discriminate against foreign plaintiffs because said 
Statutes merely states “a plaintiff” without any limitation. 
The Appellant has a ‘‘clear choice” of another forum in 
Canada. 
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The Court states in its opinion that “insofar as we are 
advised, jurisdiction over the appellee cannot be obtained 
in Michigan.” In this case the Court undoubtedly over- 
looked a very important part of the Appellee’s Brief. On 
pages 12 and 13 of said Brief, the Michigan statute for 
serving non-residents is set forth. As provided by this 
statute, service on & non-resident of the state may be 
effected. As pointed out to the Court by Appellee on page 
37 of his Brief, service could be made under this non-resi- 
dent service statute on a Michigan citizen without violating 
due process in accordance with the rule of Milliken v. 
Meyer, 311 U. S. 457, 85 L. ed. 287. ‘There is a clear choice 
of another forum in Michigan. The Michigan case of 
Stewart v. Eaton, 287 Mich. 466, did not involve service on 
an absent Michigan citizen but did involve service on @ 
person not living in Michigan who was also a citizen of 
another state. 


Furthermore, in the case of Stewart v. Eaton and in the 
Callaghan’s Michigan Pleading and Practice citation there 
was no attempt made to operate under this service statute 
by the filing of a proper affidavit and the entry of an 
order pursuant thereto to obtain service on a Michigan citi- 
zen. It is thus seen that the suit may be brought in Michi- 
gan and since both parties are citizens of Michigan this 
forum would be the most convenient forum. 


In view of the foregoing it is submitted that the Court 
erred in reversing the District Court. 


ROBERT G. MENTAG, 
Attorney for Appellee. 


ALBERT W. RINEHART, 
Of Counsel. 


CERTIFICATE OF COUNSEL 


State of Michigan, 
County of Wayne—ss. 


Robert G. Mentag, being first duly sworn, on oath cer- 
tifies and says: That he is one of the attorneys for appel- 
lant in this cause; that he makes this certificate in com- 
pliance with Rule 26 of the rules of this court; that in his 
judgment the within and foregoing petition for rehearing 
is well founded and is not interposed for delay. 


/s/ Robert G. Mentag. 


Subscribed and sworn to before me at Detroit, Michigan, 
this 23rd day of November, 1960. 


/s/ Charlotte H. Cichowski, 
Notary Public in and for Wayne County, 
Michigan. 
My Commission expires: July 20, 1962. 
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Nort Brancx Propvucrs, Inc., a Michigan Corporation, of 
Millington, Michigan, Appellant, 


Vv. 


W. Reven Fisuer, Village of Entrance, Alberta, 
Canada, Appellee. 
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District of Columbia 


REPLY BRIEF FOR PLAINTIFF-APPELLANT NORTH 
BRANCH PRODUCTS, INC. 


Appellant, Norra Brancs Propucts, Ixc., wishes to reply 
to the major arguments set up in the Brief of Appellee, 
W. Reven Fisner. For convenient reference, we will fol- 
low the order of presentation in the Counter-Statement of 
Questions set forth in Appellee’s Brief, pages i-ii. 


I. 


DEFENDANT-APPELLEE’S COUNTER-STATEMENT 
OF THE CASE 


Attention is directed to the fact that Appellee’s Counter- 
Statement of the Case, beginning at page 2 of the Brief 
and extending to page 8, does not conform to Paragraph 
(5) of subdivision (b) of Rule 17 of this Court. This 
section of the rule calls for a concise statement of the case 
containing the facts material to the questions presented, 
with references to the pages of the joint appendix. 


Most of the facts set forth in the Counter-Statement are 
not taken from the joint appendix but from carefully 
selected portions of a series of discovery depositions taken 
by the parties. These facts are irrelevant and immaterial 
to the questions presented upon this appeal from an Order 
of the District Court dismissing the action on its own 
motion by invoking the doctrine of forum non conveniens 
and ought, therefore, to be disregarded. Any attempt by 
one party to set up in detail a claimed set of facts before 
actual trial of the case is manifestly unfair and paragraph 
(5) of subdivision (b) of Rule 17 of this Court properly 
denies this right. 


ARGUMENT 
QUESTION NO. 1 


Did the District Court err in holding that the Dis- 
trict Court for the District of Columbia lacks juris- 
diction over the subject matter of this action to 
adjudicate title to patents under Title 35 U.S. C. 
293 as a civil action arising under an Act of Con- 
gress relating to patents, within the scope of Title 
28 U. S. C. 1338 (a), which grants ‘‘Original Juris- 
diction of any Civil Action Arising Under an Act 
of Congress Relating to Patents, Copyrights, and 
Trademarks’’? 


(This is a paraphrase of Appellee’s Question No. 
1 discussed beginning at page 17 of his Brief and 
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also of Appellant’s Question No. II in the main 
Brief where it is discussed beginning at page 12). 


Construction of Title 35 U. S. C. 293, which was included 
in the United States Patent Laws by enactment of Con- 
gress in 1952, is a matter of first impression in this case. 
Unfortunately there is no real legislative history to aid 
the Court in construing this new section, which is an Act 
of Congress relating to a patent or patents of a non-resident 
patentee who has not filed in the Patent Office a written 
designation of the name and address of a person residing 
within the United States on whom may be served process 
or notice of proceedings affecting the patent or rights there- 
under and expressly providing both for service of process 
on such a patentee and that the District Court for the Dis- 
trict of Columbia shall have the same jurisdiction respect- 
ing the patent or rights thereunder that it would have if 
the patentee were personally within the jurisdiction of 
the Court. 


Appellant contends that the language of the new section 
should be interpreted to grant the District Court for the 
District of Columbia jurisdiction over any civil action 
affecting a patent or rights thereunder, including an action 
to determine the title to patents, where the patentee is a 
non-resident of the United States and has failed to desig- 
nate an agent upon whom service can be made within the 
United States. Appellee, on the other hand, contends that 
the new section should be construed to limit its application 
to cases involving the validity of patents or patent in- 
fringement. 


We have fully discussed the views of Plaintiff-Appellant 
on this subject in the Memorandum filed with the District 
Court which may be found in the joint appendix beginning 
at page 37 and also in Appellant’s main Brief. With re- 
spect to the construction of Title 35, U. S. C. 293, Appellant 
has nothing further to offer which we feel would be of aid 
to the Court. 
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QUESTION NO. 2 


Did the District Court abuse its discretion in dis- 
missing this action on the ground of forum non 
conveniens? 

(This is a paraphrase of Appellee’s Question No. 
2 discussed beginning at page 29 of his Brief.) 


Appellee contends, beginning at page 29 of his Brief, that 
there are three forums available to hear and determine 
this ease. 


(1) The District Court of the District of Columbia; 


(2) The District Court in the Province of Alberta, 
Canada nearest the residence of the Appellee; 


(3) The Michigan State Court in the county where this 
cause of action arose. 


District of Columbia Jurisdiction 
Appellee concedes without equivocation that this Court 


has jurisdiction of both the subject matter and the parties 
under the District of Columbia Code, 1951, Title 11, Section 
306. At page 37 of his Brief, Appellee suggests, however, 
that a compelling reason for application of the doctrine of 
forum non conveniens is that both parties are non-residents 
of the District of Columbia. The rationale of this argu- 
ment is that the acceptance of suits between non-residents 
imposes additional expense upon the citizens of the District 
and might result in delay of justice to them in their own 
controversies. Appellee suggests, however, that this is but 
one element of many to be considered by any Court in 
applying this admittedly harsh doctrine. The sole authority 
relied on by Counsel in support of this proposition is a 
small quote from page 25 of an article by Mr. Paxton Blair 
in the Columbia Law Review, Volume 29 for January, 1929. 


Casual perusal of this Law Review article shows that it 
was written by Mr. Blair principally to suggest the use of 
the doctrine of forum non conveniens by the New York 
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State Courts as a means of keeping out damage suits by 
non-residents of New York obviously brought there in the 
hope of a higher verdict than could be obtained at home. 


Even in this Law Review article of thirty years ago, the 
author suggests extreme caution on the part of the Courts 
in invoking this harsh doctrine. At page 2 of the article, 
Mr. Blair quotes from Gloag & Henderson, Introduction to 
the Law of Scotland, (1927) as follows in discussing this 
element of inconvenience to the Court or the litigant raising 
the of forum non conveniens: 


. The inconvenience, then, must amount to actual 
hardship and this must be regarded as a condition sina 
qua non of success in putting forth a defense of forum 
non conveniens. For the general rule is that a Court 
possessing jurisdiction must exercise it unless the rea- 
sons to the contrary are clear and cogent.’’ 


Manifestly, there is no hardship involved to Defendant 
Fisuer because he has filed a Counterclaim for alleged in- 


.fringement of the patents involved and thereby concedes 
that all of the issues involved in this controversy can be 
determined by the District Court for the District of Co- 
lumbia in this one case. On the other hand, any incon- 
venience to the citizens of the District of Columbia or its 
District Court is unavoidable if Plaintiff-Appellant is to 
have.its day in Court. 


Canadian Jurisdiction 


At page 13 of his Brief, Appellee has set out Section 32 
of the Revised Statutes of Alberta, 1955, a portion of the 
Judicature Act of that Canadian Province, and argues from 
this that a Canadian Court would have such jurisdiction as 
to provide a second forum and, therefore, permit the doc- 
trine of forum non conveniens to be invoked in this case. 


First of all, the Statute cited does not in express lan- 
guage set forth who, in fact, may bring the actions in law 
and equity referred to in the Supreme Court. Secondly, the 


6 


Statute itself does not spell out the relief which could be 
given ‘‘by the High Court of Justice in England in a suit 
or proceeding for the same or a like purpose’’. 


Indeed, Appellee’s entire Brief is silent as to the actual 
relief which could be granted by a Canadian Court in this 
action to determine the title to American patents and patent 
applications which Counsel for Appellee has repeatedly 
labeled as a common law equity action in personam, (see 
page 21 of Appellee’s Brief) and the District Judge in his 
opinion also described as ‘‘a suit in equity in personam to 
adjudicate title to patents’’, (J. A. 58) 


This Court’s attention is directed to the fact that, while 
Appellee has relied on a portion of the Canadian Judicature 
Act which became effective in 1955 (at page 13 of his Brief), 
to support the proposition that there is a second forum in 
Canada, the most recent of the Canadian cases from the 
Canadian Digest set out beginning at page 31 of the Brief, 
were adjudicated in the year 1912. 


In appraising the applicability of the Canadian law cited 
by Appellee, we specifically refer to the case of Metropolitan 
Trust and Savings Co. v. Osborne (1909), 14 OWR 135. 
(Page 36, Appellee’s Brief.) This decision on its face 
refers to the five different categories of cases in which 
Canadian Courts at that time (1909) would enforce foreign 
judgments. This, of course, begs the whole question in the 
instant case which is simply whether an American Court 
would enforce a Canadian judgment with respect to the title 
to American patents assuming that the Canadian Court 
did, in fact, agree to hear the case between a foreign cor- 
poration and an alien resident. A partial answer to this 
question is given by the Canadian case of Pearson v. G. W. 
Life Assur. Co., referred to at page 35 of Appellee’s Brief. 
In discussing judgments of another country, the principle 
proceeded upon is this: ‘‘That as the judgment of a (for- 
eign) Court of competent jurisdiction imposes a duty or 
obligation on the Defendant to pay the sum for which judg- 
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ment is given, the (home) Court will enforce it.’’ In other 
words, if we assume for purposes of discussion that a 
Canadian Court would, in fact, render a judgment in this 
equity action in personam to determine title to American 
patents, enforcement of the Canadian judgment would re- 
quire a second suit in an United States Court where De- 
fendant could obviously avoid service. 


Appellant earnestly contends that the cases referred to 
from the Canadian Digest at pages 31-36 of Appellee’s 
Brief are not, in fact, applicable to the instant case. As 
previously stated, the most recent Canadian cases cited 
were decided in the year 1912 which is 48 years ago, 
although presumably Appellee has referred to them in sup- 
port of his contention that a Canadian Court could adjudi- 
cate this case on authority of the Canadian Statute set 
forth at page 13 of his Brief, which was passed in 1955! 
There is not even any pretense that the cases cited are 
comparable on their facts to the case at bar. All of them 
are taken from the original Canadian Abridgement, a digest 
of Canadian decisions from the beginning of law reporting 
in Canada down to the end of 1935. In an effort to assist 
this Court, Counsel for Appellant have researched The 
Canadian Abridgement Consolidation, published in 1956 by 
Burroughs & Company, Eastern L & D of Toronto, Canada, 
which covers all Canadian cases on any topic reported dur- 
ing the years 1936 to 1955, without finding any later cases 
remotely similar in the facts to the case before this Court. 


Comity 


Without citation of authority, Appelle blandly concludes 
at page 42 of his Brief, ‘‘Any Canadian judgment would be 
enforceable in the United States under the Comity between 
nations.’? This sweeping statement recognizes that the 
enforcement of any Canadian judgment would require a 
second action in the United States based on this foreign 
judgment. This is perhaps the strongest argument against 
the assumption that the Canadian Courts would afford a 
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forum for the adjudication of the instant case which can 
be recognized as such within the confines of the doctrine of 
forum non conveniens. Obviously Appellee could prevent 
any action in a Court of the United States to enforce a 
Canadian judgment by remaining in Canada and avoiding 
service. We submit that this fact supports the justice and 
logie of Appellant’s contention that Congress intended to 
cover this type of case involving a patentee residing outside 
the United States when it passed Title 35, Section 293, in 
1952 to provide jurisdiction in the District Court for the 
District of Columbia for an ‘‘action’’ or ‘‘proceedings”’ 
‘“taffecting”’ or ‘‘respecting’’ the ‘‘patent or rights there- 
under’’. 


Michigan Jurisdiction 


Beginning at page 36 of his Brief, Appellee asserts that 
the Michigan State Courts have jurisdiction over both the 
subject matter and the parties of this action although Mr. 
Fisher on his own admission has chosen to reside in the 


Province of Alberta, Canada, since January of 1946, while 
retaining United States citizenship. (Page 3, Counter- 
Statement of Facts) At page 37, Counsel for Appellee 
states, ‘‘Appellant clearly has a second forum in Michigan 
where appellee is amenable to process under the Michigan 
Statutes for an in personam action based on the alleged 
Michigan citizenship.’’ 


The Michigan Statute referred to is Public Act No. 228 
of the Public Acts of 1958, and is set out verbatim at pages 
11, 12, and 13 of Appellee’s Brief. Sections 6 and 46 of 
this Act provide for service by publication in Chancery 
eases and suits at law where Defendant resides out of the 
state. That Act 228 cannot apply to this case is apparent 
upon its face because the Statute became effective May 28, 
1958, and this suit was filed on April 18, 1958. However, 
we concede that Michigan as well as many other states has 
had a similar Statute providing for service by publication 
in certain circumstances where the Defendant resides out- 
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side of the State. In Michigan, this earlier Statute may 
be found in Michigan Statutes Annotated Section 27.776. 
The whole point is that while such Statutes provide a venue 
in the particular state, they do not give the Court jurisdic- 
tion to impose an enforceable in personam judgment unless 
Defendant voluntarily enters an appearance in the cause 
or unless Defendant has property within the State upon 
which the Court can act. 


In discussing the Michigan Statute authorizing service 
by publication on non-residents, the standard work on 
Michigan practice (Callaghan’s Michigan Pleading and 
Practice, Volume 1, Section 16:85, page 463) has this to 
say: 


‘‘The reference to filing of a ‘bill’ in the statute (P.A. 
288 of 1958, Sec. 46 or M.S.A. 27.776 Sec. 46) author- 
izing service by publication would seem, quite clearly, 
to limit its application to proceedings in equity, and it 
seems that, historically, the only basis for process by 
notice of suit in some manner other than by personal 
service rests on scattered equity precedents. There is 
enough doubt about the common-law background to re- 
quire that rules and statutes with respect to service 
by publication be strictly complied with. A personal 
judgment against a nonresident defendant cannot be 
obtained in this manner, but only an adjudication in 
rem.’’ (Italics supplied) 


This generally-accepted rule of law is summarized in 
72 C.J.S. Process, Section 55, Service by Publication, as 
follows: 


“Statutes providing for service of process by publica- 
tion, where personal service cannot be had, and where 
such parties have property within the borders of the 
state have very generally been sustained when assailed 
on constitutional grounds. Nevertheless, the states are 
without power to enact legislation which authorizes a 
personal judgment against a non-resident defendant 
on service of process by publication.’’ (Italics sup- 
plied) 
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The reasoning behind this proposition of law is devel- 
oped in 14 A.J., Courts, Section 188: 


‘‘ Jurisdiction over a nonresident for purposes of per- 
sonal adjudication against him can only be acquired by 
service of process on him, or his authorized agent 
within the state or by his voluntary appearance in 
person or by attorney. Where the entire object of the 
action is to determine the personal rights and obliga- 
tions of the defendant—that is, where the suit is merely 
in personam—constructive service on a nonresident is 
ineffectual for any purpose. Process from the tribu- 
nals of one state cannot run into another state and 
summon parties there domiciled to leave its territory 
and respond to proceedings against them. Accordingly, 
the rule is that jurisdiction cannot be acquired of a 
nonresident by service by publication or by personal 
service of process beyond the limits of the state. Fur- 
thermore, a special appearance for the purpose of ob- 
jecting to the jurisdiction of the court cannot confer 
upon that court jurisdiction to pass on the merits of 
the case. A court may have jurisdiction over property 
situated within its jurisdiction, so as to authorize a 
seizure and sale of such property according to law, 
but the exercise of such authority does not draw to it 
jurisdiction over the person of the owner residing in 
another state. No adequate protection can be afforded 
to persons residing outside the state where the judg- 
pe is rendered, without the adoption of this prin- 
ciple. 


In the original Brief of Appellant at pages 8 and 9, ref- 
erence was made to the Michigan case of Stewart v. Eaton, 
287 Michigan 406 (1939), 283 N.W. 646, to demonstrate 
that Michigan has assiduously adhered to this requirement 
of personal service to obtain a personal judgment against 
a nonresident defendant. At page 43 of his Brief, Appellee 
suggests that Stewart v. Eaton doesn’t apply to the facts 
in our instant case because here both parties are citizens 
of Michigan. This is superficial reasoning because, while 
Appellee Fisher may be a citizen of Michigan, he is not a 
resident of Michigan and cannot be personally served in 
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that state. As late as 1956 in the case of Associated Truck 
Lines v. Baer, 346 Michigan 106 (77 N.W. 2d 384) the Mich- 
igan Supreme Court reaffirmed its position on this matter 
of service by publication. 


At page 115 of the Michigan Report of this case, the 
Court said in referring to the Michigan Statute providing 
for service by publication: 


“In view of the mentioned statutory provisions, it 
must be held that this suit for specific performance of 
a binding agreement to sell real estate, brought into 
being by plaintiff’s exercise of the option (see Bren- 
ner v. Duncan, supra; Gipson v. Hester, 310 Michigan 
378; LeBarron Homes, Inc. v. Pontiac Housing Fund, 
Inc., 319 Michigan 310) and thereupon ripening into 
an interest in land, sufficiently partakes of the nature 
of a proceeding in rem or quasi in rem, as affecting 
title to real estate, that, with respect to the latter only, 
the court acquired, by substituted service of process, 
the jurisdiction necessary to the decree. See 93 A.L.R. 
621, supplemented by annotation at 173 A.L.R. 985; 
Garfein v. McInnis, 248 N.Y. 261 (162 N.E. 73); Light 
v. Doolittle, 77 Ind. App. 187 (133 N.E. 413); MeVoy 
v. Baumann, 93 N.J. Eq. 360 (177 A. 717); Bush v. 
Aldrich, 110 S.C. 491 (96 S.E. 922); Hawkins v. Doe, 
60 Or. 437 (119 P. 754, Ann. Cas. 1914 A, 765); and 
language in Stewart v. Eaton, 287 Michigan 466, 478 
(120 A.L.R. 1354), where this Court said: 


‘There is no question but that a State, through its 
courts, may proceed to a final decree respecting the 
ownership of lands within its limits upon constructive 
notice to defendants who reside beyond the reach of 


process.’ ”’ 


This Is an Action In Personam 


At this point, we re-emphasize that Appellee concedes 
and the District Judge actually held in his opinion (J.A. 
58) that this case is a ‘‘suit in equity 7 personam to 
adjudicate title to patents’. It follows then that to ac- 
quire jurisdiction any Michigan Court would require per- 
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sonal service on the Defendant within its territorial limits 
unless mere issuance of the patents to Defendant-Appellee 
created a property interest within the State of Michigan 
with respect to which the Michigan Court could acquire 
in rem or quasi in rem jurisdiction. 


Patent—Incorporeal Personal Property 


Even casual consideration of the nature of the property 
interest created by issuance of letters patent eliminates the 
possibility of any Michigan Court acquiring in rem or 
quasi in rem jurisdiction. The rights created by issuance 
of a patent are incorporeal personal property. 


The editors of American Jurisprudence put it this way. 
40 A.J., Patents, 4, p. 534: 


“The right or privilege which is conferred upon the 
inventor by letters patent is considered to be property 
of the kind which is described as being incorporeal 
personal property. . . . It is generally held, accord- 


ingly, that the situs of letters patent follows the per- 
son of the owner and ordinarily is at his place of resi- 
dence. No Court is authorized to assume jurisdiction 
over patent rights in a state in which the owner does 
not reside and where jurisdiction is not acquired over 
him except by service of process on him beyond the 
state.”’ 


Hildreth v. Thibodeau, 186 Mass. 83, 71 N.E. 111, decided 
by the Supreme Court of Massachusetts in 1904, appears 
to be a leading case on this proposition of law. In this 
case, a bill in equity was brought to obtain possession and 
legal control of a United States patent issued upon an in- 
vention of Defendant Charles Thibodeau to his wife, De- 
fendant Katherine Thibodeau, and assigned by her before 
commencement of the suit to Defendants Duff and Kitz- 
miller, who were residents of Pennsylvania and were served 
only by delivery of a copy of the bill and order of notice at 
their place of residence in that state. 
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At page 111 of the Northeastern Report, the Court said: 


“It is plain that, as against them, (Duff and Kitzmil- 
ler) the Court acquired no jurisdiction to proceed in 
personam. Merrill v. Beckworth, 163 Mass. 503, 40 
N.E. 855; Elliot v. McCormick, 144 Mass. 10, 10 N.E. 
705; Pennoyer v. Neff, 95 U.S. 714, 24 L. Ed. 565; 
Freeman v. Alderson, 119 U.S. 185, 7 Sup. Ct. 165, 
30 L. Ed. 372. It appears by the report that the plain- 
tiff did not desire to have the bill retained for an as- 
sessment of damages against the Defendants, Charles 
Thibodeau and Katharine M. Thibodeau. The Court 
was, therefore, left without jurisdiction to give him 
any relief for which he asked, unless it had jurisdic- 
tion over the property, such as it could proceed in rem, 
in the absence of the holders of the title to the patent. 
But letters patent of the United States are not visible 
tangible property which has of itself a local character, 
and of which the Court can take jurisdiction apart 
from the apparent ownership of it. So far as such 
property has any situs, it follows the person of its 
owner, and ordinarily belongs at his place of residence. 


From its peculiar character, it is property, in a sense, 
in all parts of the United States. But this would not 
justify an assumption of jurisdiction over it by a Court 
of a State in which its owner is not a resident, and 
where no jurisdiction is acquired over him.”’ 


At page 37 of his Brief, Appellee suggests that because 
both Plaintiff-Appellant and Defendant-Appellee are citi- 
zens of Michigan, the rationale of the Hildreth Case does 
not apply; and the authority of the Michigan Courts is not 
terminated by reason of Fisher’s absence from the state. 
To support this suggestion, Appellee cites Milliken v. 
Meyer, 311 U.S. 457, 61 S. Ct. 339, 85 L. Ed. 278, 132 A.L.R. 
1357. Analysis of the Milliken Case discloses that it dealt 
solely with interpretation of a specific Wyoming Statute 
providing for substituted service and further that the con- 
troversy arose out of various interests in oil leases. In 
other words, the Milliken decision has no application to an 
equity suit in personam to determine title to patents. 
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Summary—Forum Non Conveniens 


Appellant, therefore, reaffirms the position taken in its 
principal Brief that there is, in fact, only one forum in 
which this case can be adjudicated and that is in the Dis- 
trict Court for the District of Columbia. While a Canadian 
Court might assume jurisdiction of the cause as a matter 
of grace, it clearly would not be bound to do so by any 
principles of comity. The many arguments propounded 
by Appellee against the District Court for the District of 
Columbia assuming jurisdiction could be even more strongly 
urged by a Canadian Court in an equity action between two 
alien parties to determine title to United States patents. 
Moreover, if it is assumed for the sake of discussion that a 
Canadian Court would take jurisdiction, any judgment ren- 
dered would have to be sued upon in some United States 
Court to make it effective. The Appellee could readily 
prevent the entry of such a judgment by the simple expedi- 
ent of remaining in Canada. 


As pointed out above, the Michigan Courts are equally 
impotent to afford Appellant any relief as long as Appellee 
continues to reside in Canada. The incorporeal character 
of patent rights prevents a judgment in rem by a Michigan 
Court while Appellee’s foreign residence just as effectively 
prevents a judgment in personam. 


Appellant therefore urges again that it was an abuse of 
discretion on the facts and circumstances presented by this 
case for the District Court to dismiss on grounds of forum 
non conveniens and thereby make it impossible as a prac- 
tical matter for appellee to obtain an effective adjudica- 
tion of its rights in any Court. The U.S. Supreme Court 
said in the leading case of Gulf Oil Co. v. Gilbert, 330 U.S. 
501, 91 L. Ed. 1055: 


“It is often said that the plaintiff may not by the 
choice of an inconvenient forum, ‘vex’, ‘harass’, or 
‘oppress’ the defendant by inflicting upon him expense 
or trouble not necessary to his own right to pursue 
his remedy. But unless the balance is strongly in 
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favor of the defendant, the plaintiff’s choice of forum 
should rarely be disturbed.’ 


The record in this case demonstrates no attempt on the 
part of Plaintiff-Appellant, Norra Brancu Propvcts, Ixc., 
to vex, harass, or oppress the Defendant-Appellee, W. 
Reven FisHer. On the contrary, by filing a voluntary 
Counterclaim for infringement, the Appellee ratified and 
confirmed Appellant’s judgment that the District Court 
for the District of Columbia is the only tribunal where all 
of the various issues can be resolved as a matter of right. 


We strongly urge that the cases discussed in Appellant’s 
principal Brief and particularly in this Reply Brief with 
respect to the lack of jurisdiction in the Canadian and 
Michigan Courts effectively support Appellant’s contention 
that Congress intended to extend the jurisdiction of the 
District Court for the District of Columbia to adjudicate 
any type of civil action relating to patents when it enacted 
Title 35 U.S.C. Section 293 to provide for service on pat- 
entees who choose to reside outside the territorial limits of 
the United States. 


This construction of Section 293 is consistent with the 
fact that a patent is by nature a form of incorporeal per- 
sonal property created solely by authority of the United 
Stats Congress. This interpretation is further consistent 
with the fact that in essence a patent establishes a contract 
between the inventor and the public the terms of which, 
including jurisdiction of proceedings affecting the patent 
or rights thereunder, are spelled out by Acts of Congress. 
And finally this interpretation is consistent with the fact 
that patent rights are based solely on statutory provisions. 


As stated in 40 A.J. Patents, Section 3, page 533, 


‘*Patent rights are founded exclusively on statutory 
provisions. The monopoly granted by the patent is 
created by the Act of Congress, and no rights can be 
acquired in it except as authorized by statute. The 
extent and limitations of the rights of the inventor 
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and also the rights of the public are governed by the 
Statutes.”’ 


It was within the power of Congress to create a forum in 
which any civil action affecting a patent or rights there- 
under may be adjudicated in those cases where the recip- 
ient of a United States patent resides outside the Country 
and fails to designate a person within the United States 
upon whom process may be served. 


QUESTION NO. 3 


Did the District Court acquire local jurisdiction over 
the subject matter and parties of this action by reason 
of Defendant’s Answer and Counterclaim? 
(Paraphrase of Appellee’s Question No. 3 at Page 39 
of his Brief). 


Beginning at Page 39 of his Brief, Appellee argues that 
his Counterclaim for infringement of patents is compulsory 


under Rule 13(a) of the Federal Rules of Civil Procedure 
because it arises out of the same transaction or occurrence 
as Plaintiff’s equitable action to determine title to these 
patents. 


The only reason given to sustain this position is that both 
the principal claim for title to patents and the Counterclaim 
for infringement grew out of the relationship between the 
parties! This broad, unqualified assertion is both illogical 
and invalid because in a sense all litigation arises out of 
the relationship between the parties. There is a far more 
basic distinction between compulsory and permissive Coun- 
terclaims which is intended by Rule 13, upon which the 
Courts have often spoken. 


The District Court for the District of Columbia had ocea- 
sion to discuss this distinction in the case of Williams v. 
Robinson, decided April 12, 1940, 1 Federal Rules Decisions 
211. In defining and distinguishing the words ‘‘transac- 
tion’”’ and ‘‘occurrence”’ used in Rule 13, the Court said at 
Page 213: 
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“The words ‘transaction’ and ‘occurrence’ probably 
mean, whatever may be done by one person which af- 
fects another’s rights and out of which a cause of ac- 
tion may arise. Whether the subject matter of oppos- 
ing claims is the same requires an examination into 
the basic facts underlying each of them. A familiar 
test may be applied by inquiring whether the same evi- 
dence will support or refute the opposing claims.”’ 


Applying this suggested test to the case at bar, it is obvi- 
ous that the same evidence will not support or refute Plain- 
tiff-Appellant’s claim of title to patents and Defendant- 
Appellee’s claim for infringement of patents and royalties. 
In fact, this is just what Appellee has argued everywhere 
else in his Brief when he contends that an action to deter- 
mine title to patents can’t under any circumstances be con- 
sidered a ‘‘proceeding”’ or ‘‘action’’ ‘‘affecting’’ or ‘‘re- 
specting’’ a patent or rights thereunder within the scope 
of U.S.C. Title 35, Section 293. 


At page 40 of his Brief, Appellee contends that if his 


Counterclaim for infringement were not compulsory, then 
it would have to stand on its own with respect to venue 
jurisdiction in view of the District Court’s ruling in this 
case that it had no jurisdiction over the subject matter of 
Plaintiff’s claim under 28 U.S.C. 1338(a) and 35 U.S. 293. 
This argument overlooks the fact that there is vast differ- 
ence in venue between starting a law suit against someone 
and simply setting up a Counterclaim against a party al- 
ready in Court. 


Michigan Tool Co. Inc., et al. v. Drummond, et al., 33 Fed- 
eral Supplement 540, decided by the District Court for the 
District of Columbia in 1938, is a case in point. Plaintiffs 
sought the issuance of a patent pursuant to the provisions 
of 35 U.S.C. 68, 35 U.S.C.A. 63. Jurisdiction of the Dis- 
trict Court for the District of Columbia was invoked be- 
cause the Defendants and adverse parties resided in a 
plurality of districts not embraced within the same state. 
35 U.S.C. 72(2), 35 U.S.C.A. 72(2). A part of the Defend- 
ants in the case filed a Counterclaim for infringement of a 
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patent previously issued. Plaintiffs moved to strike the 
Counterclaim on the ground of misjoinder of cause of ac- 
tion, improper venue, and lack of jurisdiction over the sub- 
ject matter and the parties. In refusing to strike the 
Counterclaim on the basis of jurisdiction, the Court ruled 
(page 542): 


“The setting up of a Counterclaim against one already 
in a Court of his own choosing is very different, in re- 
spect to venue, from hailing him into Court.” 


Then, with respect to the nature of the Counterclaim for 
infringement, the District Court for the District of Colum- 
bia held: 


‘“‘The Counterclaim under consideration is a permis- 
sive Counterclaim within the meaning of Rule 13(b) 
28 U.S.C.A. following Section 723(c).’’ 


CONCLUSION 


Appellant reaffirms the position taken in its main Brief 
that under the accepted principles of statutory construc- 
tion, 35 U.S.C., Section 293, an Act of Congress relating to 
patents, should be interpreted in relation to 28 U.S.C., See- 
tion 1338(a), as giving rise to a civil action relating to pat- 
ents of non-resident patentees so as to confer original 
jurisdiction upon the United States District Court for the 
District of Columbia, as a United States District Court, 
to determine not only the questions of validity and infringe- 
ment, the traditional ‘‘patent cases’’ referred to in the 
second sentence of Section 1338(a), but also any other type 
of civil action relating to patents as prescribed by the first 
sentence of this Section. 


As is made apparent by the facts in this instant case, 
such a construction is necessary to adequately protect citi- 
zens of the United States, both individual and corporate, 
from harrassment by non-resident patentees, which can be 
just as vexatious in all areas affecting patents as it is with 
regard to questions of validity and infringement. Appel- 
lant reaffirms its position that Congress apparently in- 
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tended to afford such citizens protection in passing 35 
U.S.C. 293 in 1952 because the language used in this recent 
Statute is in every instance broader than that used in 28 
U.S.C. 1338 (a). 


Should this Court determine, however, that 35 U.S.C. 293 
cannot be held to confer jurisdiction on the United States 
District Court for the District of Columbia as a Federal 
District Court to adjudicate title to patents in those situa- 
tions where a non-resident patentee is involved, then under 
the facts and circumstances of this case, where Defendant- 
Appellee has submitted himself to the jurisdiction of the 
Court by accepting service, answered to the complaint, and, 
in addition, sought affirmative relief by means of a permis- 
sive counterclaim, the United States District Court for the 
District of Columbia ought in the interests of justice to 
retain the cause under its general jurisdiction as a state 
court and afford Plaintiff-Appellant a trial on the merits. 


This is particularly true in view of the fact that neither 


the Courts of Canada nor the Courts of Michigan can ren- 
der an effective personal judgment against the Defendant- 
Appellee as long as he continues to remain outside the 
territorial limits of the United States. Under these cir- 
cumstances, to invoke the doctrine of forum non conveniens 
would be both extremely harsh and completely unrealistic 
as far as Appellant’s rights in attempting to secure a bind- 
ing adjudication of the title to the patents involved are 
concerned. 
Respectfully submitted, 


J. Harotp Kincorne, 
Attorney for Plaintiff-Appellant, 
961 National Press Building, 
Washington 4, D. C. 
Of Counsel: 
Ausert A. SmirH, 
301 Bearinger Building, 
Saginaw, Michigan. 


